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I as 


Mr t 

Mr; J^ca 


Court Rep° r 


to 


i ' 


n 
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"Jo 


Street f 

r. rs 


E° 


0 ^ 


i 9 H 


trial 


Ju " 5e - 

**• ^ -»*«• 

™ E COt,FT miner, your Honor. 

. G0 oi morning, Y 
Mr 

77 c 2246 , Bally v. Gottli 

the cle rK: 

the coubt: go°< 5 morning, Mr. Katz. 

Mr. katz; Good morning, your Honor. 


ieb, 


case 


This morning 


I would like to call p M4 r 

^rofe SSOr 


- u. ‘ M,w 

Im ^«.n mm . sn „ ESSf duly ^ 

R * G °LDESBERG: Your g 

advise the Court that ^ WOuld lik e to 

5fter p rofe S30r 

fied in the record, v . ayt ° n has been identi 

Woul d li ke to v 

tion of the witne Ss ^ ^ have a voir dire examin 

the couaj. testi fie s 

’ ri 

MR. KAT2. ght - 

' H H 0 

of questions for tl °r, i f 

. . ae questi n ^ th e , . 1 ha ve a short series 

finish those <1 tHa^ w it ness 

that th. «.f» dant * N , <l »t have ’ ana Perhaps after I 


that the 


defendants , 

So J 


Suali f ica 




'*av e 

6 as) t6d tlle c 3 uestionS 


MS' G ° L % t 

«r » m r. i 


e * S)t6d “ the qu- 

* s k t . ° n v oi t 

th H + v * dire. 


KATz , 


Bv MR. KAT 2 ! 


\ °* c »» t 
V V 


dire be af'*- er 


8 s. 


N,, 





Ka yton 


- direct 


^4/ 


p r 0 f *on. what is y0ur occu P at ion? 

0f essor Kayton. 


"■ I a , nr , r nf law and director of the p, f 

arn a professor or * tat ent Lj(( 

Pr °gram at the George Washington University School of Law i# 

Wa shingt 0n j D-C> 

An <3 how long have you been a professor and director of 
the Patent Law Program at George Washington University? 

*■ Twenty years. 

What courses do you teach at the law school? 

teach patent law, patent office practice, advanced 

topics in patent law, f r - n/ a • . 

' trauc * m patent procurement, civil 

procedure, and federal jurisdiction. 

ft Would you briefly 

^ e ll the Court what your formal ed 

cati e on has been, begi nni . 

9 with college, and providing 

appropriate dates. 

*■ "" 1 ” OMV * a * ■*'»«».'. degree in ..th.-.O- “ l 

1951 with distinction frQn 

ne11 University • 


Washington University School of r, 

J.aw i n 


I r e 


degree, f tom Ne w Yor . 

„ tbe Ma Ster lve « lty School of Law i» 

I received tft« 0£ ^ 

, 5 I'n 8 degree from Colulrb ia Va 


Ce ive < j 

he Juri s Doctor, my f i* st 


in 1975- 


in 1964 or ' 
Doctor of 
sity in 1967' 


2 r^i ty j 


tical Sc . eXaCtly SUre ' and t hen I recei- 

lence r the J.S.D. * . vni ver 

tf Om Columbia 


ived 


n Bachelor’s de gr^ e g 

tten d . . . i « Mathemati c 


__ i l and mY a tte:i< nng th Ne w York 0 
Cornell ich c 

r of 9 ta d Uate traintng in e ^ity Law 

X had a year ec t t . , c a 

hie commuhi 





pyton 


_ direct 


* 

f es 
A 


Wo 




a short summary, please. OP 
you give us * » of 


A,.,. 


your 


P 

ir ivoi v 

rada r 


Ei0 '’ n *o«, experience fro» 1951 to the pr SEent ^ 
?0 * 1951 through 1953, I was a naval off icer prljw 
°n ships of the Atlantic Fleet as a navigator 


Pro, 


eci 


niy 


and 


°ffic 


er. 


From 1953 through 1954, I „a s a member of the 

technical + 

at Beil Tel *P ho “e Laboratories where I worked 
° n desi ^ing loglc circuits di ^ ltaJ 

or digital computers, 

1 transferr ed in 1954, 1955 t o the Patent 
Department of Bell Tpi v. 

P one Laboratories, where I did varioui 
forms of patent work dean 

ng with digital technologies, micro 

wave transmission* svst 

mS and COm Ponents* and from --that 
was* up through 195 a, > 

ney for General P r 1%3, 1 W ° rked as a P fltent 8tt03 " 

General Electric C 0tnpany ^° Uipmen t, Incorporated, and the 
oologies and vari 0Ua a ctlv ^ dif ^ f ' tlraes > in various tech- 
llcensing) P atent inf,- UieS incl udin g patent prosecution, 

n Se men t n* 

From litl gation. 

George Washington U niv# ^° ^ Present, x have be en at the 
that I indicated or ^ ^ ^ capac ity 

the Patent ^ ’ r ° feSS ° r °' L *w and Director of 

what 1 Professor Kayton, 

ntinulne 1 ' g * 1 '4»0.t lo „ * *"»• J °“ 

„ practi Ce? to P* 1 '"' 


Q 

in con 
i*w and P® 






1 

2 

3 

4 

5 

6 


Kay ton 


. direct 




A 


OU 


w 




on tho ' fr °"> 1966 up until now I have lectured exten 81vf% 

. ** Objects for American Patent Law Association D 

t * c ing L ^ J ‘ ra c> 

a * Institute, Licensing Executive Society. 


e ducati 


And In 1969, I formed my own continuing i egai 
° n ass °ciation in patent law called Patent Resources 

* Ann 

' . your Honor, last week we were putting on a pro 
gram under tv, 

e auspices of Patent Resources Group with 
several co urses t 


And has been g°ing on since 1966. 

Q And what courses h»„ 0 „ 

you personally taught in those 
continuing legal education activities? 

A K. 12 , I »v. Uu e ,l _ 

x fields of patent 

.nd patent practice. hn+ 


~ ~ " uur6 es in an , . 

x fields of patent 

law and patent pra c ti ce> but mQgt 

, , , interest and activity 

has been direc 0 those subjects whl h I 

npr nrn Cfl cn are bottomed essen- 

proper prosecution _ 


tially on 
the cours 


are bottomed essen- 

proP er P-o secutlon or 


„ J twch. th 8ref •'Plications. Host » 

re > sound sn, 

eU tion for , et hi ng like Effects 

CU W ±nni Jiff TrUl r. . 


* r uti° n for win 4 et *Ung like St 

Patent Prose inning Trial St rat 

ti° n > Am en o Advanced 

Patent Appli cft men dment Writing Wo 

Praet ice * sho P, Advanced 

Topics in P* te CS ’ R «-exaz„inati 0n p 

.jated thi n , h . T r °tested Reissues 

and Fraud; * el SS> but 1 ^v e a lso 

llt ig ati °n courses. X ^Sht licensing 

courses And 


Q 


Have y° U any C ° UrSeS speclf ica u 

as ted . * directed or 

rt 4t » P r re ~issue proceeding Cted o 

Saline wi^ Q 

S tfi iB cas ^? f the type th** 


to °k place irl 


Yes 




A ied one that I ha Ve 

* * 


ncJ X 



, 1 


1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 


KaVton 


- direct 


Q. 

f ra ud 

A. 


.u any courses 
You taught 


relating to the subj ect 


of 


the pr 0 M «»e»t of united States patents, 

Yes ' when I said fraud in patent practice, that i s 



generic - but i have specifically taught courses and written 

Papers 0n the gub j ect 0 f fraud in patent procurement. 

y Ca n you give us brief illustrative examples of your 

published writings in the patent field, and please confine 

that, if y 0u wou id r t 0 j us t major work. 

I am a co-author and editor of a 7-volume treatise 

entitled Patent Preparation and Prosecution Practice." 

I have a text, patent primer, which I see is on 
your Honor's desh, called „ Kayton Qn Pat0nts ^ „ It is US ed 

primarily in «>- pato „ t la „ olassas that , teach and 

are taught at other i aw schools. 

I was a foundir»^ 

9 Co-author with two others, Don 

Dunner and Ga ^r ellf ^ g nultl _ volume . pub lished 

by Matthew Bender ^ Perspectives bu t I 

in 1^73. 
left that 111 

t have aut^ 

monograph in 1970 entitled 

. La w i n p ater\t 

Crisis o s, which was a -study showing the 

TaW that wa s 

differen ed among the regional circuits in 

g and has ^ 

patent case sen used extensively in sena te 

v,e^ ringS i ^ * 

committee Xe d ultimately to the formation o£ 

co ur fc ° Appe ai s f 01; the Federal C ircuit . 


the U . S . 


jo 


h* 


Lynch 


and I and a thi^ d auth Qjr 


c o-authore3 a 


I 


direct 
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4 

5 

6 
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8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 
21 
22 

23 

24 


‘ ) : 




y 


G • w. 


^ major L 3 ^ 


iish 

Case 


Review, l? 74 ' ^ ^ 


Kay ton - “ — 

K y 

article on fraud, publi sheH . 

ln th e 

doctoral dissertation Was pub 


6(2 aS * lengthy Law Review article entitled "Retrieving 


' 0 . 


Law b y Digital Computer." 

Those are the major things I have published. 

c °uld you give US( please, a reasonable estimate of how 
man y Law ■ 

evi ew articles, major addresses, and continuing legal 

curses you yourself have actually written, presentee 

^ ^ taught in the fipiri nf 4 . 

patent practice in the past 20 years 

The past how long? 

& 20 years . 

A. Well over 200. 

& When, if ever, have 

y u been called up by the United 
States Patent and ' 

ffice to instruct Patent Of 

• n 1 TI 3 r tn-u. . 

exam 

procedure? 

On two o Cca 

^on- 

invited me 


Liners on matters of 

atent Office practice, custom, and 


to addre Ss 


those subj, 


tbe Commissioner of Patents 

the 

Xami ni ng corps of the Patent 


25 


Office on tn— ~->Je cta . 

W ° ^^ferent occasions, and m ° r 

1 ^ . 


par t icula 


riy to addt s Sa 


t h 

to the em ° n that subject as related 

spec: f icallf Sub je ct sS , 

^ Of Section 103, non -obviou sne 5 


under the 


st atnte a na 

Ses / and then once with respect 


to 


t ivelY t ha . ' ana ^ Wlth re spec t 

how prosper e *a mination would ta ke place „ ith 

• g i a 1 1 o n ^ > 

pending leg 1 ''eft i n mind . The le9i slation never c ame 


-J 


to pa s s , ho 




ver . 


Kayton - direct 


^ VJ 1 


X also have at the law school taught 0Ver 

the P«s 

a larqe number of patent examiners who 

ltJle r Were 

Ss for law degrees or who took specifi Cail 

y the Pat 

that I taught, usually under the financial 

a egis 0 f 

en t Office. 




- direct 


3 A. 


Kay ton 

_ n have you ever 
^ssor Kay^ on ' 

P^Osgp 

ted Patent application, yoursel 
A. 


■ dire^ •>, i . 

<obo 

have you ever actually prep ared 


s# I have# 


W« . 

^P^oximately how many? 

5 K I 

w °uid estimate approximately 200 . 

6 QL H 

Ve there been occasions in your professional career 
^ when you ha 

nave received recognition as an expert in Patent 

8 

fice practices and procedures? 

^ V7 ell T h ft 

ve, i suppose, indirectly by being asked to 

10 testify before various = 

nate and congressional committees, 

11 like the Hruska — i 

u-s-k-a — Committee. 

12 ^ 

ei ected to the Board of Managers of the 

13 American, Patent Law Assori^i 

ation for the period — I've for- 

14 gotten the period x t , # 

nk it was *78 to *81, but I'm not 

15 various oth*- . 


of the 


' w Oi, 

15 sure, and various oth er A . , 

rican Patent Law Association an 

16 Licensing Executive s 0clet . . 

y COlnn uttees I’ve been appoi nte 


- -vu-ca i ve Deen 

17 chairman of the va ^o Us con, raittees _ 

18 & During y° ur 2 °-ye ar t er 

. any >■*« 


repres 


— " - ^«tessor have jr~- 

Anfe d any parti e s , . 

* lth er in litig at i on or otherwise 

.fto rney? 


20 , a tt° rXiey? 

as their 


n ot ' exc 6ni> 

I on one occ 


asion 

° u t ten years 


in ten y 

22 I did repr e3< * n ' 4 Pat ent suit i" the u. s , 

Court or 

* Cl.i™, a By* 1 "" »» a 

" a, ,,9 “ 

25 \\ But tn «t case never went to t 

_ \ ia l, and was 


under 28 




Set tlea 


att 


Have 


Kayton - direct ^ 

b ^fore trial. 

Other than that/ however, I have not f Un 
to rney representing a client in patent matters. 
Ve you, prior to today, ever been proffered as a 


ct ion< 


p a t e n t 

ex Pert witness on matters dealing with practice, 
us toms, usages and proceedings in the United States Patent 

Office Hca-P 

uetore any United States District Court? 

Ye s* I have. 


J 



1LP 


pyton 


. direct 


^bb/ 


Vtl h °* many occasions? 

A Dur ^g the past fif teen ye&rs U iS MOre tha n twenty 
It * s 

^Qbabiy 25 times. 

I really stopped paying close attention to the 

a a, 

a rter twenty. It's probably -- this is pi-obably the 

p 

ime i n fifteen years. It averages about 1-1/2 or two 
ppearances a year, I would estimate. 

^ Have you on each of those occasions been determined by 

as qualified to testify as a patent expert witness 

p e.s opinions on matters dealing with patent practice, 
customs and usages? 

Yes, 1 e, on each of those occasions. 

Q In your role a s a consultant and patent expert witness, 
how many cases, if ^ ln ^ ^ ^ de , u wi th 

protested re-issue Pro ceedings? 

A Approximately elght or ^ ^ ^ 

q m how m f the ca Ses in whlch ^ have actually 

testified — 1SSUe * of fraud before the ^ patent and 

Trademark Off ice lnv oiy ed? 

tn most of 

A Wel * 0 cas es m which i» ve actually ftppeS 

. _ s ti^ ied Wa 

ed and te s a n issue, but not all of them* 

1 w °u1h 

estimate in approxi mately lb or 19 
cases fr« ud ^ * ** ls sue, and someti mes I &ppeared for 

, h . *" a *»• 

tffi. 1 <ATZ - Yo Ur Honor, I#d llk * to ha na you a c0P y 


It * s 


** the ou- 


you cl 

, u lum v ita e which hue t,een m * rke 'J Pi*i n tiff' s 


Kayt<> n 


. direct 


/si. 


EXMbIt '•84, „»ic» * det » lled bI °e ra Phlo«i b ,„ k 

fi r Ou n , J 

0f Professor Kayton, and I'd like to off er tha ^ 

the COURT: All right, that's received. 

( Ple -lntif f 's Exhibit 424 was received in eviri»„ 

v Auence , ) 

MR. KATZ: Your Honor, on the basis of 
*°n y that he testi ' 

to th 8 b " n pr8 ” nted Kayton, I submlt 

* °»«rt that he Is duly qualified by education 
Ied Ke and education, know- 

nd experience as an expert 

— - »■ 3. Patsnt and ^ ^ 

may properly testify ff ice, and that he 

and off er _ 

related to the i Ss , la P nions on that subject as 

Sues in thi s case 

the Federal Rules of *, Pursuant to Rule 702 of 

f Ev iden ce . 

THE COURT . 

r ‘ G °idenb er g . 



- voir dire st . 

Kayton VOi 

VOIR DIRE EXAMINATION 

By m c 

• G CLDENBERG; 

& Pr °fe ssor Kayton, when were you first engaged i„ COn ^ 

° n with this matter? 

1 believe I was first contacted by attorneys for the 
Plaintiff i n September of 1978 . If by "engaged," you mean on 
a permanent basis, I don't know that that was when that took 
place. But it was not very long after September, 19 78 . 

0 Since that time, have you devoted substantial amount 

of time in connection with this matter, including the Court 
proceedings and the proceedings in the Patent Office? 

A. The answer to that, if y0u lump them all together, 

Mr. Goldenberg, is yes . 


What, approximately, have been your total charges 


plaintiff in c0nnect i«n with the work that you have 
I don,t kn ° W What the total charges have been. 

t jia n $100,000? 


to 


done? 


A. 

& 

A. 

Q. 

A. 


More 


r* o n de n fc that « f j 

I » Bl 1 is more than that. 


Mor 0 


t ban ^200,000? 


Know that 

doh hat would be the case. ^ be ‘ 




don't k.n° w ' 

° U are tal king over the f . ve a nd • * 


U 


years? 

Q yes 

A. 


& 




it’s 


rho 


od oi 




probably in the neighbo 


3*0 


. voir direct ° J 

Ka yton 

1 $2o °,ooo 1aS t fi ve and a hal£ ° r Slx years - 

g over the l aSt 

2 ^ N °w, in the course of your work with the plaintiff 


T ’ in tne 

VOu have at vari0US occasions 
4 cl 't f' 

rne ys and recommended to 

e< 3 States Patent Office? 


consulted with plaintiff^ 


to them courses of action in the 


6 A. 

7 d 


8 A. 


A 

No . 

0 

You h 

A. 

No . 

The 

answer 


? 

consulted -- it's a compound question. 

CJ . - _ 


10 Ql 

11 i 


12 JL 

13 t: 


14 0. 

15 n 


air ls y©s , I have consulted. 

0- And you have nof 

suggested or participated in any way 

in any proceedings i n rT . 

United States Patent Office? 

A. No, that is incor 

ec t. I filed two declarations with 

the United States Paf* j. 

tent Off ice< 


And that's be Gn th 

Extent of your involvement with the 
plaintiff's attorney g ^ ] 

n the latent Office proceedings? 

A. No. 


- “ ^ ^ 

16 A No. 

17 Qt What else hav Q v _ 

y0u d °ne, sir? 

18 A. I have, as I ^ i 

-• “ “ U ° f “* ! wpear ’ 
» proposed submission, Qf 4 ^ them w ith respect to their 

Papers of 


20 proposed submission Qf ^ them with respect to their 

21 | conduct during eit her # *'**** *** their Proposed course of 

22 purpose of telling ^ r " iS3Ue Protested reissue for the 

22 propose to ao is P ro_ 1 ^ ” hat *** 


_ is ner I believe that what they 

23 propose to do ^ Pr 0per 

a cceptabl« to with the end i n 

24 mind that when I get 0n am 

the stand, as 1 n the stand today 

25 I can say c omf°rtab ly plac<a 

l ®t whatever ^ proper. 


J 


Kayton 


- voir dire 


X 

nGVer ten them what to do, but they have alwayg 

what tv, , „ ° ld *>e 

are going to do and asked my opinion a* * 

1 *• ,he “'« 
o^fortable with it. 

ft Anri 

a you have done that, sir, on the basis 
tr. inln< , ° f l.»l 

- and education, have you not? 

^ 1 haVS ^ U Primari1 ^ basis of my under . 

0f ;;;r r the proper practice in the — — t 

it invol TO the 6Xteilt 16931 kn ° Wledge is Evolved in that, 
it involves l egal knowledge> 

lying basis. 60 thGre 15 that under * 


T6 17 


> r eove 


there are some leg a ^ 


I would never be 


have alw ays made it clear that 

p0s itions ^at so,™ ... .... ... 


c °ntfo 


some attorneys take that 


should those legal f 
that I would testif y 
priate . And I make 


r table with 

and 


Ss Ues 


on cross examination 


come 


tho 


^at 


u Pr albeit inappropriately r 

iegal issues as I saw appro- 


as well . 


<n 


. voir dire 




jv»y tofl 


net saying. 




are that In this 


COn sult&. 
your 


you ar e 

UOn *lth pumtlft! * wt y0U MVe PUt ° Ut ° f S ° aT " !nl 

“"“"‘Me. understanding of patent law! 

1 thought I said exactly the opposite. 

1 think you have told us you have filed on behalf of 

the Plaintiffs i n the Patent Office proceedings one or more 

affidavits or declarations, isn't that correct? 

A Yes, I have. 

MR. KATZ; Y 0 „y u 

ur Honor, I have a whole line of ques- 
tioning going into p rofoc 

Ssor Kayton's involvement with the 

re-issue procee<u n g j 

Perhaps this was premature to take 

a 1 w -dj A 

thls Sta se and maybe I should just 
°ourt 

qualification until We 


it on the voir di re 
reserve -- perhaps th e 


°ould reserve the ruling ° n 
lsh that section up so we don't 


invert the natural. ^ 

MR. G OtD ENn& ° f test lmo ny . 

R5: Yo 

inquiry g° es t0 a ™att e Ur Honor > I think my U ne of 


dress ve 
at all 


ry early > na^ sl hl ° h 1 think the Court should 
y * lessor Kayton * s rlght to 


the 


BY MR 
Q 

of tn 

you not ? 

A 


G OLDE NBERa : 


’ A u r 


^ght, proceed. 


- ne or mo*, 
in one * o f 


, th ° Se Papers you 

e P 1 **8*^ e niade on 


If 


Arguments to th e 


. is not * „ 



ect characterize. 

__3 


^tent Office, h *' ? 


lj *lthoug h r h“ va 


1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 
21 
22 

23 

24 

25 


Kay ton 


„ voir dire 




^ ^*1 statements , but always fro, the point of vle „ #f 
denon st ratlng t0 the examiner that he was not foll 0wlng , c> 

Pted Practice in the United States Patent Offi CSj parti Cu . 
larIy wlt h respect to the Manual of Patent Examining Pro- 
C ' dUre ’ w bich, your Honor, I may point out is neither statut 
rule, nor law but the Commissioner’s guidelines to the 
exa " lner “ t0 h °« *» *PPly the rules of practlcs. 

thrust of my declaration was to show that 

the examiner wa s usiru th* , 

e * r °ng part of the Manual of Patent 
Examining Procedure in d t 

ermining the burden as between the 

protesters and the a ppll 

• cants f °r showing whether or not a 
third party had actual! 

u ' . „ y reduced an invention to practice 

He had in fact used a. 5 + 

unwittingly, and lt „ a> Unrelat « d to that subject, 

He used a standard ^ Unders tandabi e that he did. 

bar and the inter^.^J" t0 d ° With a public use time 

use time bar, a s dist^^ 1 * ^ th ° 6e peo P ia in 8 pu6UC 
when there 1* very nnj#u ^' 4 fr ° m th * standard to be use 
party’s assertion of * evi denc e , SUch as a third 

N -> m of nv#ntlon - 

I poin ted ° Ut that he t WaS dlsc ussed in the > 

further P ointed 0u t th^ the wr °n g standard, * nd 

Appeal* baa e* pi> he U - 3. c ourt of CuatC)m6 and 

ruled on that „ 

o professor Kayto n> Subject. 

^ Fr Vr °uld appreciate 

_ aue 0tlon ±T you w 

Answer my ^ ^ep your answer 

dt 


and 
I 

Patent 


jPU- 


r ect x y to the 


1-3 


1 

2 

3 

4 

5 

6 

7 

8 
9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 
21 
22 

23 

24 

25 


Kay ton 


- voir dire 


<■^64 


question T 

n I put to you. 

I always try to do that, Mr. Goldenberg, and if 
N °> sir, I don't think you — 

i have not done that, I apologize -- 
1 don't think you -- 

and I will try harder. 

don t think you quite succeeded that time, though. 

Well, we will give it- d 

S it a better shot next time if that 


A 

Q 

A 

Q 

A 

Q 
A 

is true. 


Q All right, sir, i hava „ 

co Py of your declaration, a 
declaration filed ln the Patent 

ffice by you on April 12, 

1982 in connection wlth t 

* ssue protest proceedings, 

and I ask you if you c 

tn that - SrSe Wlth me > sir > that what y ° U 

have done in that ^eclarat io 

° n is ad vance numerous legal ar- 
guments, with citati 0n on, , 

legal authority. 

A ! have done that preclseiy ^ y ‘ 

yo„r Honor, *• * " ,y 1 

in tn. »*•”* orfl « th , "° E " tlne °« *»• 

followed py the exa ”iner. not Properly & elng 


MK * GOLDENBER G: You 


r H ono r 


^ ha 


for -- 


Ve a copy 


of that 


MB. KATZ: Coui d 


have a 


c °Py 


MB* GOLDENBERG; __ ~* y °f that? 

exami n&ti 

nher 2 i n this blnder ° n Py the Court. 


It is tab 

MB • KATZ : Do you have 


io Py 


f ° r the p la inti 


K ay ton - voir dire c^ 0 

Mr. goldenberg: No, I do not. 

It ls m the file wrapper, and I have gi Ven 

y ° U th « hate. 

Mr. KATZ: What was the date on there? 

BY GOLDENBERG: 

Q What is the date. Professor Kayton? 

A April 12, 1982. 
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I might point out in item 15, 1 m &ke re? 

to the „ '- er en Ce 

Ma nua i of Patent Examining Procedure and that 0 the 

9,1*0^ n 

which the examiner had drawn the improper burden 

oi* persun 

sion, namely the 102(b) bar that I mentioned. And 

i ha t wb o + , 

the thrust of the paper. 

MpE Y ° U may n ° te > Mr - G °ldenberg , that In the 

sections there is extensive citation of cases 

that sub Ject, and therefore in n „ 

. n order properly to present 

the subject matter about the u ..... 

p n nuai of Patent Examining 

Procedure which t „ 

, ses > 1 had to make some 

response specifically theret 

Q Have you co mp i et 

y ° Ur s tatement, slr , 

A Well, I thought t lr ‘ 

°®Pleted my answer 

Q All right. NoWj priQr ^ 

ation and such oth er 6 pre P ap atlon of that declar- 

® c la rations as 

plaintiff's behalf > d id vn U sub mitted on the 

y ° u not in fa t 

tiff's attorneys ana consult wlth t Sit With thS pl&ln ‘ 

should be to various POsl / ° n wha t their response: 

E talte n by th 

taken by the patent e xarUner? e Protesters and 


Q You nC * 

A no. I consulted wlth them 

proposals were going to be and °n what thei r 

Q ah rig bt)Sir ’ N °w, let's go 0n C ° U1<3 accept tneB * 

You hiv® At+»n^ 

attended va r i OUs 

— - v s — v Pa -rt s or ttiis trial; 

- V / U !. 
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^° U Hot? 

*e s . 

Let me come back to this matter of consulting W i th 
PlQ-lntif f * 

Well, isn't it the fact, though, sir, that 
whatever was submitted to the Patent office was always ln 
accordance with some view you had about the natter? 

N °‘ 1 t0 What — view they advanced. 

h6y 6Ver ment loned a view that I couldn' 
accept, I would ha ve told 

em . i have no recollection how- 
ever of that having happ ene(li 

Q. So we just had this „ 

emarlcable situation over a period 

of five years of j U8t 

between the plaintiff . ‘ * C ° n ' 1 ' t * n ^ *» 

take and what S ho Ui(1 be ^ ^ What C0UrS6S *° 

A It's not amazing at al ^ 

case in which I'm l«v 0 i Vecl . h&Ppe hs in vir t u aliy ever/ 

ea > including 1 

was his expert witn esSj * lth John Lynch when 

a the rs of h . 

q All rig ht » sir, let's cn Partners. 

g ° ° n to thl 


You have attended lt 
ha v 


s trial. 

e you not, some 


por 


tions of this trial? 

A I have attended, yes> somej 

and to the extent X Wfts not here ^ hy or this trl* 

^ c a i v wi 

on Mondays and Tuesd *ys, your Honor, ~~ &S 1 ^ & 

for today i 


have read tHe transcripts. 




i 




i n 
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4 "»», « various ti«e. during the course of this tr Ul 

y ° U ha ^e met with one or mere of the witnesses who have 

tes tif lea in this cas6} have you not? 

A Prt 

C °rrect . 

^ -^nd what witnesses have you met with? 

A t 

have met Jeffrey Frederiksen; Dr. Schoeffler, I think 

his first name is James; David Nutting, very, very briefly; 
and I think that's all, 

0, Did you have one or more meetings with Mr. Frederiksen? 

A Oh, I had no meetings in the formal sense. But in the 

offices of Welsh a nd Kat* when varlous actiylties were g0 ing 

on, I was in his presence twQ or three ^ ^ ^ 

that with Dr. Schoeffler. 

Q, Did y° u ever discuss With M „ , be 

1th Mr. Frederiksen what might be 

_ +■ r\ f* Anv + _ 


— c.i 

*“ content of -»y t estl „ oay he ^ ^ ^ ^ ca>et 

* 1 BelleV ' *** with Mr.Frederit*® 11 ' 

1. my test recollection, 

Q Have y«“ ev " «.eu.», d tn.t , Uh „ 

A , Ur. Schoeff i er ^ ^ 

»o„ y at one ti«. I 

V 4 several ti$ es 

. «j OU id DC his tgRH 
he thought testimony. 
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1 “ Di. you in the «.«•• ° £ th ° Se diSCUSSi °" S - Sit ' **= 

* any s»,„ stions £0 6i , .bout the form and content or confnt 

3 of his answers? 

4 s - In his prospective testimony, you mean? 

5 & Or previous testimony. 

6 k No. What I did in fact do, however, was tell him. that 


7 I did not understand the nature of his testimony one day in 

8 view of what he had earlier told me he was going to testify 

9 about. And that is in fact what I discussed with him. h 

n rtf rrmraft . Crt 11 .1 d ho . 


10 of course, could be more specific i . . 

»pecinc if you wish. 

Gl Was there more th * « _ , j 

ne occasion, sir, where you had 


12 such a discussion with Dr . Schoeffier? 


13 k 


I was in Dr. Schoe f f i pr . » „ 

fler e Presence many times 

_ j- x- *»n t>\T S _ . 


when he 


wi* jr U J. niw ^ 

14 and the attorneys were discussing u • 

ng hls forthcoming testimony- 

,„einns with 


15 My dis 

16 to you 


3 forthcoming testiw 

*» bb... 


ri'p el 


wou 


, - v-o-Mie s . 

17 ft wouldn’t it be correct, sir + , 

auaoested v * St you would be the 

18 person who * to Dr. s C h oeff , 

„ut by Mr. Lvn . 1 tha f in response to 

19 questions P u Vnch, you prefe 

„ r ather than "info ^-hat he use the w ° r 

zo "inherent" n inferred- Gr 

91 a. x didn't suggest that at all _ i lmpUe ^’ ? 

22 hi. earlier explanation to me about ^ ^ 

23 tained, the word "inference- or "i^^ ^ di ^i° sure C °" 

« with what he told me the di ac io 3ure Was 

2 B =ia tificjlt ion. S ' and 1 wanted from h 


21 A. 


sed °n 


. /T*i 
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1 He said, "Well, I don't understand wha , 

u you 

2 wean." And t said? .. Wellf you had told me that this di Sclo 

3 sure has certain characteristics that, advantages and fu nc 
tions that are very definite and specific." 

I said, "if that is the case, I understand. 
But what you saia on the stand was that it was implicit or 

i laat '" 1 «-■ ■-«* - me that it soul* ha 

this way or that way or . ... . 

^ ^ 3 third wav m D . 

9 4.u ■ y# But lf what he meant 

9 was that a person of 

“ disclosure would k „ 0 , ‘ tl11 “* * rt "«in, this 

functioned +• hi 

11 it had that advantaa* Wa ^ ' would know that 

9 ■ ^at meant i 

12 And j h „ Was ^herent. 

„ 1 had told h * 

13 stood he had told me *” tIlat ’s what I had under- 

ear lier. And 

1 4 what he had told me, . ^ he sa id that was exactly 

and that he 

15 day, which in fact he ^ w °ul d rectify ifc ^ next 

16 ft Yes, we remember 

tha t well 

17 Now. * 

• n,t ‘t true . 

18 him that, that what y ' Sl r, . A 

u had i n mi ft ®t when you told 

19 herent" has a legal Bi gnif nCj w ®s t v 

ifio »n Ce i nat the word “i"' 

20 wo rd "inferred" or "imp U " Pa te nt | 

doe s n ° a s es that the 1 

*■ Was that a que 3tioji? 1 h a Ve? j 

22 ft x thought it was. 

23 A Oh, I'm sorry. 

“ a 1 „„ . 

*■ I misunderstood it tho ^ i,: * 


23 A 


24 Q. 
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A. 

ft 


1 "ill have the reporter read it to you. 


G lad i asked, or we would have paused a long time, 
* R ead by the reporter.) 

THE WITNESS: I don't get the question, i don'i 
Underst and the question. 

BY MR. GOLDENBERG: 

4 y °" S0Me!t * d W or. Schoef fler that you used th, 

word "inherent" 

» 0 , I „, ge „ ea that ^ ^ ^ 

0 Ihi. word hln7 

A. no, not at all, x 

the other. And i t w ' ^ Whethe ^ he meant one or 

w «s very i 

the other, whatever „ m P° r tant to me that it be one o: 

he ^nted it to b 

of my testimony, j . e ' because during part 

u rely as 

Therefore, I wanted * a ^ re ^^ c 9te upon his testimor 

° clear 

fact, I wanted to ftot 3 to w ^at he was saying* In 

e c ° n f Used ■ 

that to a person 0 f 0> _ u Since earlier he had said 

ln ary skill, 

meant certain thin ga in the art, that disclosure 

therefore, ^ or test* e ty definite. And in order, 

A ^ony 


Predicate, * wanted 

*nc 

And that, of course, 


hereafter to have an unanb iguo 

° w Whether it was • * 

n inherent or not. 

extent that those wqj.^ hlng to do w ith Iaw except to t 

ft So when Dr. s ch * differe ** ^in gs# 

f ier said that Vr . 

Mr - — 9aVS h ^ ^ terpretatlon o / schnayer an, 

term ' lnhetent '" he ^Understood vh at 9 term, the 

W ^S V 

appe ning? 
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1 A. 

* ho never said that. He said he discussed that 

2 wi th th rrn 

410 attorney* and thereafter conferred with me an/i 

- . a asked 

3 what th**- 

nicant. He did not say that the three of us had 
di acua 3 i on with him. 

^ ft Well 


6 A. 

7 ft 

8 A. 


Wel l, what he said is in the record, sir, 


Sure . 


We aU have t0 with it. 
That a fai r 3 t atement . 
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goldEKBEFG: Your Honor, I would at thi, tl 
n ° Ve tha t the Court not hear Professor Kayton a s a patent 
eXPert 0r i behalf of the plaintiffs. I think it quite clear 

hp u 

nas been deeply Involved in the preparation of this 
case > the proceedings before the Patent Office. 

I well appreciate that the matter comes to yo 

ith a kind of glossover that i = 

is put by the professor In 

his responses to his n 110 „ + 4 

Questions, but I think, nevertheless, 
when one really con slders 

+ . s iia PPened here, these en- 

tire proceedings l„ the 

'•••” -U Involved Prolel " ln ''° 1 '' e ‘ ^ 

with the plaintiff i_ r Ka Y ton consulting 

r s attorneys „ < „ 

with them from a i e „ , * c ussing courses of actic 

l6gal Point of vlpu 

Patent Office pro C ea * not J Ust from the 

Ural Point of v < aT 

I thiriL- w * far beyond that. 

of you, although i t CUm ent that you have in front 

Pears ln th 

affidavit submitted to ° rni of a declaration or 

. f p& tent Off»i 

a legal brief or m e!no rric e, is nevertheless 

sub 

on behalf of the Pl*i ntl 01 tted by Professor Kayton 

is really nothing ni 0re 1 th ink what you will hear 

®Ubs ta n + * 

what you would hea r ^ *lly nothing more than 

well arguing yo u . ttorney Eta n:ilng here ln the 

Th * fact th 

tha t Professor 

oath doesn’t alter the ‘ yt °n wlll bft un der 

c «r one whit 

be legal argument. * wi U# neV erthe- 
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I do believe that under Rule 402, it ^ 
ess e nt laUy a waste 0 f this Court's time and will not adva nc 
the matter at all, and so that is a second reason. 

So I come to the two reasons: that there ha s 
been a participation by Professor Kayton, for all practical 
real purposes, as a lawyer on behalf of the plaintiffs, 
it would be improper for him to testify. I further be- 
lieve that the testimony that he will offer is going to be 
in the mam not useful or ^ ^ ^ 

THE COURT* m 

UiU - Mr. Katz? 

MR. KATZ: y 0ur tt 

onor » th e Plaintiffs have called 

Professor Kayton a 8 an 

. estify on patent practices, 

customs , and usa ges p 

•^ractiooc 

. . 3 Cu stoms and are 

facts, and they ar e Pr and usageS 

The Cu y 6Xpert testimony. 

are controlling as to what ln the Patent 

patent specification, ana exa mple 3 ls part of th e 

man y of the 

the Court are answe red by qUe stions raised by 

the p at its 

normal customs, practi Ces a ent Office does i n 

aUr ^, 

The fact that that * 


facts . 


an 3 those are 


s c 


° nt *-oii lng is a matter 


of law, and there i 8 a case, Emer 80n 
old 1800 's case, ana there i 8 so ' Haa S, which is ftn 

have particularly supported that rec ent cases that 


Also the customs a nd 


'Ion . 
Pl ' a ct 1 


cee determined 


Kay ton - 

^b/5 

the ln t erpretatlon of claims and the principles of c la iBl 
drafting , All those are essentially facts. 

Infringement is another question, and that is 
S°ing to be based on Dr, Schoeffler's testimony, and I submit' 
that Professor Kayton has only acted as an expert in connec- 
tion with his discussions with Dr. Schoeffler. 

You have two experts, one of whom's testimony 
from the customs, practices, and drafting sense is going to 
rely on technical opinion of Dr. Schoeffler here. 

A lso the defendants have made fraud charges 
since they filed their answer and counterclaims in this 

case, and those fraud charges, which were filed against 
the plaintiff, have been taken ^ ^ ^ ^ ^ re _ 

issuing proceeding the plaintiffs, I submit, were entitled I 
to have an expert on Patent 0fflc# ^ hlg h 

standard of conduct re qulre(i by patent ^ of the 

high standards to the Patent ^ ^ ^ paperS re- 

viewed by - expert to make sure that the cQnduct standard6 
were s atisfl ed - 

In C ° n ^ti 0n wlth the declaration6 .. and 1 

believe it was one de claratlon ^ ^ ^ of , ic * 

and the other 8 Ju st statement saylng that Pr of eSS ° r 

, 4 ri f ACt I'GVI a 

Kayton had ewed the papers i n the file pri° r 

to making *» 18 previous declaration — that in itself 
functioning * 3 &n eXper t. Professor Kayton was functioning , 
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as a * e Xpert before the Patent Office. 

The matter has been done before. j ud?e 

Q 

Pleton, i understand, recently in a case just this last 

p ■> 

ruary i n Austin Powder Company versus Atlas Powder Com- 
P a ny in the District Court in Delaware, has accepted testl- 
ony of Professor Kayton in the same or similar clrcum- 

j ere he had been reviewing matters of proceedings 

in the Patent Office fl f+ OY , +u 

er the defendants waged fraud cfcarg< 

against the plaintiffs, 

submit that Professor Kayton 's testimony 
for that reason i s pronov 

* wl11 be helpful to this Court. 

A lot of 

questions have been raised with 
respect to patent practio~ 

iCeS &na s°rt of the arcane points of 
patent drafting Principi« R 0 

nd 80 that have been involved 
in this case, which i s un Usuallv 

liar back ° 0mple *- Professor Kayton 

has a peculiar oack ground 

eli-versed 1 Aground in the sense 

or being well verse* ln ^ ^ 

, rr neriod of -n eS * customs, ® nd 

over a long period or ti me ln 

.. — ot 

„ lc .i «-»•*•»«• « t. to . . xt ; vi " e * -** 1 " “ c ; 

t.rmlnolo«y '■“ <1 *” th « (Mint “lers l*» a *"* 

this art and can pf° 

vide illuminating testimony that sho , ’ 

nt th . ld u ltimately e*P edit 

the resolution of the issues Rnd th# 

ais Po6ition of tbi s 

c*8e, 
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Mr. GOLDENBERG: Your Honor, ma y I respond hru., 

I really don't think plaintiff has addressed 

its^lfi 

Zo the principal issue which I presented to the Court 
name Iv p 

** Professor Kayton' s participation and functioning as 

a l^y er with respect to the Plaintiffs activities in the 
Patent Of flce proceedings. 

Instead, however, he's gone off on another 

matter, which I'm quite w i 1 n 

lng to address, and I will. 

116 pr ° ce edings and the usages of 
the pr.etice « the P. tent 0 

w _ * I don't think there's an, 

dispute between the pan! 

te„.t lss „e s . n, rte ^ 

* rS f UUy spt - A 

ecord’of those Proceeding ^ V ° lumln ° US 

dence in this ca se . iCh h&Ve been offered as evi- 

A nd to th« 

extent that elH . t0 

have reference to them lthe r side wants to 

goodness kno Ws 

A nd, ihd * they're availa b I e ‘ 

ed » whatever eJt . 

draw, there's a record to fter side wants to 

Permit them to 

And a B I t v do that. 

there's any dispute between Ua ^ t thl nk we dispu te " 

with r es 

practices in the Patent Offi ce> Pect to issues * nd 

In that connection j 

time ago when this case started ana ^fhded that * long 
Its reissue, your Honor went along PJ - a lntiff sought 

over this case with the hope and * e5s entially putting 

^ ^ '-ion that the pro- 


a 

rec 
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ceedi nEs ln the patent Office would be of help to y 0u fr0ffl # 

technical point of view. 

I give it to you as my view, that ha s not been 
ne ca Se . And when those proceedings are compared with the 
actual evidence you've heard in this court, I think that will 
become quite clear. 

But that's another matter also, but I do think 
you snould have that in mind, 

that, l well appreciate that Professor 
Kayton h.. ««tm« ln nu „„ 

tttses ♦ However, so ne of 

our courts have spoken on thi- 

ma tter of the lawyer expert. 

And I direct your 

a >-tentlon to Mar, „ J 

rx and Companv v. Diners 

Club at 550 P. 7U 505, , M ^ npanyv. 

la S ' oona Circuit in 1977. 

called to testify, &nd Gur iti es law expert was 

district 

Jury case — Permittee * Urt — and it was a 

S Se CUrlt 1 ( a 

opinion as to the l egax ob S ex Pert to give his 

1 sati Qns 

certain contract. the parties under 


The Court of . 

A PPeaa s 


They said, " He ma y quan fle|j ^ t bat was error- 

practices followed by lawyers a n <j Q Plain the step-W steP 

ing a r egls tratl0n >" and I think v ^^ions in shephe rd " 

you 


ing a registration 
obtaining a P atent 


^ read for th at ’ 


The w ltness in that 


ever 


. and the Court said, "Rather K 


further, how- 
Ve his opinions 


'*•'***, 


71-3 


Kay ton 


2b H 


to th. i. gal standa rds he helieved to. b. derive* from 

the contract and which should have governed Diners' conduct." 

And the Court of Appeals held that it was 
error, at least in front of a jury situation, to receive that 
kind of testimony. 

That case has been followed most recently in 
Federal Aviation Administration v, Landy, again the Second 
Circuit, at 705 f. 2 d paqe.624, and a bit earlier in United 

States v « Schiff, S-c-h-i-f -f , 6 12 F 2d 73, again the Second 
Circuit in 1979 . 
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Kayton 

I make a particular point that all of the3e 
cases Wcre decided a £ter the enactment of the new Federal 
RulGa Of Evidence. And essentially what these, or as I under 
stand what these say, that indeed opinion evidence may be 
received by the Court if the Court believes that that opinion 
and even on an ultimate issue, so-called -- if that's 
going to be helpful to the trier of the fact, 

Opinion evidence offered on conclusions of 

1 aw — — and x undGr^f * 

there s a gray area there, but I 

really think you're going to h 

g hear a great deal of that— is 

not acceptable, 

10n hel P f «l to the trier of the 

IS one thing. To have 

e a witnpec 

ss ' Particularly a witness 
has served the role i« ,, . 1 

^ ls matter a. 

ng from the k that ProfGSSor Dayton 


fact 


has s 

pronouncing from the that Professor Ka 

believes the law to b e fr ° m th * Witness stand what 

* w hat he b 

the law and what do es n el ieves what complies vitl 

usurpation of the c OUrt , With the law, we think i s 

8 Provi - 

be heard 


comply 

tion of the c OUrtI * th the law, we t 

“ Province of th 

<3. matter, a 


n d shoul< 

the court. 

A ll r- 

1 don' t l9ht ' thank y°u. 

cipation in the Pate nt 0ffi ** Profes so r Kayton’s P art 

full particiP ation in * ln 9s c an e liJcen ed t 

rule doesn't appiy ink the lawyer^^ 11 

that i», t he ru 

lmw y€ir cannot at once Pa rti , < th *t says that 

icipate in 

Prosecution or 
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defens - Cf a case and testify as a witness. 

What has occurred here comes fairly close to 
P*rtici pation in the case, but I think the real vice that the 
rule seeks to avoid is some kind of advantage that the wit- 
ness might obtain by appearing as an advocate in the very pro 

ceeding before the same trier of fact before whom he appears 
as a witness . 

That is not occurring here. Whatever Prof- 

fessor Kayton did in ^ „ 

atent Office really has no influence 

on me and could hardly ho o 

xpected to have any influence on 

me • 


1 
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The rest of the arguments, I think, a re argu . 
ments that go to the weight of the testimony rather than 
its a ^lssibiiity. Therefore, the objections will be over- 
rUled an 3 the witness will be permitted to testify. 

MR. KATZ: Thank you, your Honor. 

DIRECT EXAMINATION (Resumed) 

BY MR. KATZ: 

essor Kayton, would you please describe the extent 

of your knowledge of the protested reissue proceedings fro, 
the time that yo u indicated 

nat you had first become involve; 
in September, I believe, of . 7 o „ 

from that time until the 

issuance of the Frederic 

h , , lt n Bnd Nutt ^S reissue patent 3 l4*l 

here in suit, the pat ent j b 

iieve issued on November 15, 

A Well, I have 

* ®*ns w e r p ■*. , 

dire, hut not com P i etely “ that Question on voir 


1 

e re *d B.II 

nitted hy both th e Pr ° f the Papers that were s“ D ' 

es ters a 

the defendants and t he ^ ” the applicants, that is, 

including the exhi blt>j and th « examiner's P sperS ’ 

hlblts were techni cai ^ ln a11 fai rn eSSi when the ex- 

for content except to t - ’ dld n0t re aily read tnefll 

Extant that tt 

get an idea of them ln Wae necessary t0 

eiationship to th 

that was going on. a Patent procedure 


1 w*a 

U ° privy to var lop 


® motion* and 
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&fi3 


hear in gs befQre this court, but solely to the extent that th „ 

*y 

r ^iated to what was going the re-issue proceeding 

I was aware of statements of the Court saying 
the Court was interested in the examiner's technical 

Uaticm of prior a rt> and very much aware of the Court's 

about getting it and continuing the trial to the 

issuance of the patent solely from the point of view in 
that J0ur ln tmng to scheduie my llM for 

the trial. 

And that's about it. 

Q Professor Kayton, what . 

Ve you done in preparation for 

your testimony today? 

A Well, in addition to bai 

n S conversant with all of the 

reissue papers, I have Wlin a± ‘ L 

ei ther been in 

transcripts of the court Pro C ° Urt ° r read ^ 

But lnSS that have taken place. 

" than any _ 

I have prepared exhibits u,.. that, you r Honor, 

t are co 

reorganized compendia of the ^ m Pendi &J organized a!ld 

four Honor, those 20 voi Umes edln Ss ln the Paten t 0ff* c 


four Honor, those 20 voi Um 

over th 

three linear feet, are the chr ^ ° n th e table 

°^°gica j 

- J -*■ 


those 


Se quence of P*P erS 

which are virtually Impossible t * yeai>s and three *° nt- 

0 dea^ 

Just in chronological order. Th ei . Wit h, because they aI 

papers, each one of which ls 8 ^ ° v «r isi officii 

in *C8 ^ 

So what I have do t hick: as a book* 

e > ai 


"x \ l 


^^l become clear 


/ 
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1 dUrin « rny testimony, was to check those papers end orga nlle 

2 the m into various exhibits that I believe will respond to 

3 the Court's interests in finding out the examiner's eval ua . 

4 tion from a technical point of view of the prior art in 

5 re lationship to the patentability of the claims. But rather 

6 than tell you what all of those compendia are in advance, 

7 they win be forgotten, I am sure, as soon as I say them, 

here are a lot of things; I would rather describe 
9 them as they are introduced. 

convinced that they will be helpful in 

11 expediting the Proceedings. An* t v. 

nd 1 have spent a lot of time 

12 putting them together. ' 

13 Q Professor Kayt 0n> * 0ulH 

you give a brief exposition of 
1^ the nature of Protested rei ss P 

is tailed in the prosecution cee din ss and what it en- 

16 A Well, a protested rei Ue patent in this su 

1S8l >e K 

17 is protested, typically b y a ^ * rei ssue and one that 

• Llt iga n t . 

18 Now ’ a relssn e la . 

a Pro Ce(a ^ 

19 original patent is brought ba ck «. din « wherein an 

° the p at a 

20 completely de nOVO re - e ^minat lon * nt Office for 

21 possibly c° me UP ln the Patent 0fflc * V * fy lssue that c ° Uld 

22 this case where there is li tlgatl # * Plrtl «ul» r ly as in 

23 defendants is alleged to be of lmp 0l>ta rl ° r art by th ® 

24 validity or invalidity that haa nQ ^ the subject of 

25 examine r# c °nsidered by the , 

c'TN /r. I 
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L • ii 

OGO 


But. 


ln addition to its being a reissue, u 


hss Particular sle „lfic.nce and effect because it Is pro. 
tested, which raeans that you have an inter-parties proceeding 
a de facto inter- parties proceeding wherein the examiner has 
the opportunity not only to use his expertise* which is 
the object of examination, whether it be reissue or an orig- 
inal application; but in addition has the expertise and the 

arguments of the defendants in this case with respect to 
each item of prior art. 

that is in fact what took place over & 

period of over five year<* 

* rs and what's memorialized in those 

20 volumes • 


'/ 


/ A 




Kayton - <^ ect 

* lessor Kayton, you stated that this prot ested re . 

issue proceeding is in effect an adversarial or interparti e3 
proceeding. A re there any restrictions with respect to pro- 
cedure placed on protesters and were such restrictions placed 
°n the defendants in this reissue proceeding? 

There are virtually no restrictions placed upon the 

protesters in terms of full participation and interparties 
adversarial activity. 


There are, 
issues first started, they 
and the protesters had to 
things that the Protesters 
allowed to do. 


originally, when protested re- 
were formally denominated ex parte 
seek permission to do most of the 
in this case were automatically 


i 


o 


prot *sted 

©issues developed , the Patent 

ffice's views and permi 8s - P 

the only two things the pr * beCame very lenient and 

was to initiate an i nt *° re n0t Permitted to do 

f the appl icant 


*■ ow n b 

H °ve V er , 

9 *.u_ 

the rules 4 

iriew s i 


sought an interview, ^ ^ the rulea ' if the app licant 
to appear and P arta ke ^ WaS aut °*ati ca i ly 

The only lpate ln thG interview- 

nature of * Wi _ ° n ° n the adve 


rsan 


The only 

her restriction 

ture of the proceeding ^ n °n the adver 

8 the proteste r . 

plicant g» in aUowan ce of ' should the 

lhe claims, 

not permitted to appeal th Protesters were 

* d «termlnati 0n 

Office board of appeals ° Patent 

to tne u . s n 

, ° Utt Customs 


i al 


Kayton 


- direct 
•he Federal 


2587 


' *“* ’«.« in «,« »«»! CitCUit ' bUt Pr0 ‘ eSl "- >« 

‘ * '''IS'. v ery effective for. of thiS case vU 

3 Petition to the commissioner of Patents, which they exercised 

4 and have successfully. 

5 Ultimately, of course, the final review in a 

6 protested reissue, which they have, is before this Court. 

Those are the only restrictions. Otherwise, 

j 

they were unrestricted in advocating an adversarial position 

in that proceeding, something in fact that the applicant's 

10 attorneys were never 

Permitted under the rules to do. 

11 & Are there wavs in U u u 

hich the applicant, that is, the 

12 plaintiff here in this 

Case# was restricted in its participa- 

13 tion in the reissue proceeding? 

14 jl Yes. One of the very 

Y heavy burdens that an applicant 
is has in a protested rei Ssu _ . 

8 as follows: The aoplicant i s 

16 obliged to behave bef 0te 

a ± ^ Patent O^tce as if the, as if 

the proceedings ex Pa 

| of the nd is ' therefore, subject to the 

18 , obligation 5 of e utmost Ca „,, 

. h mea ° r ln car rying out that P r °" 

19 seeding , which means clei( 

2 0 muBt present a eatab li-hea that the appl*^ 

- attorney -»■* a fai , b .lf 

21 true statement, are in >Pe riaia 

22 ( kan i£ that ob U ’ and the •PPlic.tion 

* ^ “ trlCiCe bU ^t ion of utmost 

j c andor is not s flT - 

23 | tied. 

M ThC Pr0te ^-., on the ot „ 

26 ii ,uch obligation what, ° 6v er. They are h and, have j 

0n,ple t ely permitted to 

' n - I 


0 

J 


Kayton 

’ „ s„ advoc ate ' « »" adversary ' ThCy are Pet «‘t,d 

2 literally to func tion as they do in a Court of law; that is 

3 to 3 ay, a3 long as what they present is true, it is accept- 

4 able, albeit misleading and albeit a half-truth, leaving it 

5 to the applicant’s attorney to straighten out the proceeding, 

6 to correct it. 

7 Now, that’s an entirely understandable situa- 

8 tlon as the rules developed. And it results in an incredibly 

9 vigorous examination of tho 

he prior art. it slows the pro- 

10 | ceedings in the Patent offi^ ^ 

ce down tremendously, your Honor, 

11 because the applicant's , 4 .*,, 

r ney must keep coining back to 

12 restate what it consider* 

t0 be the whole truth. And in 

13 fact, the length of th 

a„d this disparity 

14 between the roles has ber-s 

i WBC ome verv 

^ c ^ ear and is finally the 

15 reason why the Patent Offi r 

d.. P it. th. «« it “ "‘“H 

yuve Courts th 

12 both the expert!. e of the 6 Opportunity to hav 

rammer 0n th & 

’« the vigorous contest of the def * ® rt before it ““ 

*■ e naan ts 

11 proceedings* S Wel l during those 


- direct 
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e fe ndant3 


ar t before 


it a nd 


83 W6 U during thos< 


nj » 


) n 

i i 1 


0 


"**s» 
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THE COURT: When did they discontinue it? 

the WITNESS: Within the last year and a half * 

9 IS 

my recc >l lection . 

MR. KATZ: I believe we were one of tlie last cases 
not the last one. 


back? 


THE COURT: You are the ones that broke the camel': 


THE WITNESS* 

' your Honor , there have been pro- 

ceedmgs longer than this 

_ . ' Slx- y e ar proceedings. I have been 

privy to — i didn't nean . . 

BY MR. KATZ: 0 lnterrupt * Excuse me. 

" y ° U StatSd ' Prof essor Kayt0n th . , 

the protester were that ’ at t * le two restraints on 

the Y could not- ■ 

with the examiner ans n ln itiate an interview 

Q the V had no ri 

allowance by the Patent ot= ? tS ° f a PP eal fr0rl thG 

fice - except t- 

titioning the Commission* ° the extent of P e 

ner and havi n 

this Court. this matter tried hy 

A. Yes . 

Qi With respect to the in+ .^ 

nter vi eWf d . 

plaintiff i- n this case, ever the applicants, t^ e 

lt iate 0 

with the examiner? have an intervi eW 


No, they did not. 

With respect to the alleged , 

iack 


* QCJc Of 

the protesters, did the protester*. ri 9ht to appea 

Peti ti 0 

for review of any decisi^ of * the Commissi 

A ^ x ami n _ 

r favorable to 

I < \ if ! 1 V \ 


al *>y 


r\ 


i \ 


i |jappli Cants? 2b‘K) 

^6, indeed that happened. 

proceeding was this petition by 
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a At what point in the 

the defendants filed? Do you have that? 

Yes » I don't have the exact date immediately before me, 

I can get it quite easily. It appeared in Official Paper 

nd i am now, your Honor, making reference to a special 
co»p a „di„ th.t I k.„, . 60ut „ hloh , „ lu tell yoo when it „ 

”” appr0t,r1 ** 5 - 1 «■»■*> but that took Place la poiat of ti.< 

February 20 , 1981, but mnci- • 

St importantly, it took place at a 

crucial point in the procedure. 

What had ‘h 

happened was that the examiner had 

allowed the claims i n 

11 tfle nan. , 

out had allowed the claims in 

the case not in their 

cur rent 

ij r m . The examiner had said 

that he would allow clan 

a Uns if 4» y% 

ficantly to avoid what ^ ® Claims were narrowed si^nl- 

tant, and it that Were art that was i»P°' 

he would 

The ^u cant . the claims ‘ 

nts Unmediatelv 

'claims , although th ey ^ Y narrowed those 

them in order to a Voi(i ^ * V * ^ ^ their opinion narrow 

that was at a time, y 0u * 3rt ' but they did do so, and 

y recollect, y 0l 

was a big i» aue of *P®ea ^ Hon or, when the 

Soing to tri a i 

The y in e» ct w 

were prep ared 

rl9ht8 f ° r exped i t i 0n , ° 9iVS UP Sig " 

choy dld * and thC examine r l ramediately nd 

I ° WG(3 the claims . 
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1 Then the protesters after that allowance 

2 P c titioned the commissioner of Patents, and indeed, the 

3 Coi arai 3 si oner — the basis for the petition was simply that 

4 Primarily the protesters had submitted prior art that the 

5 examiner had not considered because he allowed the claims as 

6 narrowed before he received that prior art. The protesters 

, petitioned ..a t.i.ed other „oo„d, of error on the port of 

8 the examiner. 


Commissi 0ner said he would reserve judc 

10 merit on the other prounrio u 

9 UndS ' but ^ felt that indeed the 

11 examiner should have conc^ 

c°nsid ered that prior art, and he re- 

12 opened the proceedings f Gr 

at consideration and the whole 

- _ — J- m. — 4- /-v A -,11 


judg- 


prior art, a: 

12 opened the proceedings .. 

” ‘ h * t tonsideration and 

13 thing started all over 

4 a 9 ai n# 


14 At ttlat Point • 

p lnt # ln fa . 

^ after that was re 

15 opened, the applicants r ef». ^ 

* tG iused tn « _ . - 

is and reinstituted the b r o ader ^ the narrower claim 

17 I since they were obliged to do it . atln g m fact tha 

is back to the broader clai ma .. ^ even t, they would 9 


back to the 

19 entitled to, and this iesue ^ ^ th *t they wer 

p bef 0r 

20 : reported by the protesters to thls Court 

Gx ami ne 

21 expressly indicated that if you * and the e * 

y nui nei v - 

22 ! claims that you are entitled to are , u that th 


the broader cl aim8 ° y 6 Ve "t, they woul 

that th ey 

t o, and this issue cam that th6y 


and was 


22 claims that 

23 | reinstitute 

24 did. 


you are entitled to are Y fGel that th& 

them, and that is exact* ^ then V ° U sh ° Ul< 

Vhat th e applicants 


Ti 3 re 
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D id the defendants file any new evidence in add Uion to 

* , 

1 s P e titi on to obtain the reopening of the examination? 

A. 

N °» The defendants filed nothing. They just re- 

quested -t-u.,. 

tnat it be reopened based upon the failure of the 

^ aiui J. a_ 

to consider that last piece of prior art. 

They did made allegations that the examiner 

usly construed the claims, but they introduced no new 
evidence at that time. 

9- Professor, was 

there any of fin' ai ^ 

P-ent Office indi cating . 10131 

decision in these rei SSue pr ^ W ° Uld ° nly render a flnal 

that is, the Patent off’ eedln 9s when it had considered, 

utfl ce had con ■ 

tion necessary to resoi er ed all of the informs 


tion necessary to resold 

6 issues thaf -5 

Yes, it did. An , , at were before it? 

And I would Uhe K ■ 

One, point out where that rie fly to do two things- 

ha PPened, anrt 

now, your Honor, about SOrr . then perhaps tell Y oU 

e of the CriTT , 

p ne of which I will im medi pe udi a that I have here, 

tel V tnake r * 

There are t efe ^n CG to. 

Sets of n 

we're going to use. The f Pa ^l lel materials that 

thin 9 th 

at 1 did was to tafce 


'•i 

all of the substantive pap era , u 

at the 

put them ir> to thls one volume, . eJtait| iner prepared a nd 

wtl ich 

415, and it's color-coded with 

th is 

Then x took al 

x X Of 


1 s h i l 

ia intiff' s £*h iblt 


the applicants submitted, and th Qv 

^ <a 

JxHibit 413, but there are three v 


** 0r i zontal line. 

SUbs tantive papers th at 

a Pp 


* 

as Plaintiff's 


A 


A > 
A > 


bf them. 


Kayton 


_ direct 


2^3 


, te c.lor-codcd blue, and volm. j ht , , 


They'« com* - 

2 has two blue horizontal li n0 c 

^ngie horizontal line, volume 2 na Uaes, 


and volume 3, of course, three. 

The substantive papers of the protester 
defendants I likewise color-coded black, with one, two and 
three horizontal lines. 

Now, I can, therefore, if I need to make 
reference to anyone's papers, assuming it's a substantive 

paper, not one of the many procedural papers, pick up Plain- 

tiff's Exhibit 415 to qe t the « . . * f .c 

yet the examiner's papers. Plaintiff s 

Exhibit 413 to get the appl ic , n+ . , 

PP leant s, and 414 to get the 

protesters ' . 

- MR. GOLDENBERg- v 

" Y ° Ur Honor -- 

THE COURT; Mr . 

G °ldenberg . 

MR. GOLDENbe^q 

coded pages this »o rrUng / ^ J ^ these col<- 

numbered in any way that i 901119 t0 be ~ *■***'** “ 

figure out coU ld " 

THE WITNESS: ^ # and if we 

r hey ar 

Bates numbered — G °ldenberg. They re 

MR. KATZ: They’ te 


COm Pletel 

They’re substitutes for the non ^ Y B ates numbered- 

h.fore. red Pa «3 that you ? ot 


before . 


MR. GOLDENBERG: May 

...... _ fin is h? 


What i would lik e 

to in.ert the color-coded pages tft thi g6 ' 3-3 Sust a faW ro ° r ’ er "' 

. 8 415 volume which “ c J 
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^^ceived sometime earlier, and then I think we 
able to follow better Mr. Kayton' s testimony. 

the COURT: All right. Let's take a ten 

r ecess . 

MR * KATZ: Thank you, your Honor. 

(Brief recess) 
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Q w hen we left, I believe you were explaining, Pr O f es£0r 

Ka yton, the compila tion which is Plaintiff's Exhibit 4l 5 

wi th the pink stripe. 

A v 

* es » that's the pink coded one, it's just one volume. 

And in response to your question, I would like 
reference to index tab R at the back and particularly 
the Bates number Uy page in that index tab. In this, we 

lready , a s you can see in the part of the book, dealing 

with the Rule 56 proceed ino- a 

8* And in that proceeding, the 

applicant had requested that tv, t, 

t the Pa tent Office not consider 
a paper that the protest^,, ^ . 

ad fi led because they asserted 

it was not timely filed'. 

** ^ ell t h 

h * 5 ^ ssis tant Commis sloner> on page 1*9 

in the green highlighted 

ion, said: "Those requests seek 

to interfere and direct the offi 

in a manner inconsistent wl ° 6Xaniine the applied 1 

under 3 7CFR1. 56(e) . 6 ° r<ier;Ly Process establi^ed 

"Quite simply , 

* aecla lo n wlll i rendered 

when this office has consid ered 11 be 

1 "the „ e s s&ry 

to resolve the issue remaining. » formation ne„ 


how, this wa s 5ha 

ct eri. 


re-issue proceeding. There wa s nQ ° f the 

when the proceeding would be terming ^ ^ wlth 


n tif e 


the proceeding would be termln at 

q > ^6 


ct to | 


« *« »*•»* j ' *• *«“* / 

it would conff 
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° l mati 0n that bore on the issues. 

Now, this was, in my view, entirely rea 80 naM 

^ ^ ^ ^ 

"° ach to take, because this was a protested reissue 

3 it 

wag intp 

er parties, and the Patent Office knew that this was 

s °inethinxr 

at Was in uti S a tion and was determined to render 

all the iSi ° n ° n the teChnlCal 1SSUeS ln the P^lor art based on 
'^idence to be of a s ouch hel t 
Possible. oc^rt as 

Q Now, going back to th 

^ the defendant i 

filed in the Patent o ff , S Petltion > wh * ch ^ 

rfl =e after the 

lowed the claims an ^ exa miner had first al- 

e exa miner re -o 

re -examination again of >- * ' Pened and undertook a 

this case 0n t , 

ability j what was the roc , e 116 r its of patent- 

Ult of that r 

A Well, the result of ^-examination? 

was , flr 

the prosecution again, con St ' the examiner started 

' Lae *'ea th 

his own volition, consla ere . 6 Pr lor & rt, and then on 

on its petition and whl ch thg ^ t he protesters raised 

rule upon, but went on hl s Qwn ^missloner did not 

issues and essentially r e -o Pened ^ &tive into all of those 
more information. &nd agked for 

If We COuld turn to ^ 

particularly a t Bates 65, the C 0mnils ^ 6X ta b G in that book, 
bottom where it is hi ghllghted ^ 61 °n ei . the 

"However, the 

* examiner h* 


r'T\ 


* a* 

jonclufiion that o-o- , 

L genuine ed at a reason. 

43 a i. _ 


/f h / 1 t 


■ 8 

material fact 
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remain unresolved. Consequently, ttie indi cation 

that the claims avoid the prior art is being j.,, 

grettably withdrawn. And prosecution is beintr re 

opened to consider the is sues set forth infra " 

And then farther on, on page 76 and 77 , high- 
lighted in yellow, he said: 

" AS t0 ^ laSt three being treated together 

and involving the aspects of nh < 

a obviousness, questions 
have surfaced requiring a + 

otual inquiry before 
S ° lute conciu 8l0n again<! . 
be drawn." obviousness can 

Th6n ° n ' the p age . 

is now of the on* , ae *atio n, the examiner 

Pinion that th 

may not have bepn 6 ev i3entiary record 

een 


6 n u y 


Therefore 

* r ^Pon Elve 


complete . 


simply re-examined the whole th. ° tha t petition he 

"I am not sure now i n he s aid: 

and I want further C vi<| * the issues raised 

matlon -'’ ACe ^ further infor- 


en Ce 
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“ "hot action did the plaintiffs than take with raspect 

claims that were presented in the reissue Proceeding, 

Well, the plaintiffs did exactly what I indicated 
earli 6r 

At this point they in essence reinstated all of the 

al claims, and rather than go forward with the narrow 
claims «_ • * 

' ^ving them narrower property, they proceeded on to 
^ claims that were much broader, and the prosecution con- 

;/r “ Uh . -1th extensive session, 

depositions a„ s , ctu „ iu 

the discovery in th ,„ „ Sld * S ° bt " i ” ed a ““> 

e Proceedings . 

& what final action did the 

respect to the merits of exa *ine r then take with 

P a tentabii it 

reissue -proceeding? ^ 0n ^ese claims in t e 

A. Well, the examiner 

tendered ult - 

ance, which appears under ma tel y a f i na i alio*' 

lnde * tab M 

ly on Bates pages 120 and i 2l ' as in Mary. He express 

We nt th r 

dealing with the issue of wheth five findings 

cl 

or was not publicly known, unde ia imed invention * aS 

r Sec ti 0 

statute, or obvious over public U io 2( a ) of the 

k no wx 

it was not publicly known and the and he ^eld that 

C1 *ime 

that basi** Wer e allowable ° n 

Then on page I 24 ^ 

ighiighted' 


your a 
dealing W 


Then on page 124 ^ 

r , here, but I nonetheless ** not higk : 


your Hono 

- w °ui f1 

ttention, pages 124, 125, and , to cal1 4t 

i 2 6 0 , 

1 the issue of whether ^ # ^ listed 22 fi« dlD 

r hot 

— th * claimed invent*' 

,f A A 1 

If / i i? ll 
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had teen invented independently by a third party earl 

Sectio lfir Und9 ‘ 

n ^02(g) of the statute or whether those 
. iailn s were 

Obvious rs 

ver that activity. He found that there w*c 

was n ^t that. 

Th “ fl ”» U >' «» P*9« 127- he started, U1 

9 ° n t o 128, he qave five separata fi 
obvi - separata findings for the non- 

oav e f L e are ^ hi?hLi9ht - — -nr Honor - he 
separate findings of why the ol ■ 
over all Ciaims were unobvious 

the prior art based upQn 

non-obviousness or 6 ob J ective indicia of 

e secondary consido 

spurring on of Ball 0 aer ations, such as the 

, . Y nCS the V saw that 

device worked, skent-i • Fre deriksen 

H lcl Bm of 

those sk i i t 

various other thincrs v lled in the art, and 

' llc ^n sing< 

So those were 

re under 

required by the Graham v T u ec °ndary considerations 

' ° hn ^e rs s , 

the Patent Office express]. ■ tand ard and required in 

y ln the M 

Procedure for an examiner al of Patent Examining 

ftake a fi 

in order to determine whether nd ihg with resoect and 

Ultimately 0n Bateg ® al lowable. 

the proposition that the vari 0u , ^ he simply expre ssed 

s hhmi s . 

the rejections under 102 (a), l02< Sl °ns have been entered, 

3 ' /lO 3 _ 

obviou. or not over publicly, k nown ~~ w hich means is lt 

st Uf f 

the ground there was no public w. are withdrawn on 

le<i 9e 

tion. the claimed inven 

Then the rejections 

u Ude r 

W ere withdrawn* Those are the code i 02 <S), 102(g)/l ° 3 ! 

w ° r ds . . 


TV 


of course, for 


3 
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claims being patentable over an alleged earlio • 

r lnv 6n t j 

n ° ther ' and he held was no earlier invention b 


l0 " by 


another. 


The the protesters- proposed rei ecH • 
isolation re l e ction i n 

^ Under Sec tion 103 over prior art ha k 
, of course, was in pa 

indicia of non . r related to the objective 

f non “Obvious ness that r 

finally said that • me ntioned earlier, and then 

wat claims of rec 

the prior art have been found to avoid 


Tha t was hi 


S fin *l ali OWance> 




n C i 
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260 , 


^ r ofessor Kayton, what was the nature, the general 
na tu r» ® 

°r this new evidence that was submitted by the 
partis ar ^-°us 

S in the reissue proceeding after the examiner rr,ai 
that ren „ ^ e 

-quest for additional evidence? 

i aiiud ed to that earlier. 

by both , There "" RXtenSiVe taki ^s of depositions 

y b ° th si ^s, l recollect an „ 

declarati F the Unlted states; 

declarations and/or af fldavlt , 

aspects of the sub i t SU dealin S with ^ 

he subject of the aiiee.* 

of others, it lust ea rlier activities 

* JU5t went on and on. 

w ell, the Cou r t i s b 

1, because I recall tv,„ Sr awa re of that than 

nere were many 

to extend discovery, and so m °tions before the Court 

the trial, an of which c ° n tlnue the date of 

' "*«M b, th 

Ana »u th. t <, lacov le C °“«- 

of my recollection, or certain! ea ded Up> t0 the best 

^ ^Ost Qf > 

Office proceedings. f it, in the patent 

Q Now 9 Professor Kayton, wlth 

Assistant Commissioner's office - aSe transferred to the 

tQ r a a 

what did Rule 5b proceedings enta U , le 5b Proceeding, 

A Well, physically i might 

e th^-^ 

ings begin in the book with an i nde he R ule 5 b proc ee ' 3 ” 


ings begin in the book with an inn 

e * ta b 

56 , ,f standing out. 


th *t eays : "* ule 


But what those proceed 

tensive interchanges between the p r lnv oived were ex- 

Srs the 


'TV 


/ hfl 


- 1-2 
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a PPU ca 


nt s and the A ssistant Commissioner of Patents i n 


' jS °f Rule 56 proceedings. 


23 


in response to the protesters' Sevp „ D . 

requests t 1 

Prior ° r deter,,1 “ tlons of «rt«t„ pieces of 

art vere material or not th 0 a « ■ 
h,a lnt,rch.„ ’ SSl5tant Oo«ml a ,i on „ 

' ' " ESS ‘he Prl,« ry „ Mln , r 

" h0 has " er - E «»iner Hu., 

e sub stantlv e i fic „ 

ea rlier ; and thus 68 ° f Patentability 

“ e assistant Prv 

iner Hura as t0 the materiaut mmisSioner queried Exam- 

S ° «""• mterlr V&rl0US ^ ' * 

official papers that begin S6S are repented , y tt . 

to V as in V ic tor. as ln ^ contlnued 

H ° WeVer » qui te 

Proceedings were the A. « P ° rt anti v n 

s sista nt y a s part of those 

information from the a PpUo mmis ^o ner . 

y lca nt * 5 s requests, for 

serves me correctly, f tto ^ay B n 

the in Vsr , + nd > if my memory 

1 d °n’t rec S1 to *. F 

1 ^hetp- r ederikeen. 

whom a request for lnf 0rniat , ^ 

n was one ^ or 

, ho>> " b *H Ua _ 

formation with re sp , ct to 

her for further in- 

inventor Knew o.r,. ln thl *tt„ 

n ^ys and the 

mation, were part of thu 

18 Pr ° Ce ad ing- y to certaln lnfor . 


n n 


Kayto 
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nad the defendants made charges of 


^ Professor Kayton, 
fraud and misconduct against the plaintiff and its represen- 

tatives prior to the Rule 56 proceeding? 

A °h, yes. They had made many, many charges of fraud, I 
believe — well, I don't remember where -- they were scatter- 
ed throughout the earlier proceedings, and in any event the 
fraud issue was set up. 

The fraud Rule 56 proceeding^ of course, could 

not have been set up unless 

P unless the protesters had earlier 

charged fraud in the procurement of th „ « 

01 the original patent. 

And they, also during the proceed! 

eeai ng, charged fraud in the 
procurement of this reissue a s Well 

Q Da you recall approximately h 

, . w ft&ny separate charges 

of fraud and misconduct wpro ^ p 

niad.g l^y 

A Y e s. My recollection i s ten ^ def endants ? 

There were nine ^ SeP&rate ° harseS ' 

^ na t w e q 

very late in the fraud proceeding 6 Clear > and then 

they 4 

testers introduced a loth one ha ntr °d UC ed, the P r °" 

Seci upon +v . 

proper behavior late in the pro . 0 Xhe alleged i®~ 

Secu ti 0tl 

application, which was entertained the re “ issu6 

Q Did the defendants also ever 

application on the basis of fraud 0 „ ° Strlke the P atent 

mi g ^ 

the re-issue application? ° a <*Uet, that is* 

A Yes. They expressly moved to 

i^e th 

> Heat loa based upon the last char re-issue 

ge Of 

f bauc 


app ; 




id - 


^ r' 
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They 


lllege d that the attorneys, whi Cn were 


M ^ improperly prosecuted the 

M r. Katz and Mr. Schnayer, had imp* H ie 

patent -- the re-issue application, and had made statements 
that were misleading and incorrect and fraudulent* and they 


that were misleading and incorrect and fraudulent* and they 
moved to strike it. 

tfhat ultimate decision did the Patent Office make with 

respect to these Rule 56 proceedings and the motion to 

strike in response to the ,„ri„» s p . pp „ ana materlals sob . 

mitted by the parties? 

A Well, the ultimate declaim . 

was that there was no basis 

for those charges. 

That decision ref Usln 

^ ac t ion on the fraud 

charges , appears as index tab v 

v > at 

more specifically, the hoidi n g n umber 181; but * 

that 

at the end, at Bates number - + u 1 holding, appears 

the gj. 

Bates number 192, the bottom of » , 0 hi Shlighting, at 

92 t H 

wherein the Assistant Commi Ss i 0n e to P or 193 > 

r h eid. 

"There is no evidence of 

examiner has been mi s i e;J b 0l>!i th at the pri® ary 

applicants, thereby cau ^ Assertions by 

s 

have had tneir opportunity ^ ^ror. protester;; 

And on the next page . ° Sub *lt papers herein." 

"TO the extent that any er 

cution, such was deemed to u SXist ed m the prose- 

h A Ve 

view of the decision dated m ® en corrected in 


4 'h 


T8, i 9 #x, w here 
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, 0 

the primary examiner subsequently reopened t ,. e 

prosecution. This examiner has reviewed the 

record and is of the opinion that there is no 

evidence of clear error or abuse of discretion 

so as to warrant the necessity of any oral hearing 

Summary: No action pursuant to Rule 56 is 
required . " 


to the 


A nd he then forwarded the 
substantive examiner for further 


application back 
proceedings . 
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& 


Pr ofessor Kayton, you mentioned that there we 

interchan ** 

n ^ e s between the Commissioner's office 

lB t4e ’«•« 
answer to your previous question. C miia 

ex Plain wh ld YOu 

a t those internal communications were? 

A* 

1 all uded to the fact that th. 

the fraud nm Protesters during 

seeding requested the assistant 
reconsiders- distant commissioner to 

J *aeration of V arU 

°riginal examiner Hun SUbStantive iasuea that the 

**un \ f had alread 

^me that the protesters felt Y madS determinations an 
With aspect to. 6 *** ” ot ma de determinations 

The as sistant com 

protesters requests, submitted ion er, responsive to the 

he responded to . n ^ u irie s . 

° those ln quirf e to e xaminer Hum and 

S Wr itin 

^ • In fact, thos 


papers are listed after tah , 

V a 8 i„ . — '' 

2, 3 and 4 to tab v. Vic tc>r - i 

• They are al r as appendices lr 

however, are collected tv, C ° llec teri ^ 

th ere si mpl 3 there. They, 

commissioner in his Y cn 

flnal de cision c °mp 2 eteness by the 

11 fin*. 


Fr ° m 3 Chron °lo gical 
appeared earlier and are ma d e 

ref e ren 

locations under earlier tabs. C * 

ft 


not to 

1 action. 

° f view, they 
n approp 


to in , ria te 


Now, Professor Kayton, d ur ing 

Court ©n October 19th of last ^ ^eari , h i, 

iast year, Q ri »g before this 

to take «ddit<«»., . n 


^nts' motion 


for 


le ave to take ad ditional dipo|itio ^ 

ex«n' inar * ' ° ne th . defendant .. ^ «». ,a tant offiC e 

tr,n,CtiPt refe rred to the i nter „ al neys *t pa 5 of the 
^ mn ” J ni c 

a ^ions as secret 


/ \ 


1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 
21 
22 

23 

24 

25 
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m 


Kayton 

corr.mun ications bet ween examiners. 

Were those internal communications actually 
Provided to the parties during these Pule 56 proceedings? 

Yes » they were. Every one of those communications was 
ade available to the parties as part of an interlocutory 
paper , and I can't locate it at the moment. 

I refer you to tab u of Plaintiff's Exhibit 415. 

okay, let's see. Index tab u, there is, was an express 

place where he, the Commissioner 

r » indicated that he was sub- 

intting those papers — i can , t f . 

find i t at the ntoment . 

& If I direct your attention to 

0 Bates 170 of tab U. 

MR. GOLDENBERG: Mr . K t 

2 . what page number is 

that? 

MR. KATZ: Page 1 7 
MR. GOLDENBERG: p age ^ 

BV THE WITNESS: 

x y es , here are indications that 

' n Umber the, eve 

starting on page 169, that the corn,*. ° n6 ' 

of the WUh re8 " ect *> «.t. el , “** made in<3Uiry r art 

, . of this 

~»t:eria lity issue is an issue t h** 

The mate tnat t> _ st ion 

* rs on the 

of f r a ud ' 


lank you. 


;n 


And then on page 17 q *. u 

i 


s set forth 


what 


the P 


the 


~ •=» set roi^* 

examiner's response was i n 

Inrna rized form* 

aay* under that, under item H, - A 

c °Py of the * e 




* j w l. - 

s ched hereto." So that is Exami ner 
0 - turn's response' 

il\ .1 1 iTi, r. 
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■bOft 


17-2 20 


Hardly secret. 

Then on April 12 it says at the bottom of 

170 there was a telephone inquiry made of Examiner Hum as to 

the materiality of the art with respect to the original claims 

of the original patent. 

And on page 171, the indication is what 
Examiner Hum responded to. 

on page 172, there was a further request of 

Examiner Hum on the top of that n, 

P ge with respect to the 
very last raised question that t w 

enti °nec3 earlier, when the 

protesters requested striking of 

e application for allegedly 

improper prosecution of. the v • 

as to whether that was improper, ^ 6 exartllner was <J uerie 

material, whether or not the r that i n f° rmation 

exam ine r kri , 

mation all along. ew about the info 

And the exami ner ill(U 

material; he knew all about it ated th at it was not 

told him about, the applicants ten ^ tim ®r the protesters 

that i» set forth as the examiner* afc> °ut it; and ail ° f 

8 **Pl v 


nn 


ft 


same 


ft 


w / 

Kayton - direct 

N °w, Professor Kayton, I refer you to tab v i n that 

e * hi bit on Bates No. 193 which is page 13 of that Paper 

Ves. 

nd I see a list of attachments. 

"■ Yes. 

[ T th ° Se the intSrilal that refer tc 

Those, those are 

a PPendlce8 6 nem ° S and «*Y are attached as 

' 3 and 4 that t 

follow immediately ther f road e reference to, which 

ft Now, after the ™ 

6 conini s«ioner's off . 

to the jurisdiction of 1Ce re turned the case 

ths P^nt ex .. 

6 exaniiner who handled the ca lne r, Mr. Hum, Van Hum, 

ability what action did the * ^ “' eri ts of the patent 

. exat! >in er 

this case? r 

a t that time m 

A. Well, what he did 

•« to „ 

* Cl “" “ Py th. applicant 

application for purposes of „ . ** WKic b Wa - „ f th e 

r Printi n as P art of tne 

tabe N as in Nancy highlit*. 9 * ,, 

flighted o n th ' tha t appears at 

It says: "The examiner r^n * fi r S t ^ 

quests that Bates 

mit in clean or camera ready « rei 3su ft 

ady co Py f0t Ue applicants 

Hieated in MPEP 60l.m; _ , 111 


- —17 f 0 

indicated in Mpep 601.05, and hav 

s art\e 

,» accordance 3 , c , ^ X tlJ lnt<> 

But th«„ 


140 

sul 


n ^ w appendix a s 


re 


reque 

letter 


But « tab o, Ba ; i - 

st and he indicated that thig ^ 

i. in response to protesters^ 


f 

y 


( v 


/ if 


* he revoked th 

1 a * the top, "1 
- ieo ti^ 

na Paper No. 1 


Tl8 


1 

2 

3 

4 

5 

6 
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8 

9 

10 

11 

12 

13 

14 
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‘<iL 


0 


be Qff . N0W ' that iB an error ' y°^r Honor. Th 

«... ;r mp " i4! ’ ana •“ iow er u ‘ i 

s ays Ha. But th. . he P*r 4 J 

thi 


3 . 


^ 148 ‘ hi ghlightQd materiai bearg 


on 


He said. w 'pHo « 

var e i . The Examiner ha<? ^ . 

lnt ° «» a Pplicatioa au „ e " tarea “■ «»- 

* ent ‘0 U..„ bUt h « «thdraw» the „ . 

* the *°f tware in . req Ulre . 

view of +-v, v °id any f Urf K 

the ^ct that the soft ^ dela ^ And in 

rSVieWS the instan t a PpUcat . o Ware iS ava ^able to anyone who 
software appended ^ ^ ^ “ ln «>. s ame ^ ^ 

available tn 4 -k ° f - p <*tQ nt XT 

t0 thS Pub lio U n der the NO * 4 , 093,293 wa S 

N ° W ' that Patent ^ 9t that time -" 

original patent n -f u . 

f whl ch the reigs ' y ° Ur Honor, was the 

reissue and in which th„ SU6d Pa tenr • 

Ctl the Pro gram nt m suit is a 

appea r e<i . 



""'H: 
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’ a s the practice of merely maintaining the program 
i n ^ ^ ® t * 

ava -ilabie in the file followed in the specific ca 8e h 

A ° re -lssue patent in suit? 

A y 

* es > it was. 

„ «», Professor K.jton, I mould like tosh0 „ ^ 

s 1 lalnU ”’ 5 EXhlbU 436 - «“«» *=» referred to «„d de . 
t>ed by Dr . Schoeffier and M 

., r * Freti eriksen during their 

testimony and which is the 

titled "p gr&m llstin S> which is en- 

It led Programmed Logic Array Unit e 

Codp ,f Ann e quence in Mnemonic 

d6j and whlch wa 5 f Ued . 

issue proceeding in the Patent ^ 

Plaintiffs Exhibit i the CS * U is now a part ° f 

^* a "*issus -f* ■* ■» 

16 of the 20 volume compendia Bat 6 Wrapper> in VolU ® 6 

through 1770 . S numb «r p ag e 1761 

Now, Professor Ka ytorij 

with this document? re Y° u famili flr 

A Yes, I have seen it. i ha 

Seeri it 4 uraPP er 

of the original patent, i have ln the file 

d D >. So, testify 

about it, and I have heard Mr. p rB , Choef:fler 

ri ^ 3 e n + voiit I t# 

Q X s that program listing part of testify at) 

4 4 - 1 C r>r»t nvi _ ^ a tent fiisd° sUr 


eve 


e Pat 

n though it is not printed a s part ^ 

t h.e 

It definitely is. 


p&t ent disc; 


patent 


MR • LYNCH: Objection, y0vir 

n °hor . 


n ° 1 '- I belief 

otl on of law. There has been « * 

, „ . n« e3tl n hO tnis 

is a q te 8tlmony ab0 ut 

h at this alleged practice 

practice, «h w as 0r ^ ^ foU nda- 

_ A i\ /C ^ 
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tlon i s# 


THE COURT: Weil, let's find out about th. 

Practi 

MR. KATZ; That is what I am going to aqi r 

e> your 

rtonor , 

BY MR. KATz : 

L th ' ^ - - *»■« ... 

U 1» not printed in ^ the Patent d ^clo sure> even though 

in the patent. 

YeS> t0 besln w ith, at the ti 

filed, which I belipv ^ the ° ri g inal patent was 

eileve was l9?5 __ 

Q May of *75, can 

A May ° f ’^3 there w ere no 

no Pubi ishp . 

no published MPEP provl slon d rule s . There were 

‘ s f ° r how + 

ings that were part of th ° ha ndl e program li st " 

aPpll <= a ti 0n> 


ce 


Some 


so 

V 


varlous exa ^- s h 

of the examiners and, therefor ^ U differently. 

e •» the n^v 

when a pat ent application i 3SUb „ 0nu »isB loner express^ 

d Prt nt 

sonet ines they did not, and the d d Ihe listing* and 

ldually by the examiners at th ei '‘’ ainat ion was mad e i ndi " 

It was not untu lg8l 

practice set iorth. it was not Unt tf ‘ere was a r 

mlssioner ever suggested that there ... that the C °° 

uch * 
1977 


rule °r 


' unt u 

mlssioner ever suggested that there ? that 

*•■1 io or practice- That suggestion . 8 ° in 6 t 

. PPea r 


ru 


to be sv 


in 

96 


the 


Official Gazette of the Uni t * ° n July 


0 o.c--' 2 ' se ' ttu,a forth *a its title - ” atCS Pa tent Off* 

‘ £>e P°s i* 

I \ i ° f Computer 

\ ‘ Mi ^ 


/ « 


*i8-1'3 
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Program Listings, 37 CFR Part 1, Notice of Proposed R ule 


2 Making . " 

3 Now, one thing was clear, however, and that 

4 is , a s submitted in the original patent application, which I 

here. Plaintiffs Exhibit 2, the program listing wa s 
submitted as part of the patent application and part of 

. + n be seen quite readily by looking 

at Plaintiff. s Exhibit 2 Bates 

9 o P1 , S nUMber 3 thereof. 

Q Plaintiffs Exhibit 

- — - 

11 A That is correct. N ° patent ^ is that correct? 

12 * ° W> BStes hhmber -5 . „ 

12 cover letter by the appij_ ca t ^ you can see is S 

13 mit ting .the patent an D n Afi . tor n e y a t that time, sub- 

P^-UCation . rn 

* J. OV/A I 

14 hand corner you see the dat 3 the u PPer right- 

^ ® May 1 

is above that it says, "c ase * 1 975, and lran3edla tely 

’ 7 attorney's docket number that « a is a standard in-house 

AS Put Q 

18 to identify the a Ppllcatlon ^ n Patent applications 

19 a serial number. the P *t ent lssueS 

- 

21 Commissioner of Patents, and lt p^^ a ^r essed t0 the 

22 f ° r flUng iS the Patent ^ transmitted 


" Points w 

" f " ,1U " e 1S *- “"*■ "Transmitted 

n je , and Nutting, lt ^ or> „ r „ Je rlK 

34 ' *»■> *“•» It go., on t „ ^ thra. <=t 

» „ ». «*■>* P«t »t the , na b »lsa, „ A . seo u„ 

app *On 

N ^ P)>la te indication 


Kayton 


. dirsct 


^6 J 4 


or a t «nd then Immediately thereafter on the 

r «e cot forth, and * neu 

nrxt Page you have the beginning of the specification ln 
th0 form or the program Hating. The legend across the top 
ls "In the United States Patent Office, Application of" ~ 


f h h 


-1 bl 
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- direct 


^biS 


MR. LYNCH: objection, your Honor. This 

2 Pile CC “~ 

b y defendants. This is no reflection of what o • 

3 in exi sted 

the pa 4 . 

a tent office at the time. 

4 

s ^ ^ This was by plaintiffs. The seguence 

e 3 18 n ° reflection of what existed in the Patent Office. 

7 THE C0URT; wh ^ about that? 

KATZ: Your u 

o 0ur Honor, t 

have a certir „ 1 ve we do have -- no. 

9 C ^t lfled copy from the 

Ueve Mr. Schnayer obt . Office, and I be- 

» “ «». tho Pa . a 

the court. • Patent Office. 


11 fi le? - A '*ibit 2 ? ls it a cQpy Qf the 

MR. KATZ: Xt .„ 

13 ^Opy q ^ 

the WITNESS: x'm the ° ri 9 inal file — 

* not 

saying it appears immediate!.,, * ?gesti ng the order. I'm 

15 , y 

**■ Th. t .. '*"• 

" it didn't appear th.t ln <>bS "=tio». v»« 

1 fhrt <IP ® • mi 


Court : what i s E * hib . t ^ 


17 loose. 1 le. 

18 THE COURT: i 

u nd erato0(i 

19 that that's the way it appeared . th 

?n _ ^ 


fii e was 


20 Patent Office. 


^ Vit ne ss to be saying 
flle itself in *- he 


THE WITNESS: Oh 

11 r that ^ 

may , 

it i., your Honor. *. but j ^ i£ 

ThS COver letter 

® 1 Sites 

. _ J. T ' m flliooest’.j , 


" »»•* •“”**“»» i. that h . ia * t ** th, „d 

» c i«eiy th. heading that «« t h ., . „ ,»■ 

^ginning of a 


page 
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cation . 


'*>( i , 


And you will see that the material 
on contl nues 

the tRKt continues on thereafter on Bates pane id , 
with th ' aUng 

6 abatract of the disclosure and then further verbal 

text. 

BV M R. KATZ: 

9 e»ch Of 

a contimn " ' fessor Kayton, is there 

continuing statement of th. k 

&> I don’t k a °=k« „u„t,er? 

& Bates No. 4. ma king reference to. 

" y,s ' Slsht “*•■*.« u , t . ! 
docket number is rirrhf- the attorney 

9 * at the top. 

ft That's the same dockei- 

et numb Gr th 

letter, transmittal at ^Pears on the cover 

ter 0f Bates 3 , 

A. That is correct. That 

& And the °ther headings 

statements at the top Q f each ta lking about are the 


statements at the top Q f each ta lking about are 

Page that 

Nutting r et al. # player operator Sa Ys, "David J. 

d gar A6 

correct? p>ar atus"? is that 

^ That is correct. 

Now, what is in a ... 

L hlt ed 

the extent the appi icants have St ate s Patent, to 

rtni n g t 

controlled by the appl ication thfi ° do about it, is 

ob li9» tion 18 t0 SUbnit a Patent app,/^ 3 Subniit * 

NOW. th** , n - 


ob 1 


Now. that was done in 

th is ^ 

c ase. 

A.k i, c 
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, whether or not the commissioner elect, to 

2 Print all of it is u p to the commissioner. Indeed, statute 

3 Sec tion 11 0 f 35 u.S.C. deals with what the commissioner may 

4 Print in various ways. 

5 Most of the time the commissioner prints 

6 verything. With respect to computer programs, however, very 

7 y n he did not print the program listing. And there were 

8 many reasons for that. 

9 But we have a 

significant indication that the 

10 examiner, who was Examiner Hum also th 

• tne same examiner as for 
n the reissue, viewed, conclusivelv „• 

y VlGwed that program listing 

is as Dart of thp ^ •; . 


12 as part of the specification. 


14 I you 


In Px ' 2 ' if you were 

have an office action of 

‘ XJ ®ine r 


15 all of the claims 


to turn to Bates No. 98, 
Hum in which he rejecte< 


16 BUt the thlng of i^Porta 

17 us appears at Bates 101, and if. v " Ce and interest to 

igh Uchy. 

18 not highlighted in yours, y OU r Hoil0r * d ~ wel1 ' 

19 first sentence at the top of the Se bUt if you look ^ th 

20 ner said: Pata gr aph , the * xaml " 

21 " ThG diS ° losure is obj6c 

11^' first paragraph d to under Secti° 


Para ?raph, the 


112, first paragraph, for 


And then four li nee bel 
"For example, a detail 


insufficient. 


ow h 


G s ai d : 


system operation and/or th 


//)« 


chart indi catin - ; 

° ftw 3re for prog ram ” I 
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ming said microprocessor has not been set f 0rth 
These showings are necessary to provide those 


seriously 


attempting to make and use the instant invention 

the program sequencing, and option controls for 

effecting a viable computer based game." 

so he said at this point: Something 
wrong. n 0 program. 


look at Bates 123 and 124. 


hS had made a mistake. 

And this was clari *,• ^ 

e d fully , were you to 

*1 
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Now, this is the applicant’s response. It 
starts at Dates 105, but that's of no interest to us, and 
106. It's an amendment. 

But when you go to Bates 123 and 124, at the 
bottom, the last paragraph at the bottom, Mr. Katz said: 

"After the office action of June 17, 1977 was 
evolved, the undersigned attorney promptly con- 
ducted a telephone Interview with Examiner Hum 

in which it was pointed out that the program had 

in fact been filed with tv, 

xn the application, as noted 

10 trar,S " lU * 1 •"» l.tt„ aatsd 1*. MTS, 

***"“»• - ... 

Tnat, your Honor, ls 

«-ne cover l after th8.t ^ 

referred to at Bates 2. -Lett 


"Thus , since the whoi 6 
filed with the ori glnal & S ° ftW ' ar e listing " as 

ally stated to be a Pllcat ion and sped- 10 

c ct p&rt 

mitted that the insuffj cl ^ flle * 11 * ftS ^ 

was improper and shn, i aisc losure reject^ 0, 

uld be w , 

"The examiner took thi 4rawn - 

ment and. called the Stter under sdvi- 

nders lgned 

after to state that h 0 at torney there- 

e ace ept_. 


the file, it was sb b ' 

11 '“•closure 

***W unaor .I' 1 "" 
Attorney tLi er 


position that the Seeti 93 the applicant ' 5 

UP j 

closure rejection would Efficient d ls ' 

cated that there apparent! " ***»*. He 

— ^ ^ been some 


' 7 lO_ 


/ 
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„ t0 , M manner In «»lcn the papers h.4 
sion due to toe 

been placed In the official file °r from SO m e othsr 
clerical errors, tut that in any event the problem 
was now resolved. 11 

Now, after that there were some further pro- 
ceedings, but the patent was issued based upon that. 

Now, the examiner could not have issued that 

P ent he was saying there was an inadequate disclosure-- 
absent the program listing. 

When told that thero t * 

was a program listing, 

he found there was adequate di 

Sure > the patent issued. 

Now, that means witv^ 

„ , 1t . ° Ut an y question that he 

considered it to be part of tno 

ap PUcati 0n or he could not 
under any circumstances have an > or he c 

Allowed xt. 

It was at thi s ti me 

HOW T I ^ r, fit I 

the moment when it issued, but Ik Ve ? or & otte / 

nav e ^ . 

sued June '78, you may recall ther ai1 here "" ** 

re Wer e ^ rint- 

ln , or not printing program i± Rt . ° r ules for P 

1 s a t 

The first rule Pron thl ^t time. 

y °Posai 7 

and the proposals changed many tl in July of ' 7 

At that time the „ 

eSti °n n not tc 

nrint a program depended on many mln . f whether ° r 

P the 

ast of which was whether the pri nte 1 things, 

I e e ** a of . office 

uP to handle it. the Patent Ui 

were set 

Now, the program listi 

^ that is involve^ in 

4 /) k \ ^ 


c 
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... .., + 4 c only one of many diff er(a , 

th ts case. In this exhibit, is ent 

forms of program listings. 

Some program listings were extraordinarily 

difficult to print. To begin with, the printer was not 

used to handling these peculiar representations, and often, 

in ^liferent kinds of higher and lower order programs, the 
nomenclature was strange. 

nd for that reason examiners would make de- 
terminations as to whether or not 

UT not to print it. 

At that time 1+ 

was rare to make a photocopy 
of the program listing. Usually M 

er ything that went into 
the printed part of the- patent + 

ypeset by a printer# And 

this was a situation that 

was sul ^ „ 

1 veneris . 

In this instance, thl 

that it not be printed. ln _ t . ° eX&mlner determined I 

1 °tner tn / 

But the 960 O.G. 2 sets forth +hn ° eS 116 print 1 / 

e s erlo Us nsd) 

and even then, and to this day, pr Pr ° b lems that they 

printed m the patent to be par t of ^ listln SS need h.ot be 

ly stated oy ti.e Manual of Patent & Patent » as e%pTeS ~ 

Rule 9 b • Xftlalnill g Procedure and 

You may submit 

1 Iche n&r t 

of th e patent, but it's in the f ile * A na it's not p 

that this program was and i s ln th SXac tly the s*® s 

C fUs b Qw< 


listings were extraordinarily 
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civ 


cj 


0 r -in the submission of 

* Under the current practice m Xar ge 

Programs in micro fiche form, which are not actually printed 

as pprt of the patent, are you familiar with any suggestion 
that that, such microfiche programs are not actually part 
'-he patent disclosure? 

A f hey are part of the patent disclosure, is the fact. 

*he microfiche are, when necessary for Section 112, are 

expressly stated to be Dart nf , . 

P f the patent disclosure* -And 

so to this very day we have crlnt^ 

P nted patents which require 

the program listing to support tho t 

PPort the clai ms which have no 

printed program in the issued patent 

f uent document. 

And this, of course, 

3 ith ough peculiar be- 
cause of its nature with programs 

5 y°ur Honor, this happened 
historically as far back as I81n ^ 

where 

in patent disclosures submitted to 

?a tent rw>fMr»p which 


were not printed and the questi 

patent * 


th er e were drawings 
ent Office 


on 


wa s 


* * a s it part of the 


And the, at that ti me> th ^ up t0 

the Supreme Court, expressiy sta ted " C ° UrtS ’ “ the 

Wh at controls iS 


practice in the Patent Office. Ancl 


that 


is 


the Emers 


on v- 


Hogc 


case 


Bre 

P 


that Mr. Katz mentioned before. 

More recently, in G erierei 

n ner, whlofl ha PP ens to be a ca Se that ^ eCtrlc vef£U 

• Go ldenpef ^ 

and won before the U. S. Court 

U^ a Z °f A 

A Ppeai s for tne 


. _4 C t of Columbia, the Court said 4 * 

1 a ^ ,4c» ti° n 

Patent appl* 

/t\ l( 1 { f- /n 
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is submitted properly to the Patent Office and meets th e 
requirements of Section 112, then it meets the requirement* 
of Section 154, which deals with the printing and app erKjir „ 
°f the patents to the official seal. 

^ Referr ing, Professor Kayton, to the amendment that wa s 

filed With my remark, at Bates 124, relating to the Inter- 

vle», 4 he telephone Interview with the examiner l„ this 
original patent prosecution, 1 , ,„ y of thD£e stIt „ e „. £ tM 

are reported in the papers fn** , 

Hed in the Patent Office were in. 

any way in error, what action I 

u ld the examiner have had to 

have taken in accordance with tv 

e established practices at 

the Patent Office? 

A Well, thoe e statements were 

n la rge part based up 0 *" 1 4 

telephone and other interview 

n °* and then if there ** s 

any error in reporting what took 

Piace > the examiner 
harged with filing a paper correct 

. ... ins that error. 


^nat error# 

a Was any such paper filed bv + k 

* , , hS e ^ln er in thi* ? r ° 

ceeding having to do with the o rlgin&l „ 

Prosecution °* 

patent ? 

No S uch paper was filed. 

Now 


A 

w as any paper issued or rt 

« I,w "' Pr °®uig ated the pat*- 1 

in the reissue proceedings that w fJ rs 

^uid furthe* - 

which vou stated th** . 


Of flce a f urth er — 

ion which you stated that + v 

he Program 

> Vi a r\tk t m n + enl ncnr* 1 ) 


tfr 


•onclus 


A 


pa 


r t o 


f the patent disclosure? 


Yes> 


very definitely, but, Mr. ***. 

1 would li- <e 


i 


/ >4 f 
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i 

F ‘° Ve some exhibits out of the way or I am going to ^ ' 

tr -eae off, tf you will bear with me one moment V o 

’ ^ ur Honor, 

(&rief pause) 

BY Witness: 

* lt T " rnln8 on " a£ ‘ ln t0 the pint «*«» «•!»«».. Ex . 

' 15 , which .r e the examiner. e om 

tive offi ce aoti 1 actions » substan- 

Ce actiona in the r e i ss „e „ 

tab o at 3 + , Proceedings, at index 

’ at Bates « have - no T 

1 .o have the rl gh t thl„ g _ ’ *" **" 

■*- *—«, Z Zl the oolor ‘ CM ' a 

the application file.” 1-03 the software into 

46 l0 ° ke<i at thi s in . 

your Hopor . n °ther context earlier* 

" BUt haS Wit ^r & w n t 

the software into + u re ^ u irement to insert 

t ©xt 

cation in order +„ ° f the written specif 1 " 

to avoijj 

in view of the fact that ^ fUrther dela ^ s ’ ^ 

to anyone who revie, 6 Soft wa re is avai lable 

s Xr\ 

the same manner that lsta nt ap p ii c ati° n ln 

„ _ &UCh Sof tw«r. , to the 

file of patent number bo 6 a PP endei 

^233 . n the 

public under the praot* s Available 

ctlc e at th 

Now, it i s , of cour Se at tlKia -" 

, „ a reissue patent. And, therefor ‘ LSniri ca n t that this 

day the same effective filing day as * efrec tive 
ffecti ve filing day, and its terminate Q -iginal 

Bf _ U “" ».» i. th. a,i 

1 >/0 

> \ i r t \ 


\\ 
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CO 


as 


the original patent's termination aay. 

And therefore, in this proceeding as well, 
the examiner was saying that was the practice, it doesn't 
have to be part of the printing; but all the while, he said 
it wa s necessary to have it in order for the claims to be 
iP rted and for the disclosure to be enabled, as required. 


' \ 
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w » * i, y. + vnse practices referred to k v 

* A re you familiar with thOoe p u “/ 

the examiner that were in existence at that time with r 9spect 
to Program listings submitted in the patent applications in 
the Patent Office? And if so, would you state how you are 
faniii ar , particularly, with those practices and what, if 
yth^ng, you have in your background to qualify you as hav- 
ing special knowledge of those practices? 

A Yes . 

begin with, I started my professional 
career as a designer of logic . 

nits for digital computers. 

As a patent attorney at Bell Lah 

Sj Gen erai Precision and 
General Electric, my WO rk conti nued 

particularly included digital sys " "*“* techn0lOgi6S ’ ^ 

My doctoral disseT " 18 ^ aiSital c0mpUteTS ' 

digital computers for retrieving ” ^ ln th ® USS °* 

K case law 

1 haVS lectur ^ and ‘ 0 , 

proprietary rights and co fflputer pro Sn °n the sublet ° 

gra -DlS 1 96O 9 

I would imagine. ihce at ie® s 


I have been over th* 


y '“ S *nj la 


. fgos and '70s in contact with * na in P arti ° U 

in tne ^ ex**, 

_ - w hom 

members of the U. S. Patent r, * some ° f 


- p whC " 11 

„ now members of the U. S. Patent * eome ° f 

&r ri ce b , „ e a.ls , 

„„ computer experts and have 0i4r d of ApP 

s °bs B 


who 

c ont 


are « 
■ inu®'- 


^ ^hes e issu^ 


I have consulted vith *tt 

cU tin« patent applications on th ia **** Wh ° ^ 
S Bub Jeot. 

t ~ k / '• 
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And so I was fully conversant with all of 

these i SGUes going on at that time, both the patentability 
of computer programs, what is needed to support claims in 
terms of software and program listings, and the very issue 
°f whether they should be printed. 

There were extensive meetings when 9^00G2 
i- st promulgated, and at one American Patent Law Asso- 
elation meeting, the Issue ... raised by the patent omc , 

about the propose! changes. These things „ere discussed 

extensively in the Bar, and 1 

* was rea Uy right in the middle 

of tnem. The Patent Offi ce hn m 

“ "Pdhded tremendous amounts 
of money printing programs, r ,ot i, 

J 8t lon e ones, but ones 
that haci peculiar program legends 

Earlier in these 

pr °ceedi ngs th c rt raised 

the question about are these En gUsh 

is the most English kind of pro gram ^ W * U * th ® pr ° gram ^ 

find, because It is a high-level pro ^ ^ " 

other programs - why do I say - h But there ^ 

lev e i'» 9 nS whefl 

you put that pr ° £ram ln the mach lne} th ' 2t me * 
convert that simple-minded l,„ gulg ,' ^ *« the 

l*s and 0 1 s , high-voltage s . 6 Inore det 

compl • nd low.„ nue nces 

+ machine can operate on. oitage seq 

that tne 

Years gone by, the Pro 

. yie? e 

. sometimes were Just lorir Stlngs tha 


w ne n 


con 


c ompl eX 


filed 


sometimes were Just logic seq Uence tlngs 

^ lo lpi lOlI ® 

in DrODerlv tvnar _ 3 XU •» * 


th® 


r oblems in properly typesetting th * l0 ' 10 ' 

® Were t remen^ 0LlS * 
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in other programs, it looked more l Ue raath . 
ematics. It h ad t0 have , like in Fortran, parentheses and 
letters and words and the punctuation had to be exactly 

It was this kind of problem that the Patent Office 

S f* A j 

with and it was these kinds of problems that re- 

SUlted ln examiners sometimes printing the program and some- 
times not, and ultimately a unifov™ + , 

y niform standard came into 

bein S in 


/ ’N 


A 
i . 


r 


i 
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, » Professor Kayton, »» '»" lliar Ki th any Mt '«* i« 

i tl>e chom lcal area that night h” v « ai" llar problems, »her« the 

3 patent specification would be written in chemical language 


3 patent specification would be written in chemical language 

4 that wouldn’t necessarily be understandable to someone not 

5 famili ar with that subject? 

6 *• Well, of course. The point is chemical formula and so 

7 forth and structure, sometimes it is a diagram, shows a benze* 

8 ring or something like that wlthn,.*. - , 

y mat without even letters. That is 

g all part of the disclosure. 

9 1 point 0ut that some of these programs 
n ar ® universal. For example, thi» 

ver y microprocessor program 

12 probably in Japan is treated with 

ese legends that we are 

13 using, and probably their instru^t^ 

011 booklet is in Japanese, 

14 but the codes for the program probabl 

„ h.r.. • -» ^ i. .!„. t . ”*«‘W •• 

16 mathematics is; but the point ia does lanc *uage, the way 

17 skill in the art understand it Cr 9 PSrS ° n ° f 

n^fpfisor Kavton. i * nd th at is the iSS 


18 O' 


professor Kayton, lrresp ectiv 

Ve Of 


„ t h. Ptt.Pt Offtc. wifi. ,h,t 

. h.t.t.‘»‘” '- th * r * " lth tMPC ° b . 

„ 1 " k y °“ “»»tp, .... “°“ ld ~ u 

A to do to make sure that the r. that the aP? 

22 needed Pro,^ t 

_ .oolication, the snecifi^f l sting was 


the - 

dete: 


n ee< 


application, the specification ls ting 

as the Ariitin.i hen the P* 


- v 

usued as the original parent p a t- A 

r te nt 


tent 


as the re 


issue 
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*• Absolutely nothing. They had totally fulfil]^ 

obligation under Sections 111 and 112 of the statute 
h ad filed a complete application. 

& Now, Professor Kayton -- 

the COURT: Mr. Katz, why don't 


thei r 




2:00 o'clock. 


we recess now until 


MR. KATZ: Thank you. 

(Whereupon a recess was taken h • 

k n herein until 2:00 p.m. 

of the same day.) 
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lRVl NG kayton, plaintiff's witness, previous^ ^ 

n DIRECT EXAMINATION (continued) ^ 

8Y Mr 

R - *at z . 

& M 

Wow 

' 1 r ofessor Kayton, let us assume hypothec 

that it i s Call F 

ae termined in these proceedings that tx„ 

llSti Ag tn U3t Pro gram 

De made part of the printed patent in 

lh * <=Li», to b> for 

treated as valid under Section m 
s tatu tQ . Ma , ° n 112 of the 

e that assumption for the sake of ar 
that tra„ 6pireSi ° f argum ^t, that 

Would there be or wou ld there not h 
accepted standard procedurQ ^ ^ 

make sure that it • en tees could take to 

“ *“*•* th. 

as of the original i aq „, , and it is effectiv< 

l3sue date? 

Yes, there is, and t 

3 a very 

And what is that Dr „ slm Ple procedure. 

c r OCP r? — . _ 


A. 


ft And what is that ?roc ^ 

pr °ced Ure , 

A The patentees could *• 

Ue for , c 

since the ertif icate of correctie 


since the Cert ifi C ate of correct! 

pate nte es h 

lU ld do and needed to d 0 ^ 3(3 <*On e everything they 

•» 11 to Pll U ° 5 th,ir •ppiic.tiw. " s " 

■ - toner,s *• pt int r the *«•»«« u. t * 

toner’s, and that „ * w °uid K 

Ce *t if , b * an error 

about automatically v ith Of e _ 


ing that 

connui ss 
comnii sS 


the 

the 


— payi^ a 


fee 


n th e 


Le t U 3 


*88 


c ° r ^ection w ° u ^ 
Pate nt ee , s £il i»f 


conn 

tee 


dcte 


»ti° n that durt ng 


uxie. 
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kw "” 3uwed r ana a °”“ 

Sue th e applied orint this,” and did n » t 

r — - - “ p ' int ^ 

Then it would be the aPP 

havfi , the certificate of correction. 

haVe to Pay a fee of $40 for * he 

of 00f«' tiO " Si ” Ply adas “ h “ 

»»■ l«ft o«t or corrects m «»«*»• Si ” Ce ■ ub,t »tiv.l, 
there were no mistakes, it would be a ministerial function 
correcting it, 

I hasten to add that I accept the hypothetical 

of course, as you have said it, but I really can't accept the 

premise because the program lUfin#. i - ^ . 

F 9 am Jesting is part of the patent. 

ft Are certificates of correction 4 . . 

10n typically used to correct 

printing errors in patents? 


same issue with respect to th* 

Lne Pro 

proceedings , that is, that th* 

Pro 

part of the original p atent? 

^ Yes t they did. 


& 


constantly . 

Professor Kayton, di d ^ 


fe ndants here raise this 

9ram dur ing the reissue 
ara listing was not «" ade 


1 - 2 - 1 BP 


id. 1 


did 


A na 


. dif ect 

Kayt° n 

4nfit the re-ls sue pr 0( 
, nS duri° s 
°h what occ& s ^ 


^ 3 -> 


e6 ait 


A than once* ~~~ — « on e 

W e i i ^ .4* more c that T 

eA1 » they raised i* m 1 I 

have i pars i n their paper * Plai nt . 

Mediately to hand &PP e 

Exhibit 41, , hlac ic bar exhibit, at tab 36 B 

the double biacK ^t$s 

^ 52 . 


Under that tab -• 

THE COURT: What was the tab? 

THE witness: Tab 36, and it f s the first 

P a ge, 452 

under that tab. 

BY MR. KATZ: 

Q And that's in Px 4 u t* r 

‘ Is right? 

A That's in PX414, yes> 

Dld 1 “is-speak „ 

peak on that? t, 

wltn tne ctouole black ba r X m s °rry. PX 414 , 

*» wtt w , j 

an, «. highlighted '« «1.„ „ y ^ p „ t „ ur , 

"The «... Wri at tv,. . 


"tv, UWf i at .. 

6 Sec °na . tl i6 bott 

ls th at ot tom says: 

ting n +- . 


a listing at 

u hi s 


att, 


tion ot the J 1 " ^ W aUemPt t0 flle 

Which, at lH ° n s 0f be in absolute vi ° la 

the sn, ^ s t8f .., .. rtfiC 25 l 


follows : 


Pr °n Ho ° U1 * be j 

. . lon s 0 in absolute 




Of p Stat ute 3 35 




applicati 0n ^ ^ s h 

*** 


“'' ef «Ph 1, re*"” 


cannot re quij< 



S ‘ K °3uced i pt tl y 

* t 0 ^tner c° n$ t &e 

b e 1 . / 

^troduc^ j 



Kayton 


. ai? sl 


application f° r 

the n< 


rei s 
on 


s ue 9 


» and continuing 




thou Bh . " , on the next page, I th lnJt 

it 's not highlifitte^' s 

P e rti n 

at to read that: 

be submitted voluntarily b 
"Nor can it t> e su * the 

. flnd accepted by the pt 0 

reissue applicants ^hese 

„ „ 1+arpd in the slightest by 

fa cts are not alterea x «> a S8ertii) 

a s do the reissue applicants , that a copy of ^ 
program listing was filed with the origi nai appii 
cation. It was not a part of the application t 
reissue the patent, and therefore is new matter « 

A nd that f s when 

nen the y raised it . 

That is* of 

f ur course, 

completely incorrect. ^ V ^ ew * totally and 

A nd that wa s th 

he paper th 

next action responded to nat th e examiner's 

ni Ch . 

hiblt 415, pin* , ol naVe «lreaay seen, Ex- 

1 ^ah ^ 

he rejects that propo s i t1 J >142 * 

ne r J ltio n a * in which he said 

S A i » 

proper. 


Sa ys„ t 

° tl *e contrary, i *' 6 


2-lbl 
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’ I p~«C*" or • *“* ™ uid 

t °r any case or a j . 

3 COntt -v „ your vi „ th ,t «. »»•«■ li5ting flled ‘V t*. 

4 „ ith th . filing of t». *PP 11 « ti0 ” “*> W*, 

5 19,5 *« th.„ .gain ■' tM re<! “ eSt ° f th * «•«- 

nGr durin 9 the reissue proceedings but not printed, Was any , 

thing t>ut Part of the patent as granted? 

8 A. * . 

1 Know of no such authority, no such anything; nor did 
ever hear of such a proposition until I first read it sub- 
mxtted by Messrs. Goldenberg and Lynch during the reissue 
proceedings and advanced in this courtroom. 

12 0 Returning now to the 

reissue proceedings , what did the 

13 examiner then do in connection with . 

h this case after with- 

14 drawing, the program printing 

Ing Virement? 

15 a. He forwarded the rei 3SU6 , , 

®Pplicfl4‘ * i 

16 patent No. 31441, and it did . ^ t0 issue aS Reiss H 

1J ideed i* 

17 i q q - j SUe ° n November 15 r 
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answer to that is shown lin ‘ 
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° ffiCe * the highlighted portion shows he treated as a 

•“-erence the mcs 4 manual, but you can see it says pages l 
through 6 and 51 through 54. And, therefore , he did not 

consider the entire manual pertinent, although the proteste] 
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pape r f ^ficular issue. , 

f ° r the MCS 4 manual , this uarticui wa s ^ 

an '’ bearing the same titl e 
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MR . KATE: 1 will change the form of the qu estiorij 
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s -hq mcs 4 manual ever expressed by the examiner 

the 
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* ence with respect to the patentability of the cla ims? 
No ’ never, and expressly, if we were tQ gQ tQ B 
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can see from whence this reat er ial 
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nation -- "bearing on the obviousness issue a s 
explained above, it would certainly not contain 
any anticipatory material." 

»■>«. th«t is patent practice Jargon for savin. 
• cannot unier any circ„„t«„ces use the MCS 4 mnual alone 
Anticipation .cans you Juat use ttat tning „ y ' 


7-lbl 


1 

2 

3 

4 

5 

6 

7 

8 

9 

TO 

11 
12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 




Kayton - di^ eC ^ 
And then on Bates 


*9. 


31, the green highly, 

_ maa men w** — 

ntinu e s> howe ver, later in the Pro- 

A different paper/ h0 

Cee cU ng i indicated at R 

• A *d that paper / first P^ e ' * at B a t es 

29 ' Office, 

ai paper 114 . 

The examiner proceeds in that later pap er fcQ 


Sa V that: 


" Upon review of the cited prior art the 

examiner is compelled to determine just what the 

Electronics article" — which he has been talking 

about now in combination with MCS 4 — "the 

Electronics article wnni* w 
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the WITNESS: Well/ J 
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n of ordinary skill in the art w «n hi 8 
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Publication is read through the eyes of a person of Ordinary 
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e two refer 

17 defendants under 2 -A and p-r a Ces li sted by the 
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•»wel i ' e h 


3 ust 


9 o fld s^' 


Intel manual d idn , t trough a 

and h *lp °^b le , n , a oi 

n ot important"? e reducing 

„ i i 9 


i$e 9 


’• *h 6r i» t>i 

6te fo r e , th 
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8 

9 

10 

11 

12 

13 




14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 


Kayton - dif ect 

he realty consi a*. 

all «*• Katz: what he ^ 

11 of th e , , „ ,g a Whole, that i Sr 

invention of the claims e 

mic rop lro machine with the matrix 

S8 °r controlled pinball iX 

inul t> i 

exin 9 and so on. He looked at the 

THE COURT: He didn't sit down and say, "Here is 

what 

Xs guy did that was really novel ? 

MR. KATZ: in the last action he actually li s t ed 

lfrany reas °ns for finding patentability, but the invention he 
considered 

the COURT: ia that what we heard this morning? 

MR. KATZ: — i s defined by the claims. 

THE COURT: There were 

re flve tenons that were — 

THE WITNESS: . No , there were 5 22 

' *2, and then another 


5 . 


Your Honor, what you are 

be provided because he is charged by 109 ^ ^ * 

el.lM «• ” “nobvioo, 0V J ” Uh deoid1 " 5 '“““i 

prior »tt. That i. what ^ Mrtl <=ul»r places of 

now, sometime 

THE COURT: A U ^ ^ 

THE WITNESS: _ v 

he 


THE COURT: All ri 


gh t( 


! ay s 

? M ^ * 

> B °“ ‘ ho go tt.ro 


ta 


IK 


katz: s»* tl - 

<3* r s °nie P a 

' ‘hot 


,ug& 
r ti 


and 


;cul ar ‘ 


THE COURT: 

9t hm , not 0 * 

x n your p 

i „ vf3 

nv ®ht ion 
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^7 


cover Kayton - direct 

t . ^ by thG Intel manual or that « a 

6se other . c? That would be hei pful 

Prior art references' to 


isn’t covered by ^ 


Of 


m<a „ 


he — 


TIIE WITNESS: Well, 
the COURT: I mean, for him simply to say that 


^«^rn t e k 

as hav ing trouble — 

the WITNESS: Your Honor, in -- 
THE COURT: -- that doesn't help me. 

THE WITNESS: In all deference to you, y 0u are 

asking for .o..tm„, f.t th. Pr.u.fr. have .ub.ittM 

oodles of prior art on and which hh 

whrch this examiner had to deal 

with step by sten „ deal 

f uy step, unfortunately i Ufi r 

do it, and in doing that, he WOuld f " ^ f ° rCed t0 

have submitted references a Sa y» The protest! 

Ces A and B and c, a 

claims to be obvious," or , n 1 consider the 

nobvi °us over th 

evidence was submitted. aeni # and then more 

THE COURT: Wen 

” «>«. i, , 

.Pacific «>•” I »*» , een , **” 1 anything .or. 

time, not 1 .. ... ■ »» .ill £ill „p .0.0 

ahead- We win aee 3 t 0 

* 1 h °Pe » * e muc h prog re 

MR. KATZ ; W© ... 


but 9 ° 


s ; 


to 


cti i i 


T 

MR. KATZ; We 

11 ‘.k. .. 


6 th 6 


out the specific Dr> . — « „ 

P 0 l »u.. refe tences . « 


apP 

in 




tus 


THE COURT: We 

ar * d e 

, and there is 


t r 


ied 


aii 


thi 


a 


teco 


rd so far 


5 d, 




Vi th a paf fcl 

u 

ei Pful i * f0 


icu iar 


A ti o* 


4 


2 each 




Kay ton - direct 
***** KATZ: Now, he does 


^ /u 

treat it with respec t to 


4 i tio n i 


"VC ! 

n, ^ to n e what tilQ 

t HE court: -- to point o 


KATZ: What he does is he looks a each 

6 refere *ce and then says what is not there that is in the 

° laia and w hat his problem is with respect to that reference. 

g 

The COURT: Well, maybe that will help. 

9 

MR* KATZ: I think you will have to see that. 


that is in the 


10 There are a lot of refere 


nces 


15 a 


is the 


THE COURT: All right. 

MR. KATZ: we have never been able to get it down 

to one or two references* it has alwav* 

always been a large number. 

THE COURT: But anybody con’ll • . 

7 COuld s it there and say 

,n «... p>*" *“ "'«•»•»« Olto't t«,« tha inv „ tl0 „ 

because ne^cdy .... «P .it. it „ c . pt 

well, that is what 

Sa i r . We don't need 

.miner to say that. 

the e* anU i 


that 


MR. KATZ: we have gone ^ 

THE COURT: I am h . ° Ugh a long road " 

9 that h e j find 

all of his electronics k S going t0 


22 in 


awi ** 1 105iC " ‘ h ° M he *•<* thi 


little technical he . lp 


Ckgr °un d . „*verie nce 

nd and his 

^ig . j 

thi »9 apart 


ftie it r 

25 9iv e “ .... «... onae ; tf 
” h * V e ... ^ m “>• P.t., t * 

25 to •'»** 


"** V# 

Qt ^ list of references 

Ref erri ng back to I of Defend 

nd r ® ferri third rank, there are thr e < 

rin 9 particularly to the 


Kayton - direct 

i «+■ ’ s 9° * 
All right, l et 


- 0/1 


f 0 f g 


nee 


s listed together, especially 

where are we? 

THE COUFT: Excuse me. 


. the 282 notice. This 
MR. KATZ: This is back on 

would be back in Section 1. 


3-A, 3~B, and 3-C on Bates 2. 

Do you have that? 
THE COURT: Yes. 


We are looking at the three reference* 


10 13 


25 


2 * 7 * 


Kay ton - aiicv.*- 

- the one l3 e 


- direct 

"gp e MR - Katz: So we have - 

° Ul I S .«, the c „. t Irt . ov . r> - «o. Hectronl.. 

fetfna ti 0o 

' dated October 25, ^3# 

Then there's an article entitled, Electronic 

thS Pins ' " f row a magazine , "E. B. Systems Engi neeri 
T °day r m 

Pages 37 through 40. And then "Microcomputers 
Mus cle i n „ , 

trom Electronics Magazine, pages 6 3 to 64, dated 
March 1, '73, 

MR. KATZ: 

C- Do you see those references, Professor Kayton, listed in 

the notice? 


Yes . 


From your review of the fii e hic . 

6 hls tory and the reissue 

iding, did the examiner 


& 

i wie reissue 

proceeding, did the examiner considAv 4-u 

er ^ese three references 

during those proceedings? 

^ xe» t h© did • 

And what was the substance .. 

ion 


Yes, 

And what was the substance Q f th 

... e e 5 ca miner*s appii cat * 

£ those references to the i Ssile Qf * PP 

£ P ten tabii ity under con- 

;iderati on? 

^ x would like to respond di tectly 

cOJ) cern, relying on what h res P°nsi V e to & e 

This examiner , ln *- 1 -- -” tion ‘ 

r lo °ked 

^ •“ “ / th9 ««!.., »* 

lt aon. ** the ° 1 “». cs , 0Ste ! ’ 01l =»U y a „<, 

i he 


judg e 

™ er U okea ^ 

mU lt ipl«* lng ' he saw it do ne n thS cl ^ims; 

^ it done as the c laiai8 l ^l ly ^ seg 

i>a* od on the means pl ' Wi th noise 


t jal- 


fea 




re 


3 * 


t0lV c Uuse tn** 


roq^. Kay ton - direct 

Ced a ^«are/software combine 

that 'triage of specific har ati o ns 

P 

Ced a pinball that worked. 

_j nt-ed publications Wac . 

Nowhere in these printea p w as t . 

combi n . 

c *on s«4- j- , „ Frederiksen 

be _. Set forth, and nowhere until x came i ntQ 

ng d:Ld auch a machine ever work in the noisy environment 

th » 


b ^ , emu — — A nto 

ng dLd a uch a machine ever work in the noisy environment 
that i t 

eeda tc > work in, and at a price that's appropriate 

f ° r Pinbai^ s . 

Therefore, with respect to these two references 

he said th ' 

ese are pie in the sky. No one has taught the 

hinations of claims. Therefore, Ramtek couldn't do it, 

Atarx couldn't do it, and these printed publications are just 
saying, "Wouldn't it be nice to do it." 

»ow, Mr. ifyou<d like> I1X1 read the 

words that he specifically used 

» Ve,. I like yo „ t0 io 

^ ^ ^ r thi s point so that 

i, — A.,? what tne examinov u 


w th, 

know what the examiner has actually 


Good 


Bates 


to begin with, Unrt 

u nd er in 

62 t he ta b , blue, 3A, 


"The public a tl ons 0£ 

thi. i. «• Pink 


rec ord r» 

3o no more 

9t Bat es 62 — " Tiie 


publications of reco^ ** Sate s 62 — " Til ' 
th «t it weald hav< , ^ °° "Ota th<n so „e,‘ 

* « .io^"^ hkva tried 

Thus, the exami ne Ces So r ,j, 

is n ot nd a 

Co h V i . 

dc ed that 


25 


3 


e lGrnent: 

ref ®ren 


4 

Kay ton - direct 

t . . relief upon by 

ri dgi ng Electronic artic 

P rotasters would have been sufficient to ha Ve ^ 

ob vio U3 the claime d combination." 

In short. he was saying the combination of 
of the claims are not taught anywhere in these 
ces ' and no one teaches to put them together. 


° ne else made it 


and 62 , green: 


The claimed combination he knows works. No 
* work. 

Then at 61, the page immediately before that 


"Even afterwards very little was done to 

realize the mating of the pinball f n + K 

il to the computer 

industry. only hints 

from various publicationSf 

Electronics, October 25 <7 , 

.. ' ' Ele <=tronics, July 11, 

1 74 , continued to sim 

° su ?gest the ^ 

= Practicality of such 

a combination. Tho ~ , 

6 on ly entries • 

hybrid art appear to h lnt ° thiS 

been 

around late December . re issue applicants 

?3, A t ari 

•74, and Ramtek ar ound February 

^nd q 

" Very iibtle appe Ata *i . 

a PPear s ^ 

° n the _ 


cate that any 0ne Qf n re COrd t o i adi_ 

sidered to be ord illat . ^ ^ ha Ve been co»' 
m achine artisans, ^ in pinbal l 

as to ordinary . kiu> ^s the ^ fltt ..Uon 


"Other than 




airt i cles t her^ 


4 


/S 


Til 22 


Kayton - direct 

, , Q to lin* the COra Puter 

lit tle by way of evidence 

, n industry. There 

technology to the pi nba11 

in the pinhali . 

Gv en an indication from gi an 
that such wasn't practical. 

Therefore , if we continue on to 63, the y ellov 


! gend 


at the bottom: 


” As a result, the examiner does not believe 
that the prior art combination initially considerec 
by the examiner and now reasserted by protesters, 
would have sustained a prima facie case of 


obviousness . M 


In short, he knew what the claims said. He 


13 knew what the combinations were. And these were not in 


what 


was done 


MR. LYNCH : Objection, you r Honor. This "he knew" 


has 


been constantly coming out in this. 


I don't believe Prnf^ , , 

p rofesso r Kayton is entitled 


* txi as to what Examiner Hum u 

as Hum knew 0r what h0 thou ght 


t h© 


° £ lhe CUi "* “" 9 ’ „ XooK at 


cl* 


iiti® 


sltl sel ves , your Honor. 


THE COURT; Overrule^. 
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Kay ton 


. di* e 


ct 


2b /b 


BY p iti 

„ ; KAt2: ect «<. *«■ paee 6i * *» tb. 

r ° fess °r Kayton, with r eSp Because I think 

fir £t ,reai tnat ' 

° sentences , would y 0 was addressing 

that's th 4 h the ex»m iner 

s the statement in which tn 

and that night be 

h i^self during the rest of that P»P er ' 
he Ipful . 

. , +hst comes to mind, 

A (Heading) "The first question 

, content of the prior art? 
what is the scope and con 

has been explored to some extent as noted before. 
Before the initial suggestion by the 197* Electron- 
ics article, no multiplexed microprocessor control- 
led pinball machine existed. Even afterwards, very 
little was done,' 1 et cetera. 

Referring next, Professor Kayton, to the next ranking 
refe rence * the notice P rovid ed by the defendants. Refs*** 
en ce Number 4, there is a u. S, patent number 4095795 dated 
j une 20. 197», *» ‘r th. »ane M £axto „. „„ fi*> 

. .„ tne references? 

that i" 

Saxton was a prior art 
yes- ri 


A *•— ref erence that Ex»® iner 

, iffl self ^ itedJ WaS n0t by the 

Hum h 
Q 


- Protester* 

Did the examiner during th, 


rei5Svie Proceeding ^ 

he Saxton patent a s a ref + J8> 

iv re h Ce h v u th jt 

a pP iy . . y itself: t' 


t t»ei r -S i» combination „ lth 
wi tnou ^ the 282 nQti ^ ^ ° th 

iS st^ te S aefe ^a 


r j-eli^d on S&xtftn 
_ ne ver t0n &lo 




He 


-self; 
e r prior &rtf 
nts? 

used St* 10 * 




it 


i n 


1-2 


f I 
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Kayton 


- an 1 ' 


c om 


bin* 


t ion 


"two 3 j _ 

■ er 3nt Hftys but al ways i tr eRt caxton a s a 

■* *« «, «* «- «»**"“ 

r ef eren Ce ? 

indicated on Bates Number 
Q. S 


90. 


x P-Lieitiy in four papers 


Saxton 8-s «■ reference in 


^ A hd how did the examiner treat 

a Pplying it into the case? 

A Yes. Well, I indicated he treated it in two different 

ways . 

And, your Honor, you may recall there were two 
different sets of claims generally: those that were restrict 
ed to surface projectile games, or pinball games; and other 
laims that were not so restricted. They were broader than 


c 

that . 


The Saxton referpn^« 

was not a pinball game, 

bu t a slot machine game, a micropro Ceesoi . 

Ssor controlled slot 

machine • 

Now, one way in ^ 

e tised Saxton 

c0 „»i« 11 °‘ h " El0t e , aes ' ■ 

tM ,«««>»« "“ h the "l«o pr try " 

es Son „ (The 

that he used Saxton v*a s ^ ° f Sa *ton. * 


El 


Tor < 


4 - vn e r *ay 

obh e 

lleged earlier inv en t iori ' aDij iation with 

Of course, tv, y Cv« a < nf n!)le 

the El m ya n Atari p 

not • ” 4u=tl0n 14 ».«!„„ k ** r U« r uort «» s 

*&o* n 


the 

je^P' 
y>ei^ 


to 


to 


X)0 


x>e 


op 


er able according t 




U ne v^ r 

was ne 

as 


a P l * 





Kay ton - direct 


/(j 




• n 


noi 


s y environment. 


To 


V; 




m + however, tnat if 

11 he examiner sug£ eS 


El 


e *•><».» to he operative! »» P" 111 "* th8 " 1 "»‘ 
t] 


■»tlde the mechlne .e • »n ltiry strnct ' Jre «»»U 
Dt ° e be P°hO the shin or the ordinary artesian, heeaus- 

iS 3l ^ rx m 

* a sl °t machine game, hai a microprocessor internal 
therot.rt 


Those are the two ways that he used them, 
-'Oth them, of course, ultimately failed. The El Toro 
was held to be not operative as a pinball game in its in- 
tended environment, not in actual reduction to practice and, 
therefore, not prior art. 


Kayt on 


- direc< 


No* 




to Mhftt the e3CJlBu 


, * in Particular, could y ou 

- Hq h j. <->« with o .h oj* 

r £ tatcrt , of Sa^ ton ^f» r 

cd ref erring to the use ° r r ' 

enc es a _ . <*>, mu It ip lor: inp h . 

^•hd h< „ A f 4 on wi°' 3 

nis concern in connection 

^ 

r< ' SSi0n with respect to multiplexing? 

I refer to paper 46 on Bates 91, 9?. 

Yas - In essence he says, down on 91, number i, what 
° n lacks is the multiplexing aspect; and the Green i.nai. 
^hat he has combined that with Saxton with Menke, he 

S C£ ft 0 o 4- q a x . 

zriB.t Menke illustrates the reeled games typified 

V 

S 8 , +• 

on, that is, the slot machine type games, which could 

Obviously eoploy uultlpl.xiag t,ch„l g „ e5 to cyclically ,„ d 

sequentially enable each of the sip-nan inn- 

8 lling means discussed 

supra and to cyclically and sequential 

quentially enable eaQh Qf thg 

display activation means. 

But on Bates lm u 

e indicated that this is 

a paper that began the Rule 56 - ' th 

exa minati 0n 

summary, under item B, the r evlew * &nd here in 8 

of what +• 

was s tated. He said that, '»g ev t ^ le examiner did 

cioj 

of the combined teaching ms v ere rejected i 

an d Menke .» 

The examiner inai cat 


view 
Saxton 


0 e n y , o . 

I'teci referen ceS ^ 

;ea t he 


. orne 


by amending cla ims „ e 

a 6t .„ t3 -On could ° s 

e ^ sur- 


over 0 M « s 

„ ce proJ- tlle “ a n cl » 4t a Ub, th 
, me .pp— lncluae * ■«,*.. n 


a 


6 


e ^ass as 


Station tb at 


,roJ eC 


tH e 


^Ung the 




the 

fftC< 


Kay ton - direct 


ibUvJ 


was done «'■'! listing 

the A nd this, of course, w * l,h *l 

fr<Vn tr» 0 p« „ „ nintell e* me> 

° GG references as a P in 

Th,„ „„ 97 „„d 98 , W »™» ° f the 

t, ‘« '».« E1 , oro „ ort , lt wasn't 1M>* *«■*. 1‘ «s 

" ”' k - b « „„ , UoBea actutl reduction to practice, and S« to „ 
rn ,es 07 njl£ j q H> the exam iner said — 

Excuse mo, could you wait for the Court: 


Oh, 


sure . 


THE COURT: Go ahead. 


BY THE WITNESS: 


(Reading) "The question should not be directed to 

whether it would have been obvious to have located 

the microcomputer and El Toro pinball into a cab- 

, inet, but whether the claimed invention as a whole 

would have been made obvious by the prior art. The 

examiner is of the opinion that the claimed feat- 
es would not have bp^n , 

ur en P^ently distinguishable 

<, ver »t of th. Prior art , Hhout nore en3 »1«- 
° Ut m0re ’ th ' al 5 U ” e “ 1 =»ln e structure sh0 , lne 

point at which a PplJca 

P , ^ pre va iled where others 

«•>•* allegedly u„ auccesstti 

thflf ne examiner ^ 

the opinion that one So . d 

* l Ued 

_ f rmnd it ^ the 


nave found it obv i0Us to 

arr anged 


c °hstructed 


25 





Kayton - direct 
9 c ' re you reading fro® n0W> 


2LU\ 


Professor '! 


° n 98. 


But here we have the e 


r itical> "without m 


ore" 


** 

. • “ Uh »« to -»t ho .uWX-"^ fceU, ttat 

** T ° r ° not reduced to pr.otlc. «*, «“efore, «. v 


bi hati Qn vjith Saxton was meaningless because m .oro 
neM2r VJOr ked as a pinball game. Therefore, whether it was 
rrade unitary or not didn’t go to the issue at all because it 
never worked* 

Q Turning now back to the defendants’ notice and going 
down to the fifth category, the defendant lists a reference 
stated to be a book by Fairchild Semiconductor Company called 
"The TTL Applications Handbook/' which was discussed and 
testified to by Dr. Schoeffler, and specifically pages 1-5. 
1-6, 3-1 to 3 ~ 24 - 

Do you find that, Prof essor Kayton> in the 

lis t of references? 


is at Bates number 2. 

Was this reference 


c °nsi;i e 


duf 


inS 


the 


. r aissue proceeding? 
^t was . 


r ed by the 


exanin* 


yes 9 

A was it considered? 

Whe re 

Q if y° u look at Bates l07 nU 

Wei 1 * l0 ?> a ft 4 , y° u 

A the examiner’., blue t& D 

- one OI s lists _ 


■°r art, aI 



Kay ton - direct 


<26 till 


What t tne ^ ateS 

Z that? What was the 


number.'' 




Gs number 107. 


Fair ^ ila Handbook shQwn> and exacts - - - 

. in the 282 notice. 

y tha examiner as the protesters sta 


Now, there highlit 


ln pink you have the 


xactiy the sane paces listed 


o the examiner relied on 

Could you tell the Court wheth 

, , _ arp relyt n ^ on in this 

-he same pages that the defendants 

Applications Handbook? 


A They seem to be the seme to me, yas . 

Q Did the examiner rely during the prosecution on this 


handbook by itself as a reference, or did he rely on it in 


combination with other references? 

A He relied on it in -combination with other references 

Under index tab -- correction, under Bates 


„ io7 -A, the yellow highlight indicates that he combined 

number 

as a secondary reference with the El Toro activities, and 
107-C, he comblned At as a tertiary reference, added 

tincie-* 

„ th« si Tt,ro 60tlvlty *» “«»«« „ lth Saxton ,»d 

on v 

?p irchild manual. 


thSn do y° u mSan by S tert iary re f a 

wti &t re rerence 9 

Q ,, as I discussed before, +K ln . t jon 

Wei ’ he clai me d cora^ 1 

comprehends, or i s met * t „ 8 i 


the 


r® adS reference and it ls ° Sle d ocume n 

. * atlti cipat n j 


th flt 


Bat .t ^ 

rJ but if the cla . and tn 

set forth in the cl&lo mblria tion or sl 


the 


ar " found C " 


r 
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d O Q 


Kay ton - 

^ the examiner, 

the n * lr > 

Urie nt OY% +ivlty’ t 

r orie prior art act another on? f 

or der to ill l° oK 

r e ject it, typically w teaching that 

c Ornh i ^ „ is some ^ ° ta *t 

^ 6 lt with and urge that ther 
sua <" ! ^ 5 co „ bl „ lns lt . 

to disclose all that 

If two documents f al 

1 s -u, +hird* an( ^ that third i$ 

irned, he must search for a L 

the tertiary reference. 

I„ oranr for tb.t co.Mn.tlon to bo viabl, t, 

make out a prima facie showing, as the Court indicated earlie 
there must be something with which a person of ordinary skill 
in the art would perceive, inherently or explicitly, to sug- 
gest combining those references. 

q How did the examiner during the reissue proceeding char- 
act erize, the teachings of the Fairchild Handbook, and if you 
could P oint out the places where ^ w as best charac terized ? 

WeH^ 3ates the green 

lndlc .tl»»- Ih “ 1S *” '* rl » 


highlighting is such an 
J 0f ficial Paper Number 27 

He said that, "T hp 

rc hild TTL Appli cati °‘“' 

n!c dated August, 1973 , of 

unndt>° oK ’ Xh tbit 37 „+<■ mult 1 

Hano . ^ or , presents 


pie xe 
ca ti° nS 
vtc e& 
e ie ctr 


tf j think that means ^ u 

d apP 

■'■Pieced dlspl ay 

eni ent»*- -ii d®* 


11 - 


t,ut does nou indicate lmpl< 


is considered to t each " aU ° n i n pin pai ' 

fiho tn 


onl cS * 


State or the a ft 


in 


Then on bates 


I OB 


mle 56 P«« Mlnst ’ *>“> ,e Uo „ 


tm s 




the 


Kayton - direct 




’’The remai n i !1 K r ef erA 

c[« r . summary states, 

^ p x o ■*- 


' ea the * 


"' aj 0 r U y of “* d n0t address pinball 

^nese references did no^ -s 

S P$Ci-P«-_ . _ Wo.r ~ ^ ~ r 


iprtronics# beca use fv 

t&te of the art in el 


^cif 


the 


4v -° « reierences ux^ 

ics,ij * r -Pound to have no beo,** 

X 1 V> such references were founa Cct h 


coir, 


^UqK _ , 

iefere nces included," and then on the next page the 
ir chiid Handbook is listed. 


mi . . « the featured claims 

u ^erizecl pinball game of tne 5 * 


r efer ei 


.s listed. 


THE COURT: Is that language that you just quoted 
directed solely to the question of anticipation, or is it 
also directed to the question of obviousness? 
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Uly director tQ 


nei t . THe Witness: This one is rea 

V ° Ut Honor. 

that'a Wh at he's saying is» 13 that this is someth^ 

anv „ u th<5 * tate °f the art, and by itself it doesn't teach 
ln 9 that 

9oes to either anticipation or obviousness. 

And that 1 s understandable t because it’<? a 

tertian a 

ary re ference . 

BY Mr - KAT2: 

«ou„a T 3 * re,eren ' e of back- 

' back Sround knowledge? 

l Xt ’ 3 3 baCK9rOUnd reference, and that's what 

he says. wnaL 

m other. words, it . 8 th 

defendants who have listed this ^ SSt6rS and the 

tnis in the 282 r. +. 

plaintiffs. lce ' not the 


examine 


of 


And 1<m simpl y t elling 

r viewed it in the 6 C ° Ur t how the 

overall Sf . K 

c hertie 

prid r ar t» re lative import 


THE COURT: He aays . 

ys here th 

references depicted the state of ^ "*he remaining 

^ the a 

Now , as x in . »» 

u nder 3 t dr ^ e lectronios* 

itate 


the 


Now , as x 

u ndet 3 ^ a ^^ e lectroni< 

* t tie art in electronic, be 0 

f s ba s s ays that 

16 Of r n O Vs 

'*** e< "ibg on «. 
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t ,.d ° £ '■«>*.«, 

THE WITNESS: Yes 9 l m S 
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K^yton - direct 

Tut? • - it's the TTL appii 

lfi Witn ESS; Yes, because a- 


i anci b 


ft .... 


°° k ' your Honor. 

Now, i' m n ot proffering m V se 


If as a 


te chni 


C »1 


e xp Q rti aQ 
de 


Ve lopments i n 


comp uter 


T HE COURT: No, I’m not talking about technical 
• I '» talking about the question of whether general 

electronics, for instance the state of the 


here in thi 


in 1974 is relevant to the issue of patentabili 


ty' 


s case. 


THE WITNESS: The answer is, to computers, yes. 

But the point is, all electronics is not 
computers. And that’s precisely the point. 

He was saying ttl, transistor transistor logic 
is not digital computers, if, an electronics approach that 

failed to make, according to Dr. Schoeffi er . s testimony, an 
iic pinball game. 

THE COURT; All right. t 

understand. 

the WITNESS: The way it . _ 

as done was with mi- cr0 

a s Frederiksen did. 


electron; 


iC® 3 


sors * 


pro« 

Therefore, what he < 

Sa Yin g is thi s back' 

Medtronic, teach. 8 „ ot 

9I ° .ihh.n 0, “ ho » « ” SK 


CO fl*P 




t P : 


a t a t e 

VC “ a J don't want to b . “’“heal expat*' 

„of *” th 


xxi>3 


Now, having SaicJ t ^ 

iected myself to bei* V ° Ur H °nor f 1 ^ 

: ein 9 a 


to* 


iat 


se 


dub/ 


Kayton - direct 


f *orn 


All I have just s J 


is what I recoli ect 


s choeffi 


Mr * ^A-rz* 


er's testimony. 


Q. ^ 

With *■<* of P rences that are li st , I 

n respect to the other refereu ea | 

° n B>t «= 103 and 109 . da h.. Parana.-* 1 " 1 with j 

cos Pect to th . ot n crs ,, background infornation . 

A* 

Yes . 

^ And what are those? ! 

I 

I 

Calculators , the *746 patent f and the French 597 
patent, general electronics. 

And then he mentions Bally Alley simulated 
bowling games: Not surface projectile at all. 

This is not the art that he's saying. And 
he says this again and again in the proceeding. 

THE court: What kind of electronics was involved 

in Ba iiy 

THE WITNESS : B.U y J11>y ^ » lcroprocesS „„ 

but it .« P ' 0i *" U ' «». It was a . 1 *“ lated 








-ami 0 ® 


* 


THE court: It has to b e a to 

r ^ce pro jecti* 

:? 

THE WITNESS: Well ( that'. , as 

„ out. 


you need a real ti 
Wi^out the real ti 


es Pon 

5p °ns s 


se, as 
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• 5 h ts 
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Sc ho e 
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iiy AH e y wore meaningi esS * 

The real time response and the noise, as 

ffle r gain ,»iner said with respect < 


fIer 3 aid, and the examiner said with respect to 

lley ' forty times is the critical thing. He said 

all y Au ev 

y was meaningless as a reference. 


- d6red in the 


allowed 


over it. 


Bally Alley was a reference that was con- 
original patent, and the original patent w< 


And the protesters asserted it in the reissue 

so many times it defies belief. The examiner must have said 

four times, "Please stop citing Bally Alley, because it has 

nothing to do with the problems of the pinball surface 

projectile game." 

, Now we can go to th#> R a n ,,, 

Bally Alley directly, and 

I can show you that. 


THE COURT: All right. 
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bi *«t. U 

1 "V;: . 

'.is, »*c» to Ktes p.go ™«» cr 2 - *" the **«*«* 

1- *° t, " ! st.tt category of ref«"" ce »'' lcn » = 

* tS B " U ^ "Hoy Service Kneel If **>nuf.ct u „, 

0ri>Oriti »n „ lth th „ dato of Janu „ y , ' 78 . although it „„„ 
an earn 

er Published manual, it refers to all P a ges . 
to you see that, frofessor Kayton? 

A y es . 

Q 

Wow > is that a reference that was discussed or treated 
fry the examiner during the reissue proceedings? 

extensively. For example, I can tell you, he 
discussed it at nine olficial papers; the protesters did 
at nine; the applicants at six, for a total of 24 papers for 


d iscusse; 


at nine; the applicants at 
discussion of Bally Alley. 


And when was this reference first introduced into the 
•osecution of any of the clai ms that a re m issue in this 


acti° n? 

tr 11 the first paper is the u i 

A Well* Protesters 1 paper ^ rch lj 

hP ri Alley first came inf , 1P 

3,976^ w 0 protested r eisS 

the original patent was .»>_ .. 

a l “ '*« .need ov« «»*' 

fer ence, is y ° u noted? 

r0 v the original patent w&s l3 

Ye s * J ‘ io wed ii T , 

A . it tM attentl °" Of the s„ ' r ' 

0 '°"''’" .ue orlslne! p.tent, “ in ” r H ““ »» e " “* ... 


iing 


the 


, X 1^' 


original patent, a „, er Hum wh0n 

not 0 _. c l*l* s 

, r It, iook ly were the 

16 ° 1 'lginal p ftteA 


kayton - direct 


2690 

w hich issued June 5 


C}l 1 ha v * 00?? wHich issued June 5 

Icy,^ > Patent number 40932- 5 3 

u ‘ ' JOU **•, I don't tno. t, ” >t 1S ’ 1 “V 

" 3 * n =*hl»tt 1 „ tne case; In .« «“*’ “ iS the 
Pat ent> 


At the top of the second column of the patent, 
At eXpre ssly says> - Bally Alley service Manual, Bally Manu _ 
during Corporation, January, '7d>" precisely listed as a. 

considered reference. 

A nd during the reissue, the examiner just many times 
said he doesn't want to hear about it. 

If you were to turn to Bates 120, you will 
see the pink, highlighting which says, ,,T Jith these observa- 
tions in mind, it is the examiner's desire to finally put to 
res t any- further untreatments by protesters on the applica- 
tion of the Bally Alley teaching." 

Then -- 


state 


the 


Professor Kayton, what were the to u 
yr ne te chnological bases 

by the examiner for ref Usin 
a 6 to reject the clal® s 

. ^11 y Alley Clalm? 


_ , there were several. 
We 11 * 

First of ali J he 


th e 
d oh 
ie p3 


fences Alle * 13 ,1W 

in ft b * 


'ip a 1 1 


h pinball. They a re 


te» c, ‘ r sl «ui at 

. i n tf about how to m a y ^ S&ties and ^ 


In H t 

he first pat« nt ’ 


,thi ng 


,os 0 


iiauiated games. 
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2b')\ 


to 


Set 


That was one approach • 

u * on speci?ic ally > and I 

**ut then he goes on si- it 


<4 

A 


the right 


paper. 


In 


Paper number 24 ? 

He Sa ys, at Bates 113, with respect to the manual, la 

he hi Shlig hte; j materialj what 1 have just said; namely, that 
t h 

c 1 e is no substantial difference between Bally Alley and 
other simulated games. 

Then at the bottom he points out, the very 
last line, "The simulated game art is a divergent branch of 
the amusement discipline which encompasses both the actual 
projectile, Fisher, Durant, those are other references, "and 
the simulated projectile discussed above. This publication 
would not have made the claims obvious." 

Then on 116 -- 


Q 

113 ? 

A 

o. 

th at 


Now, 


before you go on to that, can t 

5 can i refer you 


back to 


yes 
in 


the second sentence, what a re 

^dose other ref ere 

rS , "This arcade Wing garne 

a "licroproces® 0 

.i^orpte diSDlav 


s&y s * 


. oh 


A 

<1 


tr° 


"And 


ff ^ . 


a, nil 

lle d discrete display si Kulat 

113 „ 3 b °wli n| 


IS 

an 


anaiagous" -- 


g game 


a is anaiagous to the + 

ty Pes ... 


0f 6&Jnes exei»P : 


fi< 


se l°ff and Kir Sch 

1 Of the 

en t Pr 0(Jr , art es 

n0< w 


iectile ^ 






i the 


3 ' rl ano v 

. * lQse Io:’f and Kirschner? 

4 i ' v A-ll r,-» r. references that here 

°f tho sa are simulated S* ne roi 

5 ^lselnn. . . . ! rAtent prose ;ut-l n. 


ln 8ta ; 


it i 


Kayton - direct 


n ventlon." 

What types of 6 ames 




referring to by 


4 A 


:1 °sed 


, . nfl i patent prosesution 
F -nd discussed in the origi n 
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ci 

A. 

9 aitie 
ft 




V that ^ example video garces o r Tv 

t r do you mean as an ex 

° h ' ^ , fhat, exactly , the vi d * 

yes r I should have said tna 

art 

' Precisely. 

Okay • 

/r going on; I am sorry. 

Then *t p age il6f at th e top, the pink legend, he says . 

"The reasons for sustaining non-obviousness 
of the claimed device in view of the Bally Alley 
game have been adequately discussed in the first 
Office Action, paper No. 24, page 5, and in appli- 
cants 1 reply of paper No. 42, pages 5-7 . " 

Now, your Honor, I have before me that excerpt] 
that he makes reference to, and it reads as follows: 

M In the -former, a relatively new field, the 
• simulation was accomplished by dealing only with 
various electrical signals and ^ displaying 

some simulation of motion ; „hi le in the latt er, an 

old established industry * 1 , 

ry ' the designs — " we are 

talking about the pinball art . e had 

art — » the des igns hac 

to deal Wlth an 3Ctual Physi Ca { . . a inertia, 

mass having in 

itiowenturo, variable speed 

' lm Pulse, and other 

physi ca l aspects. It , 

h th6Se ^ 

games that this case de al3< „ 

Therefore, the re ,- , e 

rei3 su e p . reP l ete 

r ’ s focusing 0n Ceding i® 

* on the * 


of 




iner 


th c ^ f *ct 

wit * «. h 9* me technolog y having at thi 

wi tn ^ Ph Vsi 


3 i^ e 
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^Ovemeht' 
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M 

, n t, but c0uld lot 


n '° v ernent , not simulated movene 

nc lude , ,rt Which had n 0 n P 

«■. electromechanical ' 

aG note. . oinball that eve rvn 

Problems that the electroni - e 


was 


eekl hg dealt with. 

So he made it very clear that you can get 
* ot hin g from the v . deo game techniqueS , from the simulated 

9ame te <=hni q u e s, and nothing from the electromechanical pin . 
bal1 te chniqu eS4 

SO what he looked for then was for things 
that were done with microprocessors, but no one was able to 
make the microprocessor work in an electronic pinball context 
with these physical real time constraints, and most important- 
ly , with, as Mr* Goldenherg said in his opening statement, 
the noisy environment in which pinball games operate. 

Th.t 1. Mat .11 of th is hod to do -1th 

a nd what .11 ° £ “• “ l »• kept «jo ctlng had „ do .!« 

Finally, the only ar1 - ^ „ fhe 

y art that ended up were the 


a c 


■vies in the Section 2 82 noti, 


ti viti es *" iCe - whi ch were alleged to 


be 


act 


iv ities that showed people Were 

that no one succeeded at 


at> le to succeed 


&ut 


it 


e ,d« £ " * U - n Toro did 

lt . ln«» d * d POfP ° Se “ d Dic « 

» Ramt#*k did n 

£O r 4 s a thuwh«^, tntex r 


work 


ei 

P 


t h e,r 


^ a „d that is a thumbnail sketch 


of the entire * el 


iSS 


ue 


toC* 






w0 uld like te refet you, p 
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a r»< 


th 0 


last note of the 
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that says: 

is the yellow mate 
"These comparisons 


/-O /O 


merely P°— - - — tJ , e 


int out that 
f the surface Pro _ 


Problems and the objectives o. 

3 Q cti i e area differ and diverge from those of th , 
simulated game field, as exemplified by Bally 
&lley . " 

Does h • 

ne m ention Bally Alley in connection with the 

RuIq ^ ^ 

Proceeding at paper No. 172, Bates 132? 
k On Bates i 

1 ~ S2 ' the green highlighting, he says; 

"The Bally Alley game, which has been discus 

” d “ Un » te “0 u 

»Ph,tic, lly „ ot 0f p „ ticular note/ , 

and he goes on and says -the same th-i* 

me rnings th*+- t 

y nat i have said 

before: - 

"*'* ia the f act that th 

the video gamea re 6 Yosel °ff patent," 

refe re nce , „ 

original ap p ii cation _ ns rdered in the 

application i s vi rtual th<S ins tant reissue 

1 ' the o 

found in Bally Au SaRle ty pe of device 

V ’ the s> 

N°w, he did 3ay Slrn hl atG( j thing> 

at 

i . . . gom© 


. „ificance with respect to tv , 

W nl th « o ri 

. Datent. wit^ _ 


- 'jjri 

t ne P^ent, with ^ 

° Se c laims that 


no 


^ t 0 , 

restricted to surface Pro 

th e claims P atentabi 6 t USs * 
fOU T £ e0 v er . 


^ ^lley had 
c i a ims 


in 
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*r 0 f ePf . , liar with the t e3Umo 

”° o0r Keyton, are you f ami 

r% Sohn « . that the plnbai] 

Ka , Ch °«m«r, m which he testified U 

° s » On tv. of real tine control 

the one hand, were examples 

^* t ***> »»««.. th.„ other ««•.. *« fc « B * U » *U.y, 

“' U ° h ex.nplo, ot non-real ti„« oh 3 »ol»toa 6«» K > 


^es . 


A 

Q T\ 

you agree that the examiner during the reissue pro- 
tng recognized the distinction between these two types or 
n es and the different problems associated with each or tnem< 
kexl, everything I have read -- 

m ' GOLDENBEKG: Objection, your Honor -- 
BY THE WITNESS: 


A 


A 


— he said so — 


this 

wants to ca 


MR. GOLDENBEKG: -- t , 

1 tnin * it is one thing to as 

witness if he finds somethin^ ^ 

the file wrapper and 
to call it to the attention of +v. 

ihe Court. I think it 

her thing when you put this 

vo vv wu ness in the pos iti°n 

f judging whether the examt ner was 

, „ + * Cor tect or incorrect on 

technical matter. He ha s d1 incorr 

qua lifi ed himself in tha 


is 
o 

soma 

area 


rOU 


mind repea 


THE COURT: What i s th 

•ep^ & ting it? h, . 


Katz? 


Won 


KATZ: 1 Jus t a sked 


MR 

recognized the ^ h e agreed 

t j . i_ j — i _ ^ tei*. 

- two 


exf uni" er ^ 

, c ame- * hiC * 1 t hese 

of & Myt. 


to* u , te 





K-O-yton - direct 


f tor! 


LI I 


w *»« com, overruled. 1 m “ *** 

WOlJ ld j 

u summary of what he said s ° 

'XHE WITNESS: That is a concise summery of what i 
" t r eported the examiner said. Of course, that is the whole 

P°int or aM 

°f his statements. 

BY MR. KATZ; 

Biven now then that the examiner stated his position that 
tna Problems and the objectives were different in the sirau- 
lated game art as opposed to the pinball machine art, in which 
there was Involved real time control system requirements, 
what significance does that have in the examination for 
patentability under patent practices in the Patent Office in 
connection with non-analogous arts? 

A This is precisely the kind of thing that you would say 

„nn of ordinary skill seeking thp ... . 

a person one solution would not 

, The problems are different. Ttl£ , . 

look to. ■‘■he constraints are 

„ + The solutions are differon,- 

different. Cerent. Everything is 

It is an inappropriate , 

di ffef en # ea to go into, it 1 


non 




You don't have to 




say i* , 

ts non-analoS oU 

tni n, » 60 » -4 «, be deriv el *«- 

tryi „ S » ” ” * -«*..»« M th . 

suit. 




Ne* 1 


, r ning back to the 28$ 


n °U Ce 0n Q 2 ^ 

° n Bates ^ y 


Of 


k&yton - direct 








anda 


nt* 


ont 


Of 


Q ur> 


f arence is , £ 

* listed as the 7 th refer ^ 


« ,,Mrh issued on 

D Pco --^i d0j nuraber 2j8 6h,619, whicn 

Csri ^er ar 

16 ‘ 1958 . 


the 


r ei( 


Yes 


Was that patent treated by the examiner du 


r it F 


3Ue P^ceedlng? 


> it 


was treated by him in some ten separate offi C i a -, 

P^Per s ^ 

* y the protesters in 9, and the applicants in 8, for 
t0t& l of 2 7 official 


papers . 
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p rof OB , nt out how the exami. 

t r(a SOr ^yton, would you P° int 

that- . cC!U e proceeding? 

Reference during the re 

138 T>lat U <0t 05 E " eS 

Wlth pl „ k hlgBllghtloa , thee on Bates 15!. , ttb 

he ^e 6n i . 

highlighting. 

The top indicates that Burnside is an electro- 
GChanical Pinball machine. This is a different kind of pin _ 
Machine, if i remember correctly from Dr. Schoeffler's 
timony, i n that it was a Bingo-type game, where balls fell 
to holes, but it was electromechanical. 




said. 


It was a type of multiplexing, the examiner 


This arrangement onlv 

Y proves that electro- 
mechanical multiplexing mean5 

can operatively 

receive input .i, Ml . t „, __ 


switches . H 


tte ball response 


He was sayincr 

g ’ however - 

' that: 

"This does not teach 

to connect the multicl ^ ° rdinaril y sXlUed 

lpla x er t 

cyclically and se 0 i, 0 he Processor for 

* ent iall y 

switches to si gnal Gnal >ling each o f th ® 

® Pt0 =e,o , i c all 

and sequentially act ivat . ° r a hd for V cl 

of the fact that BurnR . ^ the lights. ^ ** 


a completely dif fK a c Q!lf , . fs f ° r 

ts ten*. lt iguratioh 

* PUl-K 

structure, thi a Po s e t j,e 

fe re„^ tha t isr v 
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, x q 2 or Section I 03 ^ 
effect on the Section 1°* 

, 4.his is in the rei ssue 
Then, on Bates 151# thi 

the n9 ' a SUWrear y -- I don't mean the reissue. I m ean 

RUl6 56 Proc eedin g of the reissue, a summary statement 

Wlth *e spect 

to Burnside, wherein he says: 

"While this teaching would appear to have 
some relevance, it would not have been material 
since it does not address the issue of combining 
microprocessor computer base electronics to 
multiplexing of quasi-electromechanical surface 
projectile games. The problems encountered in 

an electromechanicallv-scannoj 

iy scanned game are not 

equivalent to. those found in the 

n the computerized 

' variant, since such implemented 

atlons are infinitely 

more noise tolerant*" 

That is, the elects 

•‘•e ctrome chan i cal 

iCal crames are 

infinitely more noise tolerant* 

■ M l “ “■ -»v. 

Montgomery are conce, ° n ' both Budnick and 

"“cerned wi th 

mechanical, slow-a c ti bas icaliy electro- 

* hoi SG ^ • 

I have hi< ?hligh te ^ inse nsitive sy stems 

hat n °t because of 3»& lLc] 


and Montgomery but just he is saying 

a s with respect to B Urnai Se hr e the sai " 13 

ssue® ue, 


in« en 


sitiv e systems. 

Then on the 8ej(t 


Page 



‘* ct ing, noise- 


bol ds Burnsi de 


iS 
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70 


An <* Wi th r R rtnic * and Montgomery p«t ent 

ts respect to the Budnic* 

A “ at ** c ‘ ent ionecl , what were those related to? 

at the mo *aent I absolutely cannot recollect. I' a sorry. 

pJ -y have drawn a blank on those two. 


2 


iliable. They're in Vol Ume 


They’re readily ava; 

fo . 

°r the moment I cannot recollect. 

^ like to -- Do you have Volume 2 with you? 

COURT: Let’s take a recess. 

KR . KATZ : Thank, you. 

(Brief recess.) 

THE COURT: Proceed. 

BY MR. KATZ: 

Q Referring back to the defendants' ^ 

Action 282 notice, 

and the 8th reference listed in + 

>«t., p 4go 2 of the boot _ 

Exhibit 4l6-l, there are cited other 

1 cles from Electron- 
ics Magazine. 

One is entitled, <’ Slngle 

Open UP A New World of „ P Microprocessors 

1 * 3at( 

yi to 89 * 


pag 


es 


,ed A pril l8j 19 74 , 


And then the other 


f roifl 


er a rt lc . 

Volume 2 of Plaintiff ■ s Ex e * whl ch W a s omitted 

t 4| T r 

ep arately as Plaintiff, 5 but was 

:d **H bl 


which was 


J " 44 -oit ) 

.is testimony, i s & 46) - 

s ent itl ed „ 01 during Or- 


Sc 


no 


U° e 


t nr 


io&y 


Be “ O, ■’ ms J<c »- 

.. , 8 b 


95 


' Ss °i*s , " pages 


Dayton - direct 


c /' ;p 


t h , 


Prof 


essor 


+hPse references tr 

Kayton, w 2re n «: 

nrocee dings? 

tissue ph° c 


A eXa «inor during the re issue proceed • 

^0 , f , 

he y were not. 

‘ flnl h«vi„ e „ aa „ h ,„ a tBe testimony of Dr. Soho,,. 

ri0r " lth Aspect to that, references, 40 f» «>« « 

tGEt ifie;l toat these articles merely related to microcom- 
puters generally; they ala not relate to any pintail tech. 

logy > a nci that they were actually misleading and in par- 
ticular in connection with one of the articles that related 
to the microprocessor work done for Ford Motor Company? 

A Oh, I remember that, yes. 

Q; What effect ii. any would the submission of these referencss 
have had on the re-issue proceedings by the examiner in 


acc 


or da nice with established patent office practice and pro- 


cedures? 


MR. GO LDENBEKG : Objection, your HonQr> 
the COURT: Sustained. 


MR- KATZ: 

the submission of thes* v, 

« ould S re ^ences before the 

Office have actually su ppon on 

;e nt ,, _ . . Patentability t> asS 

4 ^rnoKflr. < 3 in+nr»«. 


3 1 1 ^ 

Hre s in the Patent Of fi 
vr& ct 

* « t- rs rnmnn/N . ~ 


P MR- GOLDENBERG: Obje^^ 

TJiB COURT: Overrule y ° Ur Honor * 

g wI TNESS: 

they w° uld heve - 


A 


ye ? 9 
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Kayton - direct 

Number l, they were so far 

th& 

.obviousness . 


2 /U 3 


■.•f the ir.ar K., accordf 


^boefrxer's testimony, that 


of 

anything they 


H 


°f patentability on non* 


the ~mi s d ing 


H 


2ut if his testimony about 

° f thS tb ‘ird r S f erence is correct, that goes to the very hee 

ths non -obvious ness of the electronic pinball invention 
^ ^ ^ 

re talking about, because that third rei erenee sort 

0 

suggested that you simply can take a microprocessor and 
5 ^ick it into a car without all that much activity. 

Dr - Schoeffler testified that to talk, I don’t 

know, 48 man years of work and millions of dollars to get 

even a prototype, let alone production models. 

And that 'is exactlv + .. 

y tne iss he in this case, 

as far as the prior art and the wav 

examiner handled it. 

His whole point was that an a 

11 of these refer- 
ences talk a.out doing something* 

none of* + v, 

4 + on ^ m ine references show 

now to do it, and no one did u ot 

riksen. h5,n Nutt 3-bg and 

p re ierlkSB“ 

That being the Cfl 

5 ihatn 

. n f thing that would be Precisely the 

kin^ °* lndl£ iu m 0f 

4 r5 spon= e to your question, ^'Obviousness and, 

1 -h id h^.\r 

could b ave been relled Upon ior t ’ e be en something that 

Going to the last categ ** PlJr Po Se> 

Q ‘ V.. 


is the Intel Corporat* 


„hi« n 18 "" '*' >n P-U, 

manual, dated 197^ 

ref aren ’ t hs 


° Ss °r ?c 


Oh 


Ka yton, nu* £ 
’ Intellec 


^MftritS indi ^' 6 



Kayton - direct 




timt t h , 


t manual : 

2*red to In the re„ 


ref s ] 


It was an offi^ 
it is treated 


0y fe ly on ail pages of tha 
w& s that manual treated or 

1 s SUq pj% 

. ° Cee ding by the examiner? 

*es, lt 

3 was. 

if m looking at Bates Number 157 

ciai p aD 

per * Number 79, and the only place 
* ears ° n page 160 with the highlighting there -- I believe 
ei%e S highlighting there. 

It says simply: 

The Intel Intellec 4 Manual presents 

basic facts about the modules used with the 

Intellec 4 microcomputer . " 

In short, this, reference is thp 

the manual for the 

microcomputer > the blue box that 

e saw elsewhere. And 

that f s just like saying that when 

multiple things making an inventin S & COnblnation of 

n > here VO n 

a lever that's part of it. nave a screw or 


k-fcyton - direct 


'<i / > - b 


I ' }vr 

°w, p™„<, i cr was cross - exa 

j at 8 ' ° ■ ass or Kayton, Dr. Schoeff -ln ej 

op ^ ® nt ?th o n this Intellec 4 manual 5 s 1 " ' los tr» 

° able -wain,, of etches to P«v«* crosf-t»lR „f, ct< 
-ror^ t 

cables used with the Intell ec 1 ec ? 1 b u ^ 

defendant- o 

ts “never argued the spe cific disclosure to the Patent 

^ r f i c 

d -hough, of course, the examiner did cite »-his man- 

uai 

you ha ve noted. 

Now, assuming the credibility of Dr. Schoeffler's 

inony, what relevancy, if any, would this manual have 

had to the issues of patentability before the examiner, if 

this specific ilscio.us, i» its testing, haa been present,.) 
to the examiner? 

MR. G0LDENBERG4 Ob lectio 

rejection, your Honor. 

. THE COURT: Well, 1 know 

t S going to say and 

he might as well say it. Overrule 

Uiea i go ahead. 

B y THE WITNESS: 

A Well, your Honor, what 1 was gQ ^ 

nat Dr . Schoeff ler testified, . ° try to r e coUect 

w hat Dr. And m y f 

that he said that in the context of t ^° Uection was * 

hine some use in el irai * ^ Toro > the I" telleC 

„ P t«een the Intellec an* taIlc in the l° n & 




dof 


c ahl el 

fore> 


.tween the Intellec and 


there was a crosstalk 


ma ohi 


ne * And that tnere 


un derstand it, is like cr 0Esta t9chn iqu e . Cros® 

He 


t 


X tQ -lk 

“ ne aK o" the ph ° ne - h.a, *>>« t e lcpho»« 




.dJ* C 


eflt p 


air of wires. 


speaKi n ^ 


25 
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7 'JO 


^ntier i c that's what, it 

^°es those circumstances} i - 1 

3 1 *h an 

long Ca ^ J ° U have a pinball machine that doesn't ha Vs a 

ce,b ln ’ and n ° Pinball machines that I know of hay e •> 

tha re Ver is taught in there is of no use beca USe 

no ion - 

°Ppo s ^ i ~ G cable and, therefore, it would be i n 

But i ma 

that' s , , * ec oliect his testimony incorrectly 

s vh ^t i r cctl y, but 

. rec ollect. 

KATZ; 

^ Defendants ho 

notice th , ^ lnc1 ^ in th eir Sect - Q 

tab rererences listed as A - " " ^ 

*«•«*!« I o. „ t .. ^ *" J 0 in you, 

tnS U '“ fr< “ „ . ' C °" Pe, ’ al '<'"- Tnese are 

Electr0Dlc 14 : 121 ’ 73 ^" n„ f ,„„ 

from Peninsula ei.- 3 ^5 and a 

E 1 ««-on, c general Ite, 

were not cited or coikhh pri l Q 

c °n S i d er sd by 9 > ' 74 , whlch 

Assuming the cr _ ri , 6 Pat ent Q ff . 

cred ibii it Ifi <=e. 

testimony, would these y of D r Q 

•••• • a °»oe, fler , s 

had * 6 “ r1 ” 8 <m th * «e„ loo ° f ‘he Se 

patent Office; 

MR. goldenbeeg- ity before tIie 


Honor. 


nav( 




MK. GOLDENBERq. 

S&nis °tJe c 

THE COURT : Ove. 

r ^le a 

THE WITNESS; n * *0, 

® Q V* y, 

at? > j 


2c n 0n 
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bea i-ing Dn patentability. 

°h . o a 


1 »<»rln s . Yes , u ...11 *’ 00 "’ t!,<S£,e 

, . , 4 4., r because in a coudIa 
in ^ica b ors of patentability * * v 

o n . 

4 • in 5tancec +-u it be nice to have » n 

they say, t? Gee, wouldn’t v <- an 

£ieCtroniG Pinball," whlch} or course, everyone was saying, 

‘'°uldn* t 1 k . i» 

° be nice . 

That pie in the sky expectation or hope without 
any teaching of how to implement it is a clear indicium of 
non-obviousness. If there is a widespread desire but no one 
can do it and no teaching how to do it, that’s one of the 
significant indicium of non-obviousness under Graham vs. 
John Deere and under the Manual of Patent Examination and 

Procedure . 

Q Now, Professor Kayton, I would Uke to rgaa fl short 

excerpt from a deposition taken in this case and submitted 

, patent Office of a Dr. Phin n n,,., 
to t ,!ie p ia i who was with the 

, rorp oration and one of the deal™ 

Intel c ° p signers 0 f the MCS-^ 

as he testified, and who at tv, , 

syS tem, a the time of his dep° s1 ' 

nresident of American s em i„ 

tJ on “ as P '°”luotor Corporatl"”’ 

r«P« ct to these tot., „ v 

arid wit , K i £ ements and art* 

a nse to being shown so me 

i» r _ „e Lynch, Dr. T., ... eon.ral Intel 


jes 


. w L,ncBl Dr - T * 1 , t h , . 

■^ S depos 


().r tiC g5 , 1981, at Page i 0 ^ 
orl AU6 MB. NATZ: And, your 


i D 


r * ^ai was 


otf 


the 


-1 -4 


cL /wb 
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O J* i 

nt ana , < Kn ,tiish grammar, & i. 

, had some trouble with his kng 

* a. ? h . D . degree in electronics. 

^ • &OLDENBERG: Mr. Katz -- 

B * M *. ka T2: 

Q «l y 

' et *ne p u t it this way. 

MR. GOLdenberg: Excuse me, Mr. Katz. What exhibit 

riurnhQr* i « 4. « . 

that, sir? 

MR. KATZ; It is not an exhibit. It is just a depo- 
sition that was submitted. 

BY MR. KATZ: 

Q, (Reading) 

"Let me put it this way. I have a lot of 
discussion like that and every time certain new 
. products came out a lot of people tried to dream 
a lot 01 things ana tat. ajvtntaga of that popu- 
larlty and a certain concept « nl wote a lot 0 r 
articles. We never see 

ne game really performing 

before our actual e y es at that „ m0 _ 

hat time, just a promo 

ti on of the concept. How to (nt0 

do those details in 

a game really not exi stent . lv 

at that time. Be** 1 ? 

n obody has any concrete an d 4 cing 

Wished product u 

» microprocessor p er Se . 

lot Of tall.” "* th * t ‘1». J“ St 

Assuming Dr. T.n, t 

lm 0ny 4 is i* 

oT inconsistent with credible, 

ui> c ha rfi „_ of 
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2 i I U 


1 like to turn now to »h« *H“* d “ Uvl “« 

K* . 0H0 r> ^. 4 . , 


k . turn now *" 

y ° th er s 1Jn . . . c eC tion 282 notice 

Und er in of the Defendants' - cc 

lo Partin in , + Atari Corporation r * 

ocularly to the activities ot Atari- r ®- 

1 A. 


lateu t 

c E 1 1'oro work. 


Would you please state whether the examiner 

S V 0 J 1 4 

e& ted the El Toro work, during the reissue proceedings, 

and if q 

> in how many papers did he treat it? 
dici * and for that I must refer to Volume III of 
Plaintiff's Exhibit 416-1. 

Ihere is an index tab there that says fr El 
Toro, " but immediately before that is an index tab that says 
"bection ' 1 ," which lists the various alleged prior art in- 
ventions asserted under ‘111. 

q Tha<t is at Bates 1303 , is that right? 


Correct • 

After Section 4 tab? 


A That iS correct ’ and ^en roUo» lni , + _ 

8 that on pink tab 

pi- we have the index of a U of the 

Mrs on El loro. 


have the index of an of t 


El Toro was treated 


the 

were 


more tw 

reissue proceedings, i have &n a hything else » 

total of !?8 of the lap of he Papers. There 

a 1 lc iai - 

T oro. The Protester d e f endant Pers which dlscuss- 


22 P 


s dir, 

the applicants, the CUs &ed El T° r ° ° n 

Pla ihti ff 

. V* n S . 1 i, V\Q 


either the sub st a ntlve 

. m3 -h 


l sS ioner in the frai 


’ ih 21, and 


Sr H U 


;Oht 


m or the 


5 sis- 


discussed 
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3 epa rat 

e Papers. 

w °uia vn „ , +he Atari Cyan activity 

i ' 0u Please state whether the 

on + u 

E 1 Toro ... ^ , Q for rejecting clair 5s 

ur ° ever provided a basis i° r 1 

aUx* r 

f ‘ lhe P r °secution of the re-issue application.- 
*es. 

"OU]H 

iou Please state what the bases or nature of the 
rejections were? 

^fcsicall y T +■ v. 

j g examiner early on in the proceeding state' 
that the El Tnr 

o was a pinball type machine upon which the 
claims eitnor read or were similar to in some way and that 

it worked for its intended purpose. That is what he said 
early on. 

After extensive evidence on th 

u h the sub lent 

throughout the entire five y ears 0 f the r 

he completely retracted thni- --^sue proceeding, 

Position and Eai d + v , 

never worked for its intended Pur “ ^ the E1 Tor ° 

j 0V en 4- v, 

the fact that it was an SGpa rn °Ugh he accept- 

omps.rtment as not a controin n ^ a unitary 

g issue 

H is position ... 


ed 
c 


me* 


His position was 

* Seised r, 

«“ t th ° E1 Toro '“"la „ ot " al >- Of the evi- 

^ork ^ 

The problems werp lh 


dence 

v^ork ^ 

The problems were ne. a lr i a 

nt * «ev 0 y Sol ^ hoisy env j. r on- 

w the Atari Cyan p eon1 &hd tv 

n ^ yeo Ple. a the t. a <,*,, u ndez 

anc 


t&Ken - Wij^ e 

testimony of Mr. M eye y s 6 *°9e t . 

* th e ^ 

. that it could not * 


tfl0 tee 

that it could not *, 

iUnct io n , 

Mi lr a n^v 1 


;tr at 


ed 


s 

^■hd so on 

0f t K 

he Project, 


ct i°h i e Project, dei 

Mike Rogers t ln 8. n 

^Osq ^ j onviron^ 6111 

““nt, 

l ° n is in the 
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a nd 
r 


*h° Se 

e, ~ ^ration was presented to 


tne 


patent Offi Ce ^ 


_ ~ J. vu WttB i c o v. - 

P ° rted that h « 4 j ri n contiguous or adj a . 

Ce ^ ha used an electric drii - 1 

the ].’ ! ' , a noise and i^ coujd not 

hi loro, and it generated noise " ,10 t 

°P s rat a T 

^ ^ y 

nung vi p as a consequence. 

To be contrasted, of course, with the testi- 

^ O My q y ^ 

‘ r * Sci ith and Mr. Winters with respect to the Fii clcer 
C!Schi ne h 

5 ere they also used an electric drill and an even 
o r e powerful rq 

device, a van Der Graf generator for generating 

a static hhflw 

& rge, where all of those things failed to i! 71 p e3e 

the operation of the 

x xne flicker machine. 

L Z * tao * noth " 

to public knowledge and availability? 

A Yes, early on at the time when the 

still said that the El Toro wo rIced for h * d ® arly ° n 

that is, was actually reduced + S intenc3ea purpose, 

to Practice + K 

alleged that the El Toro wa* ,, ’ he Protesters 

k nown i n a 

was in the public domain i n « o Pub Uc way so that it 

Cti °h i 0 p < . 

After exten S i Ve e vi ^ Sense * 

i<aen ce * 

that subject was presented, thg ^ ^hg d i scovery on 

j^ C 


>tion, holding that the El 

A oro 


»iin 

u - ' w iq j ^ 

or not, was not h„ KlJ e ^^er * +. 

P ractice pub U cly U vm s reduced to 

El Toro either had ■» Ik 

' tne * ltn ^ee a ^ thab the people who 

If* tha,. c , . . 


withdrew his re- 


.ligation or, if they d id ^ Upb n t . 

obllS tj t h ^ a confidential 

V,e r e . 

subject to fcnow 


„nat the El Toro a c tua U * 
ihg w ‘ y ha d 


c ou 


id 150 


n o public knowle dfr 


s la, 


e Of a ni 

1 1 therefore? 

^ ^ file ^ «. 

lr iventlon t h 
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ecause no one knew about It. 

a iso withdrawn, 
that rejection was aj - 


O o 




«.», I „„,t ».t «e S = 58 P*P<-” 

hmbe r s of evidentiary submissions over a Icr- , period 
1 t5 -me. 


24 
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1,110 


t»e El *** *«.- 

^nation with respect to whether 
e, ^ u ced to practice? 


And would you state the 
hls P° E ttion at the particular point 

Yes - It was stated in several places. And, of course, 
thSre are two things, namely, the public knowledge and 
whether it was something that worked. Two separate con- 
siderations. 

I look first at 1352 , which deals with whetha- 
It work, or not. A„ a lt ., l,l S M lght8a th „. ln p , nk _ ^ 
it says: 

"in the El Toro stage eviden 

6 evidence exists to show 

■* that it was -- 
Just a second, let me find n,. 

that. 1352> 

Okay. 

"•••evidence exi sts t 

v O ft u « 

that is, the El i 0ro __ W th at it was" — 

hanging up. And d esplte '** SUsce Ptibl e to switches 

ure was apparently n U * the * Work, this fail- 
evidentiary record.- a s noted by the 

And farther ^ h 
"Even though Ata 

r i G 

from the El To ro 0 <,u 

h ° Ula ».« to-rnel 




•s expressions 
in the record . 


Q 


^ s 




3 ya, 


such learning t 

'he 4 . St & . 

tW ° D &nd apP 

51 ta m 


lied 


****** to «u» in8te 
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^ / 1 b 


3 ° r ‘blng^ such was not app^ 1 * 611 ^*^ 




Co + It is apparent that they still dti not ha Vs 

• t I'D*! 

the device. 

"Coupled with the newly-suPP lied arguments, 
submiss ions , and the fact that the programmer, 
Cox >" -- Cox was a Cyan Atari programmer who worked 
° n he F, I Toro -- “diu not correct the program to 
eliminate the inherent problems. And Cyan, despite 
testimony that various noise reduction techniques 
-re conventional in the art, was not a ble to 
curs ths defect*? -i n +-V. r>. 

" * elt0 e '‘ een « Frank's. 

Ihe 0 “ n1 "" «»>. that th. E1 To 

c £j± loro WAc nnf 

reduced to practice f or th 

' 103." Purpose of 35 use 10 2 g/ 

S ° he ’ S ESylng To ro nei , h 

claims nor rendered the claim* " ® r anti cipated the 

S ob viou g , 

4 " a proce ads o„ to t 

statement to indicate that h e wa „ 9 Sreen highlighted 

of t»‘ autnoFity of o„ha„ nl "e th U ln th , llght 

TB “ “> e 

,i Pa gs, 

The third no ^354 ^ 

COns ld era ’ he said; 

the level of skill l0 h to b _ 

be at Resolved i s 

Clearly Ata ri - Cyan h , 

s b Se bo the art. 

with a widely-^ 9n 

Srii 2ed c0; ipany 


game discipline. M at io n 

^ the electronic 


bh e 


-o Urt 


s are 
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of « , , ion in 

° r A tari. s credentials and mentio 

°* v • Chicago Dynamics.' 

. You may recall, your Honor, that wa ° ' ° ur 

aQo gam 

6 " Gase some time ago in 19 — 1 forget ^hen, 

He then goes on to page 1355 an ^ says: 

*he El Toro is susceptible to hanging up 0 r 
bombing . Some time after May/June 1974 open houc e 

bUl ' beror e October /November '74 the El Toro machine 
dismantled and the experimentation on the 
ma chine terminated." 

He mentio ^ the Cyan report at the u 
indicating problems. A nd th bottom, 

nd then ultimately nn „ 

said: y 0n P a &e 1356 , he 

" The eXaMiner ^ c °ncluded fr 

that while some no1 ° m the ev idence 

olse r educti 0n * u 

ventional in the te chniq ues are con . 

ectr °ni c a 

and Ramtefc a s well a E * anci w hUe Atari 

is sup 

help from companies SUch Ppl ica n ts received 

cetera, At, tl ^ *“ 1 «a 1 , „ 

come these probio 1:3 n °t 

eras > at , eeni able to over- 

Sas ^ a Q 

° f M ay/June 197* •" 
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VHE COUKTs Is there 9 

i tP US C • 

UnC °— tl0nal noise reduction technics wer 

noise reduct-Loa tech- 


lace 


'<L l \ i 


w here he cays what 


He says that, * f 'Whil® s0in 

nic Jues «■»„ 

ar e conventional" -- 

The WITNESS: Yes. 

the COURT: --and the implication is that in thi: 

Patent unconventional things were done to reduce noise. 

THE WITNESS: Yes. 

THE court: is there anywhere that the examiner 
pinpoints those unconventional techniques? 

THE WITNESS: No, your Honor, there is not, nor 

would anyone expect them to be set forth in the ordinary 
course of patent prosecution. 

What an examiner does i, , 

look at the claims, 

and he looks at what the claims represent 

He, from a technology 

w nat that combination l s . P ° int > understands 


implio a il° n I s in this 

done to reduce noise. 


that 


navi 


Dr. S choef f ler t* 

r te st ifie(i 

ced the result* ° ^at . And he said 


that produced the results 


Atari and Rambe* c 


those techniques. 


° u ldn» t 


Tt and didn't 


Dr. Schoef f i er 


»»lnt ea 


of t h . . " ° Ut „ e .. «bo« 

MB. LYNCH: May lt 1 ' in gin R , 

Pi ea Se s device. 

THE WITNESS: ^ 


t hl 


Va Y prosecuti cn 
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rt, your Honor, 


103 of 


LYNCH: May it please 

there *a s o,, t think the examiner made 8Ueh 

°nly one time where 1 tnii 

if the Court please. At P a # e 

t HE COURT: Read it to me. 

. LYNCH: It says: 

"Reissue applicants have argued extensively 

on the noise problems of the El Toro machine. If 

these problems could not have been remedied by 

ordinary technical skills (electrical shielding, 

component isolation, minor software changes to 

Ignore ..Itch bounce, « cct„, „„ ula h.v e re - 

quired inventive faculties tn ~ 

68 t0 correct and could be 
' Proven by substantiated evio, 

a ev iuencp\ 

e ) then possibly the 

examiner wouid concur . M 
At this point he 

your Honor. 

x think the point ls t , 

is that t ^ 

Honor, ° f any place where he ro Und d ° not know, y°ur 

a t ho 

technique that were unobviou s . 

But he dia label tv, 

th 6S e 

MR. KATZ: Yo ur H ono r 


was rp n* ^ 

c in g the claims, 


>se 




types of noise 


bvj “0us at the time- 


*•> Wq| lUB — 

. for that type of th^ ^ &tt ~ 

record hin S t te *»Pt to review the 

fVUW. COURT'? An, ^^t w 


THE COURT; AU 
MR. KATZ; .. a ‘ 

pei, ha 


r>s 


*e 


to 


' U ^ b ri 


t‘6 


1 4 rfht 



some 
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Z / 1 '1 


0:1 s , K . 

Sub] ect . 

lect lon, Honor, 

lUE WITNESS: I have no rec° 

I hor v, I would be 

j Uld 1 expect there will be any sUC 

3h °ckea if + u „ 0 „, e a statement. 

** there were such an express 

he highly unuau&l 

t HE COURT: You mean it would 

a patent fM i . nnv reference to something 

file wrapper to find any rei<= o 

that is novel? 

THE WITNESS: No. What would be entirely unobvious 
is to find a reference in the file wrapper where the examiner 
says why the claims are patentable. 

Until very recently examiners were forbidden 

to say that until - but within the last couple of years 

the rules and the HPEP have directs ^ 

directed the examiner to make 

the following statement, and the stater^n- 

ement goes this way: 

If from the prosecution hic+r, 

history it is not 

possible to tell why the claims were «m 

^ ° Wed * then the exam- 

iner may state why they were allows 

And there wa s co 

id erabl e 


Off 1 


a segment of the bar to the Patent 

But during the Pr _ 

P Se cuti 0n 

x and during most of thfS 0f these cases, the 

ig . , rei s SUe 


°PPosition from 
Promulgating this. 


or 

ex ern 




ni ner would say why he - s aUo ^ ’ th ere was no 

What he ls C ha r ^ th e claims> 

+ u P art that he clt e a ° is 4. 

f thB Ues or th& 3 to determine 

nbvl ous or renders them * Pr ot e , t 
ob 6m Ss ter s , readers 


way 


t he 


i' 1 ”" 


the 


* 3 , 


Km y t on - i! 1 Tec 1 


■i 1 ui who 1 o point 9 y 


c& n 


*t grab your ha n * 


thi 


n H li„r a !,« o* un in rac.1t each 


of these plethora of 


to the claims • ihat 


•' 8 that n ri> cAt*J t a not clc> se 

hiU,,..,, , .our Honor, rather than 

*• i o m of nou-ohv iousner.s , y 
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Kay ton - direct respect to t - 

Ql al s ° w 

r °fe S3 or Kayton, referring ° n eXaIfl iner's state- 

El f th® 

°' you finish your answer 

w ents with al de termii iatlon ' 

h res P ect to hi3 final t0 whether the Ei 

N °» I only finished it with resP eC 

t s prior art# 

TOro worked and could be even thought o 

- with whether it 

The other part had to 

, hHc And that is dis- 
worked or not, was it known to the pu 

. or1 ' ais on 50 and 51 f 

cussed at Bates 1350 , 51, the yellow ma 

which is a long listing that I won't read, but states y, 
very simply that the people there were not the public, t‘ y 
had a confidential relationship; the few that were there that 
had no confidential relationship had no opportunity to see 
what the El Toro had inside and, therefore, there could be no 
blic kn° wledge under Section 102(a). And that does finish 
my answer on that. 

what other items of evidence was there in the Patent 

0* 

record, if an V' that directly sup ported the examiner's 

Of f* c 

^at the El Toro project was not a reduction to 

c od ciU 

e of the claimed invention? 
pr3C ,i we had both the — We ha<a 

declaration 

90 who was an Atar i Cv a n ■, *rian 

cha el poga yan el dctronics techm cia 

1 conducted that . a 


A. 

Mi 


ltc itiy conducted that electri c 

eXP 11 0 


a a-- dr ill noise test 

Wtl d that the El Toro mal flln 


iP di 
P 


c ate' 


ioned when that noi® e 




t e* e * 


ted - 


Now, I know al so 


ih ae 


pDs itions of 


I 


K *y ton - direct 

v et e ab °tit the noise problems that El Tor arK - whi ch 

3 f r enie S ° lv ed,but i aireply ca n't pinpoint that. I don't 

® t yL 

ne *e th *+■ 4 , i*. ovists somewhere. t 

siw T tnat is, but I know it exis^ x 

ll P 1 y ^ 

fy . **’* hav ® reference -- I don't have the reference itl 

roi >t of m 

z Kie. 

& 

Was th 

ere an Y evidence introduced in the reissue pro- 

Ce ®dirirf 
^ *ig 

ne subject of whether the El Toro was known to 

en and Nu tting prior to the, to Frederiksen and 
uttinp's reduction to practice? 

lJ ell, there was not even a scintilla of evidence to 
suggest that the inventors of the patent in suit kn ew any- 
thing about what was going on. 

TUrnlng t0 the SUbjeCt ° f whether the Ei Toro was 

publicly Known or used by others under Section 102(a) or 

known to the art as required f or raw*-- 

re Dection under Section 

102(g) and 103 of the statute. „ hat 

was the examiner's fi 

holding with respect to those i saues 

the allied open 

1 Toro was a Vi r^r.r -» 
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X ecu 


h olcling 

where the El Toro was shown? 

X ' m sorry, I confused the been 

A , nn ihg of auestion 

dn ' t follow it. Would y Qll ^ 

Turning to the subject 0 f wh 0t Y ° Ur f3Ult# 

1V known or used by others ^ E1 Tor0 WaS 

D ubl iciy r Ur ^e r 

P ect ion 102 (a) • 

ye® • 

1 „ tnovo to th. art , 8 r.,^ 

9 ^02(0' and 103 of th. st f ° r re iection u n6et 

" te ’ *>'« was th. 


5 © 


c ti° n 


-UK. 
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hc U<U] 
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n 9 with respect to those issues. 

6 expressly held it was not known. 

T . f i35l, he states , "Thus 

It, at the bottom of H?*-’ ' 

under 35 U.s.C. 102(a) and l02(a)/103 have 

wi thdrawn. ■■ 

Without specifically pointing out in the file wrapper 
took place, can you aay whether or not the evidence 
° n this subject of public knowledge or knowledge to the art 
was based on extensive documentary evidence or not? 

A* It was based on extensive documentary evidence, 

including the physical layout of the buildings, whether there 
were cafeterias there, whether wives and children were there. 
It was just unbelievable, the amount of discovery that took 
place on that subject by both sides. 
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'cL 4 


idee i 


i 

§ Dayton - direct I 

A.s a i, the examiner'* 

expr p ^ofessor Kayton, contrary 

es ® hci^i El Toro was actuaii 

as we discussed, that ly 

^ to rj y- a . . .rrtatances, ^ any r w o u ] 

, . Practice; under what circumstanc i a 

*• XL ^ i, • ^ 

1 1 not b e prior art to the claimed invention here under 

^ Cce Pted 

Practices in the Patent Office? 

*. j 

it were the case that the claims in suit do not read 
i i te ral i v ^ 

7 on that structure, and it is the case that the 

ntors didn't know about El Toro, and El Toro was not 

ly known, then there cannot be a finding of invalidity 

Patent Office over El Toro even if it was reduced to 

Photic. „ot b. ..«. t prior art 

the Section 103 statutes. 

This is as established 

as anything can be. 

Since we knew that Frederit 

1 reaeriksen and Nutting 

didn't Know about El Toro, and since 

e examiner held that 

El Toro was not publicly known, th«„ 

,ino of invalid " Simpl V cannot be 

any finding of invalidity i n the Patent 

if the claims did not read literally ° 0 ^ T ° r °' 

, £ it was an actual reduction to n ^ that ’ s true even 

pract ic e . 

under established Patent 0ff . 

^ lCs Pr act) 

i. pSt ii«ony of Dr, Schoeffi PV Ce and based on 

ttie ' as *umi n 

cl aims 45 and 95 be paten table OVer 9 is credible, wOU 

the saKe of argument that i t ° r ° e Ven assuming 

for wa s t 

, noi^ immunity and prGv en tion UC6d to practice but 

uS te ch „. 

„n,e or equivalent to the,. hlt 3ue s ,,„re »ot 


would 


U 9 el 


?Orn 

e ven assumi n< ? 

<3uce d to practice t 


the 


>r equivalent to the- 


' 4ue * that were ^ 
Cla imed inventi® n? 
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2 /2b 


ur Honor* Thi 3 

GOLDENBERG: Objection, Y° 

quc3 ti Cl , . 


in 


hi 


the 




, dispute at this poi nt 
^viousness is just beyond 

^ th. Uw , , „ u „ tlo „ o! 1« *» M <5e “ 3 ' ,<1 

Utt - HUS surely would be • uSUtP» tlon y °" r ' 


t HE COURT: Well, I understand it is a question of 
i , but T ' i j 

let him answer. Overruled. 

MK. KATZ: Do you want the question re-read. 

Pro f e ssor? 

THE WITNESS: No, I don't need it. 

BY THE WITNESS: 

ft. It cannot be obvious for the reasons I stated in the 

immediately preceding answer. if the c i airas don . t read 

literally and there is no knowledge on the inventor's part 
and there t. no public Knowledge, that's secret prior art and 
it cannot invalidate any claims that are 

re independently 

invented. 
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Q, K *y ton - direct 

th ftt XTlq now bo th« Delta Queen activity of iri Cy^ n 

how 3 Cited in 111 of the defendants' Section 282 not ic 

th* n&1Ve ly was the Delta Queen project treated duri ng 

^ tissue proceeding? 

Th © 

Wore a total of 41 official papers dealing with 
eita Que en 2Q 

y the protester defendants, 11 by the 

ap *Ucant P i ■ 

aint iffs, and 10 official Patent Office papers 
What was 

Qr not ‘ exarainer ’ s holding with respect to whether 

K ^ DSlta ° Ueen WaS actu ^ly reduced to practice? 

T he examiner explicitly held that it 
to practice. ltcould that lt was not reduced 

z COuld not work i n its inf ^ 
as . pinball machine. 

& WOUld y ° U P ° int 0Ut the technologi cal k 

by the examiner for that determinate 3568 ^ f ° rth 

record where he states it? ^ tde p ' 1 - aces in the 

A. Yes, first the general 

°ratGme ntf Q 

highlighted material: 655 1 398 , the pink 

" The exam ^e r has 

that while some noig- frc,Tt > the evidence 

86 re du ct , 

conventional i„ «.u n technic 

in the ei ect '■‘‘niques are 

Atari and RamteV art 

k — ‘ and th . nd while 

realize I have is is 

d to yo something X 

they did not seem u U bfif Or« 

a hle tQ ® -had help, 

and even upon f Ur+K ° Ver c 0rno 

ther these proble" 9 ' 

not able to over^ Pet im en . 

“ 6 Atari «• 

''He,.. . 

enc ies 
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K *yton - direct 


the Delta Queen until at le«st 


Then at Bates 1390, some 


of the reasons are 


at the bottom of 1390, 


Set for th. Specifically 
examiner says: 

"In any event, after the critical date of 
Se Ptexnber 26, 1974, established by reissue applj 
ant s, a totally different pinball machine was 

ttOdifjorl t 

In fact, five Delta Queens were 
PParently modified, presumably in an identical 
Two were sent to the Chicago MOA — - 

- 

" U *“ being put 

— ollea ta one o£ “•* 
. »»°ther Del,, hot <=l suite 

fien, location , M " aap °* it «'<i at Fran 

xtle remainin 

disposed of i n a 9 ma chine s were 

un< aiscl 0sed 

Frank's Plzza ™ann 6r . As to th 

' e vig Qn 

t-at it did not actn, Uy ‘ S * lst - to shoe 

bow, an of what £ ^ arc as intended.* 
notation* . Footnote notation, , Footnote 

“ T-, 

and these are all d epositl ° ot not e 6 . . 

^hat th D * 7 , and 8 

of Mr* Mayers and Mr. B ri stow 6 **m iner 

' v h 0 er relied on 

cecnnici OFFioer, „ t„e c y .„ ta „ k 

tn* lS9 ’ - 

BJt Cus e me, 


1394 , 
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. rvan should have learn** 
Even though Atari Cyan 

fy. . -i gtacfc and applied 

r °m the El Toro experimental 

3u <=h learning to the two Delta Queens to el iroinate 
the bombing, such was not apparently done. it is 
apparent that they still did not have control of 
the device. Coupled with the newly supplied 
arguments, submissions, and the fact that the 
programmer Cox did not correct the program to 
eliminate the inherent problems and Cyan, despite 
testimony that various noise reduction techniques 
were conventional in the art, was not able to 
cure the defects in the Delta Queen at Frank’s, 

the examiner now finds that the El Toro was not 

reduced to practice for th« „ 

r the Purposes of 35 U.S.C. 

Section 102(g) and 102(g) /i 03- . 

Finally , on page I 397 u., 

f Q xaminer makes 

reference to a Cyan status report and stA + 

tates, cyan status 

reP ort '•»'“■* 7, and th .„ 

Parenthetically he 

*• th ° “•“* •-« • 

1 think that i 3 au t 1 Stage * 

_ Delta Queen. ^ 1 have on the sub' 


je 


C t 


of the 


Delta Queen. 
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/ 2 l f 


r> 


° you 


ha v < 


A 

^ e mb 


^ report of 

— e before you that Cyan status 

7 

’ which the examiner relied on. 

kn °v, i thought I did, and I am just trying to r 9 . 
er T + 

think -- wait, I think I do. 

I think I do. Just one moment. 

. SlidEL: (indicating) 

THIS WITNESS : Oh, you have it right there? Okay. 
But I had a highlighted copy. As a natter 
of fact, if i could have just a few seconds to find it, 1 
would like to use it if I could locate it. 

Well, I don’t have it* 

BY MR* KATZ: 

q It is Plaintiff’s Exhibit 129 . 

A X cannot imagine what 1 did with it, but I don’t have it 


me also- 


a 


x e 


c y 


an 


to 


Al c 


orh 


Plaintiff's — well, actually there is another 

129 , I think 130. Do you have that also? 

-THE COURT : Which one? 

THE WITNESS: 129 and 130 a s well, I believe. 

MS . siGEL: (Indicating) 

THE WITNEY: Yes, Plaintiff < s Exhlbits 129 and 13° 

status reports. 

129 iS the Status re P°rt of February 7 , 1975 
and Steve Bristow. I SU pp 0se &t 


this time 




tow 






;hi ft 


ed 


f j-om 


was always at Ata ri ‘ 


Cyan, or maybe he 


Kfi -yton - direct 


i /JU 


GUy 
^ lc< 


°rn 


BY i'R 


Pro. this It seems »■ ®' erS ‘ n ' te,i 

'»>» ana Bristow was Atari, «hd it 1* f '-°" °»*" 

11 ' >n ' 1 »risto, or Atari, an! It states in l?'- 1 — 

• KAt 2 ; 


1 rsf er yo u t0 the next t0 the last sentence in the 

Pinball 

■ L1 Paragraph . 

Ay 

ies * 1 ^ve It. It says: 

"The Delta Q,ueen we have on location has had 
some problems after the kids learned about its 
power on the glitches. We modified the power switch 
to only turn off the lights, and this seems to have 
them fooled for a while. We also had a stuck 
switch which put the machine out. Super Flight, 
however, will be tolerant of stuck switches, we hope, 

and then perhaps more vigorously, the following month, March 
in a similar memo to Alcorn and Bristow from Cyan, 

14, 190 * 


irxit i als that look like they must be Lawrence Emmons* 

i;r pinwU r .„ rt 

"Software 00 per cent checked out; PC hoard 
90 per cent laid out. w e puli ed our Delta Queen 
off location this week and have conducted an ^ toP 
s y. The machine has two inherent faults that 

unsuitable for location: 

The power on res^t 4 

eset circuitry is un 

.tisfactory. Brief one-haif c r 

gat-i & - 11 second powef 


aut op' 


t*£ eS 
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2 /3I 


switch can sena 

0r Kids playing with the oh/ 

states or spurious 

-ne machine Into non-scanning 

gam e count. 

t. with stuck 

2. The software cannot cope 

switches, so everytning bombs when t ni s happens . 

^■'his often leaves the machine in an unplayable 

state. Both these problems will be surnounted 

in the next pen." 

Now, this is March 14, 1975* 


25 


Kay ton - direct 


2/3: 


Wa 

5 the 4 . , lir ht project'. 

A ' next project called Superfl*^ j 

5 ^Uppy-Pi.*,. *■ if*ct » and the next 

p ' rt light was the next project. 

Of 

‘ lcr ”« th .1 the protesters suhnltted 5h their 
hetieg 1f 

* * remember correctly. 

y es, it is. That’s listed as reference 

dumber xt. 

^ ^urnirwr 

“ b no ^ to the Superf 1 j ght activity listed also 
under Part -3 * 

d ox the Defendants' Section 282 notice, to what 

Q xt ent *>10 o 

^uperf light treated by the examiner during 

10 the reissue proceeding? 

11 ^ it’s discussed in three official 

cnree of fic lal papers and 

12 specifically at Bates numbers 1424 and 1425. 

13 Tilere he Eays > Just before H. 

6 ore th ^ yellow high- 

14 lighted material, he talks about F rank , 4 

s pizza machine didn't 

15 work, and that's the Delta Queen. 

16 Nevertheless , he aaa s: 

17 the learn ing 0X 

El Toro and Delta u UPo &ained from the 

ma =hi nes 

to the Williams Super 3 Atari - proceeded 

19 ^ °r 


"incidentally, M a yer , s ^ 


that the Williams 0ach1 „ 

hlne wa e 

closer to the El T 0ro 

and more complex n PU 

And then on the » 

‘OUovu 

•I m 


ence EQ-ined from the 
mach ine s a 4. 

y Atari proceeded 

re -tof i lght phase> 

^° s ition revealed 

• wa s 

Ctu& Uy configured 

* i _ 


thQ 

the erratic 


Furthermore * ^ 

* si gnif, he says. 

Sof tv;a re an d hard- 
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2 7 o 3 


-2 


* are ohaug es to the design of the Superf light, 
' oai t’tea Wlnia ma p i n , were required. .ventun lly 
t - Q " e series of experiments culminated In the 
f inai Atarlan product line which differed sub- 
stantlaiiy from the initial El 'loro stage." 

in this context It's of significance 

x '° not Q 

^ that r 

t Jonesl, who was at that time the Dinh* n 
t * ‘"° r thc Wil liams machine, working for Atari 

*“ tnM ln fllS « W 240 that Superf light ’ 

3 quote, "erratic prcblpnc " 

P 1 ’ cl03e quotes, including 

switching problems and a right sli k 

q p g Slingshot that didn't work. 

4 E "“ eme - 1 ? 0» „ ls .„, 0t6 

YOU said Jonesi «... aesle „ er ^ **"“• 

Buer °f the Wi 1 1 h & 

A He » was an Atari g a raes des ignerj ^ ^ ^ ‘ 

Superflight had erratic problem G teStified that 

for Atari. gaKle designer 

H * aCt " all! ' “'»« 'or oth „ 

And that will be seen i n the no * c ompa n ies also. 

ext ref eren 

Lucky Di ce • th e Ramtek 

Q Professor Kayton, 1 do now ^ 

acti vitieS ° f Ramtek wl -th re S p ect ^ ^ ‘"‘ r ' attention to tie 

ln part 3 of the defendants, ^ device 

And ln how l 0ca ;; Ctl - notice. 

the Lucky Lice Ra«t, k d ev ^ did the examiner 

.. . Pni ^ht? 


re ised 


jfit 


t** 0j — r 

Ky Dice Rantek wa s tr e». 

* 

the Patent OffM^ 1 h 


DucJ 


A rS ° f the Patent C «ice 

pap ar 


^ Afferent 
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22-2bl 

office! 
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iters and the 


K *yton - direct 

in h Ow many papers did the prote; 

^ 8 treat it? 

1 ^on*tL u 

*, ave that immediately tabulated, but I can 

hat <«!««,. 

The protesters in seven papers, and the 

a PPHcants in 

five papers. 

^ w hat was tho 

examiner's determination with respect to 

^^®ther th#a d 

arotek activity with the Lucky Dice was prior art 

fc O the claims * 

of the reissue patent in suit? 

"‘ U ’ *““ a “~«v i« official paper » 5 « 

,411 - "* ” a “““«'■*•* “-i- « Bate. I4 „ „, te , 

that : 

"The examiner has concluded a 

from the evidence 

that while some noise reduction *. u 

techniques were 

conventional in the electronic 

and while 

Atari and Ramtek as well 

dS reissue applicants 
received help from com Panies 

S ^ch as Intel 

Rockwell, et cetera, , 

' «aratek did „ 

. h not seem able to 

overcome these problems 

, 74,.. le ast as of May/June 


h i-9 


,hi ig 


, h ted 


And then on I4is 

6 - 37 

material indicates: ' the 9 reen 

"Atari and Ramtek 

Cc "Jld h a 

experts in this di aci _. . Ve been viewed a® 

A 

ordinary artisan wouu ° c ° r 'iingly, the 

n °t h 

^ ee n more 


2 


V, 


* / OO 

Ka yton - direct 

Ucces sful in electronic game implementation tha n 
a cknowledged experts." 

And then on 1436 he says: 

" 0f the parties involved, the patentee, 
lly ' Ata ri, Ramtek, one, Ramtek never completed 
Project, despite substantial evidence that 
creation was actually derived from patentee; 
Atari took three to four years to finalize 

th#a i v „ _ , 


their product." 


And on 14 37. 


Patentee only re quired ^ ^ 

months from approximately ^ 

to c 0mplete to September 

lr xnv ention.» 

N ° W ' ° n 1436 - the footnote 

just blocked, deals with the subj ect ma terial which I've) 

J ec ' of the l * 

examiner's view that Ramtek Luckv rv lk eli ho od in the 

y y ice was act 

from Frederiksen and Nutting through • U9Uy d ® rived 

^nformatH <-* 

of the Lucky Dice designers „ ° n acquired by 

one o y ers, Ray Hol ^ 




fc. J - ~ 


Kay ton 


*u* nin ^ 06 

Were r«. 6 n ° W to tha question of the noise problems th 

er erred t- 

the e* s by the ^aminer, during your exposition of 

» o j 

the " ^terminations that neither the £1 Toro nor 

Ua Queen w 

hot pr . ere actually reduced to practice, at l east 

to 1Q7C, 

the J> you quoted many instances where it was 

xa ^iheri s v . 

devin GW that noise problems in those two 

unobvio, G SUCh thSt th6y C ° Uld not be elimina ted without 
US contribution that , . + h 

in the art ™ ° f ° rdinar y skill 

U d not, without Invention, brine then 
r eduction to practice. aCtuai 

fe V DUrlng the entire relssue Proceeding Pro 

f essor hay ton, can you t ell us the t 

where the eieetricai noise problgms ^ ^ ° f Pl&Ces 

ined ' by any of the ~- - appllcan ;:;;; d j — 

examiner? 

A I can, but to do that I npo , , 

neea to refer to * 

exhibit book. Exhibit 4l8. yet an °ther 

Now, 418 ha s a iot Q 

^sefm * 

MR* GOLDENBERG: Can in formation — 

° an yOU hm , 


the 


exhibit 


can 


u sefui * 

• GOLDENBEKG: Can vo „ , lnJ 

h01 d o n fn 

a copy of tha + IQ r 


ft ii nd a c °Py of that here 


just a moment 


cou- 


1&& 


MR. KATZ: Your Honor 

J wh n e th 

j ask you for some idea 0 n ^ a re looking, 

Sch ed ulj 

THE COURT: Six o-cl 0ck nS * Perhaps? 

** • A . . . 


i; 3 0 and all day. 


. GOLDENBERG: Mr _ 

• Kat z 

* Wi 


~ 1' * • 

A hd tK 

eri tomorrow st fir1 


We supplied 


1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 
21 
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23 

24 

25 
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f o r 


Th 


Mr Tn _ f vouT Honor o i’^&ns 
• J-ONL: May I inquire of y° ul 


de ntax 


yo u 


a re 


Ur3day » ^ it isn't too early? I have a l0 ^- sta ^ir.g 
a PPointment at nine o'clock; I'd i* ke t0 cancel *t if 
e °ing to start earlier that day. 


THE COURT: We Will start as early as possible, 

t SCQ,^g g j , 

nave got another -- Friday is all taken up with 


s 


°ftethine; pi 

se, and then I am not going to be here next 
so we hav< 

week. 


really got three and a half days only this 


MR. TOME: Fine. I am not s 


except if your Honor had another matt 
morning, I'd like to know. 

’ THEC0MT = »o, we wi U MOrk 0n thi 
MR. TONE: Fine. 

MR. KATZ: Did you get it? 

MR. GOLDENBERG: Yes 

3Y THE WITNESS: 

plaintiff's -- 

. KATZ: 

you are referring to Plai ntlffl 
Plaintiff's Exhibit 418, as 2 


uggesting anything, 


er °n, then, that 


s case. 


A 

by mb 

Q 
A 


Exhiu 


E *id 


lt ^18. 


and indexes in the f ront h *s a i ot of useful 

t» el lth r eKr , 

which I an going to i en Pe <=t to those 2 0 

v ol ur a o V/ 

ctiy to the subject Of Mr. K * Honor, tur " 
dif® 9u est 

° n > which wSS 
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I t he eie _ 

Hc e?vli rieai n °ise during prosecution, and t,lf 

t he h ^ VleWei by looking at the white printed tab to,n rj; 

p rn ' ChRt sa ys, "Electrical noise related to reissue 

° Ce ^i neg „ 

ii . 3 and imraediately after that, it says, faster 

° * a blue +n > 

r which lists all of the papers during the 

1 s SUq p 

q cec ding that dealt with noise, and then -- 

that Bates 174? 

>,0U> Mr ‘ Katz , it is Bates 174 and 175. 

Xhe due tab examiner's citations lists uh 
what pan er o tho ilots wher ® 

8 "«> reference to „o lse 

- - »>. . •• -• 

a total of n-p*M ^ 

papers in the Patent' Of f lcp flcial 

Proceeding dealt 

as an issue of patentability + h noise 

ten of f ha 

x them ~ 

defendants; thirteen plaintiff P^otester- 

tif^ap plican t s a 

the examiner. 9 nd seven were by 


25 


23-2 vl 


-incr -i 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 
21 
22 

23 

24 

25 


c* r w 


Q. Kayton - direct 

Pt °fes SQr . -/j-ntify whose deposition 

t Qati ° r Ka yton r would you identi V 

th l5 *°“ y " a “ to too Patent office with respect t, 

t 5 '■“■tlon on the inane of reduction to practice, 

***' Iheto were deposition, by, depositions by 18 pe opl| 

and one 

6 de claration which, by Mr. Rogers, which subsequently 
for this 

Proceeding i s i n a depositionform, because discovery 

w as taken 

9 and it i s a counterpart to the declaration in the 

Pa tent Off ice> 

There were a sequence of people whose depo- 
sitions were taken on this subject. I will make reference 
just to the last names: 

Kryn.ti , »ho ... . lect ronio,l gone do.ign.r 
Of Gottlieb Company, ■ root*. elect„„i 0 englneer ^ 

designed the system at Rockwell for „ 

r the G °ttlieb Company, 
apparently generating a Gottlieb pinball 

"lachine; Edwall was 

an electronic game designer that worked 

° r Gott lieb ? DeFotis 

was an electronic designer that a i 30 WOrked 

F0 iwell was an electronic engi„ eer ^ ^ ^ G ° ttllefa ' 

In ternahional; Fedesna was an el ectronic J ** *° r RockweU 

the defendant Williams Electron' n 9inee r that work' 

1CS; D Us 


UUSsanii 

who worked for defendant wim Xt Was a pr °‘ 

#*** lU *am S ; p 

hardware desicrner ' °°le w< 


-i c hardware designer for . 
tr° nl ror Pinban 


e l eC 


d e£ 0n< 


ras an 
ma °hines working 


dant Williams; Winter Wa 
^ o-- the n 

dustries in Milwaukee that *u reslde nt of Milwau*®® 

Coi n IB 
f r« de 


.da-t.— - - -at the 

n yg w . - 

r ik^ en originally worked f 0r ^ to *s Nutting * nd 

ey w ere doing tiieir 


Ka yton - direct 
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w °tk. v Y , „ 4 . 4 onal Semiconductor 

^ te was an engineer with Na 

Cs>s *°“* a • Project for . gome co»P*W c* 11 *” 

t “ CAda *» «*. OO electro me clioniol pintail d *" e desi P”« 

w 0rlr 

n ea for Game Plan, a defendant in another case, i 

Un ^r st 

^ ' and also a designer for the now defunct Chicago 

8 tries , which, your Honor, ultimately became, I 

9ue s s f 

G st0rn Electronics Company; McEwan was president 
Ramtek th 

• en a video game company in California; Schultz 
electronic engineer that worked for Ramtek, Smith 
electronic technician that worked with the inventors 
Frederiksen and Nutting at Dave Wutting Associates and 
Milwaukee Coin; Spickerman was a hardware g ame designer that 
worked for Game Plan.; Dr. Tai worked for 

■intel , company that 

m ade .microcomputers; Wilson was an *. 

ctronic game designer 

for Game Plan; Cox was the programmer 

yed by the Cyan 

Atari Engineering group that worked nn 

e £ i Toro; and j 

Mayer was an engineer that i made refer / 

„ OI un, ■« *»• tha ;; to be, °"- * js ° 

, t «•»> “ ,j p °"”' ' B ° ,e », " ke, ‘ ° n the “ Tor ° 
aitioD was taken for this tria] Sub mitted and whose 


depo 


joai tioZi was taken for this trial w U mitted and w 

„<cian with the Cyan group tha . • L e ctr onics 

’ h 3id the 

, ng that I mentioned on the E1 T ele ctric drill 

And those are 




Ae Pe 

t ake n * n testimony Q n v hose deposit* 011 ' 

wafi involved. Ub 3e ct Qf electronic 



2 / 4 I 


the r J l0 “ " in ‘ »!«■ of text of officii P»Pt" r * 1,tU ’ '» 

Plal „° lS “ .... submitted b, the defendants, the 

nc ^ the examiner respectively? 

E * C iudin„ 

in g depositions, 181 pages. 

How 

^ ny of those were the defendants*? 

^*he tot»i 

uai Were the defendants , 38 pages — now I am 

diking abou 

° Ut ac hual pages of text in the context of noise 

ts 38 , the plaintiffs 122 f and the examiner 21. 

Now, in the depositions, separate from the 

Papers of the parties and 

ties and the examiner, there are a total 

number of 126 pages of text in * h - „ 

an the depositions of these people 

that dealt with noise. 

ft Professor Kayton, I noted that Mr Lvn „ . 

• L * nch indicated 

several times that he was surprised 

. t n °i se was an issue 

here m this case. 

When was the fi rst - . , 

. „ , ‘ .n, of tB . 

p „bi.. =f «.i.. „ USo , pt j 

oinhhll »*chiu«s in th. r«i„ lllty as a P r ° BIi “ 

r Proceeds 

raised? ngs a nd by whom 

was iZ - 

The first time it was rai 3ed 

*• as Vou c 

, -a was September 14 , 1979 ^ an see on Bates 

NO. I 74 ' ' and it ta ._ I 


Kay ton - direct 


— now 1 am 


was 


was j.*, 1979 — oee on Bates 

ho. J74 ' . 9 ' an * u Vas 

• nd Wayne Harding, the p rot ra ised by John 

jjyflC * 1 s ^ G rs f 

raised Xt in the v ®ry Pap er r R ° ck well, and th' 

or oceedings, and that i, 0f ^ wh ich they entered 

tn^ e p ioia i 


Now, that can be 

Se en i 


!f No. 11. 


^ the horizontal ^ 


2 


1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 
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° 0)t , Pi ai ^ ■_ v, ^ Bates No. 9 5 

intiff's Exhibit 414, at tab r 

thi 3 , If ^ look at that, at the top it says 

18 Mr 

Lynch and Mr. Hardings 

B y the latter part of May, the El Toro 
m °di fication was completed. Before May 24, 1974 
the m i Coprocessor controlled El Toro machine was 
Playable as a pinball machine." 

E «t Footnote 38 says , "Mayer deposi tion- 
' of course, was the El Toro engineer, Cyan 

;;;T - .* i„- 147 . 585 _ 87 , 

l ' BriStow deposition at 38 . „„ 

W * U « as noise wasn-t • ^ 

duced mtentionally intro- 

May6r depos ition at 588 _ 9q 
prototype uti Uzed * Be cause the 

rts wrap boaM 

computer w as conne cted to * nd the ™i« 0 - 

umbiiicai cord, the protot^ 9a " - ^ an j 

n ° iSe '" ^ WaS Susc eptible to I 

This was the first ^ 

issue, and it was an issue, as ^ that noi SG I 

th e iSe was an 

174 through 175 indi cateSf con of 

ln uaii v pa Pers on page 

». i..». « «.i.. ... y «p u„ tt 

ptib ili 1 . 1 Ju ly 1 , 1983. 

l8S ue proceeding at th w Qa 

rai6 ed and by whom was lfc * raised xn I 

ceedin^ *" d c4n ^ Ua i* th /' ^ WaS “ | 

r d and what was 6tated? e ^n Ce 6l ^ue pro- 


the re: 
next 

s di** 


t&co 


to 


the cite in the 


R ayton - direct 
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, „iicantn on Mnrch 

1980 ' At was raised b * thC aPP 

' an <l tha* „ „o in« to tho 

a Ppi . y ° U ° an get b *' of c0UrSG ' 

Papers. 

p . Now, those are the horizontal hluo reference*, 

' A *intif f . 

8 Exhibit 413, and that is the single horizontal 

b iue i ihA 

» 4 1 ■> 

r a ^- tab 3, Bates Nos. 59, 60, 61, and 62. 
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LGUKT: What booh are we in ■ 

Ex hi bl , ihK We are ln the single blue. Plaintiff, 

* ^ 13 . 

si ngl ‘ KATZ: Volume l, your Honor, which has the 

e blue of-, 

s ^ripe. 

Th 2 COukt- t 

The page again? 

The w xtn p^q, t, 

mat eriai - . * S 59 ‘ Zt contlnues on highli ght€l 

XhlS iS Where th e applicants discussed it. 

heading is: "El Toro phase did not amou. 

a Eduction to practice " and tn 

cant, „ thGn the *PPU- 

cants refer to Mayer's t P =H 

testimony . It says; 

dyer's testimony generally indi , 

th * E1 *“* «■» ,„. t t 8t " ttot 
, j-rst part of* 

“■ f ° r h ° projec 

clearly resulted in « 3 and never 

n a Practi cad fu 

ball machine. Mayer t ncti °ning pin- 

Y testifies as 

here is a shor t amount _ r °Uows : " 


and 


then there is a short amount r °Uows : " 

^ testis 

nberg's examination: n ° ny s Pecifi e d at. 


Mr . Goldenberg's examination: 

" Q Besldes paying the 

or evaluated in any oth ^ it tested 

"A « n Way? 

y Mr • May er „ ^ 

static and low and hlgh ^ ^a s tested ^ 

"Q Whet were the 

"A The low and * S t* 

d nese tests, « 

dicated that we had » Ae v °lta,r * - *rv 

* s ^t ls tests in- 

* c W y d 

y ^esig 


Ka yton - direct 


Mr. 

June 




^fomentation of the model was such that we 

c °uldn't get a conclusive static test. ite wirs 8 

G too long and running to the Intellec simu- 
lator . 

r, cj 

^ What would be revealed by a static test? 

,? A 

iile computer could jump out of sequence anc 
an £ U P in some part of the program." 

r 'hen on 6l there was cross examination by 

Welsh, who is Mr Kn + ^t 

• ^atz partner, with respect to mid- 

7 ’' “ ,y " *••»“!« *• follows : 

“ d y °“ " ln *"* »"i» Problems? 
ere was some residual nolse „ 

Farther on; 

•« A„a on tBo „ e resiju>i ^ 

effect the pla, ,i» Uarl Problems 

y zo others- t 

did not detect switch cl 0s * mSan ’ y ° U 

" A •*“« -«zz r " ,apie? 

solenoids activating at *u ems elves as 

the w 


• <1- ong M 

the computer, taking th me ° r bombing 

e COlf iput< 

normal cycle. 


' er °ut Of its 


play? 


"« What happened wh eri + 

that 


° Cc urred during 


"A The play WOuld 

d St °P a 

reset the computer &, d you would ha ve to 

4 a. 

Then on 6 2 Ma yer a £ai n «r 

ere i*r ed 

t o + Vv 

the El Toro 
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V* 

Pi- 

°^ Sao . f ra ise the issue 0 f 

noi a ^ r Ka V ton , did the plaintiff ra 

a 9ai n ^ , D9fpn t office to supp 0r1 

anv that same paper in the Patent ^ M ° r t 

y ot h er n 

Proposition? 

°n the very next page, the yellow highlighted 

^te rial 

al aa ys: 

"The Cyan pinball project was to evaluate 

the feasibility of building an electronic pinball 

machine, which resulted in the El Toro mock-up and 

the modified Delta Queen and Superflight experi- 
mental models. 

W “ k,d .. , pr „ tioal 
Pinb.u -chine b...... „ the P „ bl „, previ(i „ ly 

^ “ — — l. But I 

these were noise, static, swit^. 

mg or other prob- 
lems causing bombing of «.u 

„ , , "’»«« and wrong 

and inconsistent scoring 

invention was thus 

never actually reduced «. 

t0 Practice 

“The Cyan systems 

^®vigQj _ j 

high and then to l ow le rom low t0 

ve ls n-c _ 


r ®VigQj - 

high and then to l ow le rom low t0 

Ve ^ S Of TV, 

various arrangements f 0r . ult iplexing with 

ln Putti a 

switches to the mpu and c g ^ata from the 

cont>- 

to avoid the various p ro u OJ -iing the l arnps 

began its design of a How ever, when ^ taF 

C °^r cial 

the Atarian, at the bed Pinball machi ne ' 

' nni ng 


9 0f 1976, its 


* 
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r&n system 


and redo s iqneci 
according to bristov 
imed invention . " 

t that at this very 


Kay ton ~ direct 
n Sineers rejected the Cy 
n ° W *V S tem f their own baby t 
iCh did n °t use the cla 

ea rIv Now ' it is of some interest that at this 

y d at e tll 

to sta tements of applicant's attorneys proved 

pr °Pheti c 

the * cause that is exactly what, years later 

ex ami n « v • 

a * ex Plicitl y held. 

Was ^i S issue of 

issue that susceptibility a continuing 

- «. - — ^ a . ai „ gs 

Wel1 ' as 1 indicated it 

' clearly wa«? -»-k 

P roceeding vigorously * throughout the 

USiy Presented anH h • 

* . « w ,r;r d - 

the parties on this i ssue du iems introduced by 

y the course 

p roceedings? And what was the fi ° f the rei ssue 

examiner reached in connection wit, that the 

WJ *th thi s 

issue on the El Toro activity gfc " 01se s u Sceptibility 

A " e11 ' that '« two questions 

• And th 

evidence was introduced ext» 6 f ir st 

6 tens ivo ly St ° ne is yes. 

And the examiner P Urin 9 the „ 

ex Pre SK , Proceedings 

reduced to practice be hei d 

Se it ^hat El Toro 


was 


riot 


noi® e ' 

WB* fc W3S the ulti ”ate COn 

a Usi 0n 

the Delta Ouooh . 


- AW 

°Uid n 

n ot „ 

cope with 


r«<P ect t0 the Delta QUeen activi u es ' the e 

0 p** ati0n and ,uaceptibi iity t0 " at c Van 4 
^ ^*3 ft . 


° f ^ e - . 

^miner with 


ie nis ? 


Lns ofar as 




A. 

th e 


Kayton - direct 


w 

3 exactly the same holding. The " 
tK 

wa s i ^ i n a noisy environ- 

as in Frank's Pizza Parlor m 

It 

CQh 1 .1 ^ « 4> i*h o fv n n 


2 /4V 

Delta Quecsn was 


*«at. 

^ COUldn 't work, and u was the one that the Cyan 

t *v . 


r ®P0rt 8 , p 

1 «ihti ff Exhibits 129 and 130 said simply did not 


w °rk. 

& 

Nov, p r „c 0 

^«sor Kay ton , given the following as facts 

*** t , 

8 Nr ” G °ldenberg stated in his opening argument 
Page 56 of ^ 

the transcript, and z quote: 

" A PinbaU arcade, I think the evidence will 

Perhaps agree, and there will h 

e Wl11 be no dispute 

between the parties < 

parties , is an electrical 

‘■ricaiiy noisy 

environment. a pinbaU ^ 

noisy device. electrically 

Steps have to be tato 

that." en to deal with 


Second fact. That ^ ^ ^ 

Queen pinball projects at Atari c ^ 3nd the Delta 

Yan E ngineer, _ 

• ri ng Divi S i on 


in fact susceptible to 

eie ctri cal „ . 

n °ise 


were 

noi s 

consequence, become inoperable wh and Woul d, as 

etl Put i 

environment A 

And, third: T h e 


a 

noi* Y 


n an electrically 


ne E 1 T 0r 

• “«* -taw, to /“ ana »e lt , Queen 

. ..nv noisv envl c Wo r j^ 


pinb® 1 

tricaHy noisy environment. 

0 X& c 


Now, my quegti 0n ^ 


in such an 


a 


to 


cd«P te 


, oU ld the El Toro or t, elt n<3er tho s 

a Oiw e circum- 

c ts, according 


ce- '“ a Qu 6en 

d customs and practice. n 

e * in 




Pat 


fi eid r con- 
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at* 4 . K ayton - direct . 

a. „ . nVC ntion xn a Dinbali 

m aoh . Auction to practice of ^ in 

Mu nnce ^ think 

Goldenberg: Your Honor, on 

^nat'g 

^ e ^al conclusion, 

I don't think the attempt to masquerade it 

by ref err . 

9 it to customs and practices in the patent field 
r t„. Probl .. lt ha> 

THE C 0 UR T: i think you're right. I mean, I r ve let 
a iot of that i n , 

IOU h3Ve the same brob1 ^ every time a lawyer 

b T “ ‘ r “*" 1 in 

here to testify to fa^fe 

Y t0 facts ' supposedly, but h, • 
testify stett 1„. • tssicaily they 

nna the question i, ^ 

the line. 

1 think this <3Ue stion . 

I’m going to sustain the objection 
B y MR. KATZ: 

0 


16 c °nrt draws 


rly ° b jectionable 


During the reissue pro ceedin 
! ' Was 

emitted by any of the parties t &re any ev , . 

% uh ml to shov ^ ev idence 

, rtr0 and Delta Queen were in * ' fi *st ^ » 

r°*° ln fa ct ' ^at the 

to »a 

remonstrate 


EX 

Iwh^ 

A* 

Q- 
I A* 


* he r they W ° Uld W ° rk in th eir , 
the lnte »d e(i 


fed 


Y 00 


Wh a 


t was that? 


ei Wi r _ 

° n n\ent ? 


yie 


Ilf 


with respect to the 


£1 


*0 




’ *v i(J 


le ho e 


vas intro - " 


*1 

a 

a 

i 

i 

i 

i 
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l0 tfc K * yt “ - ai ”°‘ Rogers i the 

6 form of the declaration of 

• rcfrated that 

0t Uc s 4. , h p demon s^r<* 

tec hnician at Cyan, where h 

** , +-rical noise from 

not work when the el ec 

_ the machine, 
rill was applied contiguous 

And, of course, in the Delta Queen, there i 

° ns trated and clearly admitted that out in the noisy 

r onment of Prank's Pizza Parlor, it simply wouldn't 
work. 






in the 

6 le 

ct t 

0 tl io s 


El 

o 

fl 

o 

t h© 

el 

ec tri c 


Kayton 


- dir 


ec t 




the 
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fil Toro or 


^ o w 2 d 

thp. ^ * Under these circumstances, c ° 

De U, „„ , , institute prior art 

a ~ een Projects or activitie 

inst th* . either indi- 

v . ln vention of the patent i n s 

Ua Hy th . in combination 

at is, in and of themselves, 

W l th 

*" J «».r references or ,„y other prior art activities 

under 

' ny Action of the statute or on any conceivable basi: 
t<D Support Q 

a rejection of the claims in the Patent Office? 

A dearly could not - 

MR. GOLDENBERG: Excuse me. 

THE WITNESS = I’m sorry, Mr. Goldenberg. 

MR. GOLDENBERG: I do object. 

THE COURT* it »q 4 -u 

it s the same t VDe nr 

. ype question* 

same ruling. Sustained, 

BY MR. KATZ: 

0 Could these activities -- Q + . 

Strike that. 

Are these activity . 

o, , ° Sr,1 zabie i 

as bearing on the issue of patentabi Uty 

practice? 

MR. GOLDENBERG - 

bjec Uo n 

THE COURT: Well T 

9 I S 1 1 

ve to tell you that if _ P ° Se > Mr , 

jus* ^ Kat z , x wi ; 

objectionable, ask i t; ot 

IS » ot , _ ° th ^w lse qUe s tion th, 

1 it an 
a PPe a 


in a ny way 

under p fi+ . 

ate nt Offic 


th# 


MR. KATZ: i 




o 


have occluded y our e 

y nat io n n to me 

80 Oh ls Witness 

, subject. ^ y 0 ness - 

tr “ *■««, to , 


w ill 


Kay ton 


- d i re< 


ZlbJ 


actual ly 


Ka T7 

q : _ r . B determination 

that DUring exposition ° f ^ 6Xamin en yiere actually 

nelther the El Toro nor the Veit* Q ue . 

r9 ^ Ced . -nr t0 1975, y° u quoted 

to Practice, at least not prior 
^anv -iy. i view that the 

stances where it was the examiner 

stu ck swn u AhlPfflS in those two 

Wltch in the two key rollover proble 


^vices were such that they cQUld not be eliminated without 

Unobvi °us contributions; that is, the person of ordinary 
skill in the art could not without invention bring them to 
actual reduction to practice. 

During the entire reissue proceeding. 

Professor Kayton, can you tell us the total 

total number of places 

where these stuck switch problems were 
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